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Abstract

In the objective to identify the level of awareness among businesses about
trademarks and their infringement, this paper reveals the general overview of
trademarks in Ethiopia. It discusses the relevant laws and concerned government

bodies with trademark registration and arbitration of infringement cases.

Fifty questionnaires were distributed to assess level of awareness for businesses on
purposive sampling method of which 30 were collected and analyzed whereas the
rest 20 were not collected. The analysis of the questionnaires reveals that most of

the respondent businesses do not have trademarks due to lack of awareness about

trademarks in general.

Majority of the respondents have witnessed infringed products which show industry
specific characteristics where cosmetics products take the lead. And finally
establishment of customers association and provision of trainings were identified as

major solutions for trademark infringement in Ethiopia.
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CHAPTER ONE
PROJECT OVERVIEW

1.1 Background of the Study

Companies whether multinational or national need to produce and offer a product or a
service to their customers to stay in business. According to Peter F.Drucker (1971),
there is only one valid definition of a business purpose: “to create a customer". And
the way businesses create and manage customers varies from one organization to
another within one industry and from industry to another industry. Even the physical
boundary of countries plays an important role on how businesses create customers and

on the general business framework and environment.

Different businesses choose diversified strategies to attract and maintain customers,
for satisfying the customer is the sole raison d'etre for businesses. One obvious reason
as to why customers are always attached to businesses is the provision of goods and

services by the businesses. In other words, products and services are the attaching

agents between customers and businesses.

There are, however, many companies which provide a single product or service to
similar groups of customers with a competitive or even a lower price. When it comes
to consumers, most products now meet an adequate standard, and if one product is as
good as another, buyer’s will often settle for the cheaper. Customers may, however,
pay more for a brand- not merely because they trust it but because it seems to

represent a way of life or set of ideas (Cairncross, 2002).
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A trademark could determine the success or failure of a company in this globalized
world (Franklin, 2005). It can give a competitive advantage for the one who uses it
properly and it is also a means of reducing unfair competition. Trademark to a
manufacturer or a merchant represents something akin to that which the flag of a
country represent to a loyal citizen. They are badges of honor, distinguishing marks,
emblems to be proud of, to be kept above reproach and with spotless reputation

(Geier, 1934:69).

A company’s brand or trademark worth as much as the tangible assets of the company
(Franklin, 2005). A study for identifying companies whose brand names or trade names
and trademarks worth the highest among the world’s largest multinational companies
indicated that Coca Cola’s brand equity is $67 billion followed by Microsoft’s $61
billion (The Global Brand Scorecard, 2004). This account for the total asset of many
large companies summed up and clearly indicates that the trademarks, trade names
and goodwill of companies in undertaking business need to be protected from illegal

and unfair use.

1.2 Statement of the Problem

Intangible assets that a company possesses have significant value in the creation and
maintenance of its customers. Moreover, since the monetary value of these
intangibles may worth as high as half of the worth of the whole company, they have to
be protected through any means just like the protection given to the tangible assets

that the company owns and manages.
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Understanding the need to legally protect company’s trademarks and names from
illegal use, many countries including Ethiopia have enacted regulations on their
commercial codes or using various trade related proclamations. But time and again, it
has been proved that the mere statement of the codes doesn’t seem to protect illegal

use of trade related properties in many countries.

Infringement cases involving multimillion dollar lawsuits have been raised. A recent

example of this could be iPhone and iPod (www.cnn.com/business, June 23, 2007).

Many other examples can be mentioned throughout the world. Governments can also
be involved in trademark disputes not as a solving agent but as a plaintiff. A typical
example for this is the case of Star Bucks and the Ethiopian government where the
Ethiopian government sues Star Bucks for infringement of three coffee products:

Yirgachefee, Sidamo and Harrar.

When it comes to Ethiopia, the problem of trad;emark infringement is increasing day
by day at a steady rate. In a country, where registering trademarks is barely practiced
(EIPA, 2006), it is difficult to presume even those registering will have a problem of
infringement or illegal use. One can clearly see this fact, if by chance he/she has got
an opportunity to look on the database of cases appearing in courts. The number of
court cases is increasing slowly (FHC, 2006). The legal statements in Penal Code (Art
673-674), Commercial Code (Art 132-134), Civil Code (Art 2057, 2122) and Public
Enterprise Proclamation (No 501/2006) are always subject to interpretation which
further aggravates the situation to an even bad shape (Abebe 1997 and Tesfaye,

1998).
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Plenty of legal issues related to trademark protection have been raised and were
accordingly answered by scholars. However, little so far has been done to explain
issues related to trademarks and their illegal use or infringement in relation to the
root cause of the infringement and the potential solutions in Ethiopia. It is thus, the
aim of this study to identify and answer some legal uncertainties on infringement and
try to come up with some potential solutions. In short, the research question of this

study is “what are the potential solutions to trademark infringment in Ethiopia”.

1.3 Objective of the Study

A. General Objective
The general objective of this study is “To assess the level of awareness among
businesses about trademarks, their infringement and identify potential solutions”.
B. Specific Objective
In achieving the general objective, the research undertakes different mini-studies and
identifies their potential benefit to the main research. These subsidiary studies to be
conducted in understanding the essence of the research are the specific objectives
and are listed below.
1 To assess the trademark registration and litigation practice in Ethiopia
2 To assess trademark infringement implications on the overall investment
climate
3 To assess the impact of trademark infringement with regard to joining World
Trade Organization (WTO).

4 To assess the role of Ethiopian Customs Authority (ECA), Ethiopian Quality and
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Standards Authority (EQSA), Ethiopian Intellectual Property Organization (EIPA),

and Ministry of Trade and Industry (MOTI) in protection of trademarks

1.4 Significance of the Study

Properly answering the following questions will lead to a general consensus about the
significance of this research.

1 What is unfair competition and how can we minimize it?

2 Why is trademarks and their improper use an issue this time?

3 What are the impacts of trademark infringement on FDI?

4 What are the consequences of joining the WTO?

5 What are the types and intensity of other researches to be done in the future?

1. Unfair Competition is the passing off, or attempt to pass off the goods or
business of one person for the goods or business of another person, and any conduct,
the natural or probable effect of which is to deceive the public and to pass off the
goods or business of one person for that of another amounts to actionable unfair

competition (www.wipo.org, Geier, 1934, and Franklinn, 2005). Thus improper or

illegal use of trademarks done to deceive users or customers of one business with or
without the knowledge of the existence of the mark in market will create an
opportunity for unfair competition. This should be avoided and seriously handled,
since customer deception will lead to loosing market and sales and ultimately results
in delivering poor quality products. Researching trademark related issue as a means of
protecting unfair competition is thus advisable and appropriate.

2. Private business involvement in the general economy of Ethiopia is booming
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(Melat, 2007 and Asrat, 2003). New businesses are opened in different markets. More

incentives are given to further encourage the investment climate

Although various activities are done to facilitate investment activities, there is little
amount of work done in properly acknowledging intangible properties and providing
the right protection. A recent report by World Bank ranked Ethiopia as one of the most
difficult countries for registering property and protecting investors (The World Bank

Group, 2005).

Improvement, therefore, is crucial in these particular issues and substantial upgrading
starts on a research work. Therefore, this study will be important for those working on
shaping and polishing the trademark policies and regulations of the country.

3 Ethiopia is on the process of joining WTO. Joining the WTO has specific
requirements that must be fulfilled by all pending countries and thus as a candidate
Ethiopia is supposed to meet those expectations-of the WTO. One of the requirements
put forward by the WTO is the proper protection of trademarks, trade names, patents

and copyrights of other member countries (www.wto.org and TRIPS, 1994). But this

contradicts with the current practice in Ethiopia (Tesfaye, 1998) and has to be worked
out by a research process. The output of this research could be an essential input in
this regard.

4, A means of further encouraging private investor’s involvement in public and
private economic activities is the protection of their tangible and intangible assets.
And before it is too late, this is the right time to study the impact of infringement

cases on the investment climate of the country.

MBS e T T T e e et e
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5. FDI is increasing throughout the country in multiple investment areas (Melat,
2007). Furthermore, the Ethiopian market is proving itself to be one of the best for
foreign investors. Consequently, many multinational companies (MNC’s) are registering
their products and marks through their franchisees and licensees. All require the
proper protection of their marks as well as the protection of their agents. To do this
lawsuit is not enough since the legal actions are conducted after damage has occurred
rather there is an apparent need for identification of the root causes towards fraud on

trademarks.

Finally, this research serves as a reference for supplementary studies to be conducted

by other scholars since there is little research so far done in this area.
1.5 Scope of the Study

Although, industrial property, which is a member of intellectual property, includes

trade names, trade dresses and trademarks, '_this study is only concerned with

trademarks. It involves
 Assessing the trademark registration process
 Assessing the legal statements on the penal code, commercial code and trade
related proclamations
e Undertaking data collection and analysis for identifying trademark awareness
and infringement
1.6 Limitations of the Study

Legal protection of trademarks, just like all other intellectual property components, is

subject to situational interpretation (Tesfaye, 1998). In fact, the increasing number of

bt e e S T b R
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infringement cases is the result of lack of strict and all-rounded rules and regulations
in Ethiopia (Abebe, 1997). This has its own influence on reduction of unfair
competition and to some extent restricts the outputs of this study. Other limitations

of the study are listed below.
1 The issue being legal, it needs more time to investigate
2 Lack of resources related to trademarks in Ethiopia

3 Impossibility to talk to businesses involved in trademark infringement

1.7 Methodology

Data Source

Both primary and secondary data sources are used in the project. Primary data is
collected through formal and informal interviews with experts from EIPA, and ECA. In
addition, questionnaires were prepared and distributed to assess the level of

trademark awareness, their infringement and potential solutions.

Secondary data (like official documents, annual reports, journal articles, books ad
other web related materials) have been used, although information regarding
trademarks is limited and hard to find.

Sample Population and Sampling Technique

Questionnaires were distributed to a sample of 50 businesses on convenient or
purposive sampling method. Purposive sampling is selected for the following reasons.
First and for most, the culture of providing genuine information among business
owners is highly condemned and it is helpful to collect information on referral basis.

Second, time limitation hampered the distribution of questionnaires randomly. And

T
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lastly, the idea of trademarks is known in certain group of businesses and this can be
best represented in purposive sampling.

Sample Size Determination

There exists a broad body of knowledge that is used to determine the sample size for
a research or project. But under the apparent conditions described above, it is hard to
follow the scientific procedures forcing the use of sample size determinations on

personal judgment basis.

Method of Data Analysis
Descriptive analysis will be used where findings will be presented in percentages,

weights, averages, graphs and tables.

1.8 Organization of the Paper

The study consists of four chapters. Chapter one starts discussion by indicating the
importance of protecting trademarks. Explanation of the statement of the problem,
objective, significance and scope of the study will further enhance the knowledge of

the reader consecutively.

Chapter two discusses the literature review which shows the nature and findings of
related literature to trademark practices. Chapter three converge the idea of the
paper to Ethiopia where the core element of the research is conducted. It consists of
explanation on the registration of trademarks in Ethiopia identified through secondary
data. And finally, chapter four concludes on the basis of the findings on third chapter

and states some recommendations to be followed.
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CHAPTER TWO

LITERATURE REVIEW

Information age comes with huge opportunities that are impossible to overlook and
difficult treats that are unthinkable to ignore. The issue of trademark is one such
phenomenon. When it comes to building a trademark the internet makes the task

easier in some ways, harder in others (Cairncross, 2002: 53).

Building trademarks involve analysis of three disciplines: economics, law, and
management. Just as it is a term tuned in three disciplines, it has many names and it
is subject to multiple theories which at times are contradictory but mostly supporting
supplementary. For instance, in management a trademark can be a brand whereas in
law it is an intellectual property that should be protected. An economic overview of
trademarks demonstrates an issue indicating tﬁé economic policies of the nations

about intellectual property.

This chapter deals with the discussion of some basic concepts about trademarks and
consists of five sections. First section provides meanings and definitions of trademarks
and its relation to brands and other intellectual property elements. The second
section discusses the need for protection of trademarks. International trademark
related issues are briefly exblained in the third section. The fourth section discusses
latest developments concerning trademarks. And finally some legal questions that are

difficult to answer in the present legal setting are listed.

10
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2.1 Trademarks:; An Overview

2.1.1 Definition of Trademarks

As communication technology advances, words and phrases also change. A single word
takes multiple meanings in a single situation and at times a word can have varying
interpretations in different cultures. There is multiplicity of adjectives used in an
industry in particular, with meanings that often are neither discrete nor clear. At its
worst, this reflects widespread confusion in the field; at best, exciting innovation and

development (Jevons, 2005:117) .This scenario is exaggerated when it comes to

trademarks.

Many authors and scholars give multiple definitions which are most of the time alike
but sometimes even tricky to differentiate. It might be difficult for a reader to
thoroughly understand trademarks due to some confusion that exists among definitions
of the word itself. Most of the definitions, however, have some common elements.
The following paragraphs discuss three of the widely accepted definitions.

s A trademark includes any word, name, symbol, or device, or any combination,
used, or intended to be used, in commerce to identify and distinguish the goods of
one manufacturer or seller from goods manufactured or sold by others, and to
indicate the source of the goods. In short, a trademark is a brand name

(www.uspto.gov).

Il. A trademark is any word (Poison), name (Giorgio Armani), symbol or device (the

Pillsbury Doughboy), slogan (Got Milk?), package design (Coca-Cola bottle) or

L1
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combination of these that serves to identify and distinguishes a specific product from
others in the market place or in trade. Even a sound (NBC chimes) color combination,
smell or hologram can be a trademark under some circumstances. The term

trademark is often used interchangeably to identify a trademark or service mark

(www.inta.org).

lIl. Any sign, or any combination of signs, capable of distinguishing the goods or
services of one undertaking from those of other undertakings, shall be capable of
constituting a trademark. Such signs, in particular words including personal names,
letters, numerals, figurative elements and combinations of colors as well as any
combination of such signs, shall be eligible for registration as trademarks, Where
signs are not inherently capable of distinguishing the relevant goods or services

(TRIPS, 1994).

A trademark is applied or attached either directly on the product, on the paper work,
on the packaging, or the prints that make the offer of the products, as well (Abebe,
1997).

2.1.2 Trademarks Versus Brands

There is a general misconception about the meaning of trademarks and brands.
Customers usually mix up brands with trademarks. If, for example, we take marketers
and legal personnel in a certain organization, while the marketer is solely concerned
about brands in their products, their legal counterparts are debating in courts about

their trademarks. Furthermore, the way the marketer understands trademarks is

12
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completely different from the legal personnel. There is a pure confusion in defining

brands and trademarks (www.wipo.org).

A trademark, as discussed previously, is any word or slogan that indicates the origin of
products separating them from other similar products by other manufacturers. A
trademark indicates neither the type nor the quality of a product it is representing. It
can be attached to multiple products which are produced and designed in a single
company. For instance, the trademark Toyota exists in all brands of the company like

Camry, Carrina, Corrola, Prado, Rav4 and others as well.

Brand, on the other hand, is a name, symbol, design, or some combination which
identifies the product of a particular organization as having a substantial,
differentiated advantage (O’Malley, 1991: 107 in Rooney, 1995). The American
Marketing Association defines a brand as a name, term, sign, symbol or design or some
combination of them, intended to identify the goods or services of one seller or group
of sellers and to differentiate them from those of competitors (Keller and Kotler,
2006). A brand, thus, indicates the type of product rather than the organization. It
shows quality than origin. A brand is trustworthy mainly because trust is what secures
loyalty. It is a means of differentiating a product and creating an emotional

attachment between the consumer and the product.

Sometimes it is possible to have companies with product brands similar to their
trademark. A well known example for this is Coca Cola, the soft drink, having the
brand of the company’s trademark (Xie and Boggs, 2006). Ambo, the mineral water, is

a local example sharing this concept.

13
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In all situations, there exists a blurred periphery between what a brand is and what a
trademark is. As a result of this and other reasons mentioned below, trademarks and
brands are treated alike in definitions as well as interpretations in this study.

A. In Ethiopia, where the core element of this paper is done, legally registering a
trademark is not well practiced (EIPA, 2006). Hence, differentiating the words and
treating them separately is unimportant when it is possible to give a holistic diagram.
B. We are living in a country where Colgate is used as a generic name for all tooth
paste types and thus their manufacturers; Highland Spring Water is used as a common
name for all bottled water products irrespective of their producers; and other plenty
of examples. So there exists almost no space for differentiation.

C. The whole idea of intellectual property is in its infancy stage now in Ethiopia
and needs to be supported by researches and studies emphasizing a holistic approach
than individualistic differentiation.

Accordingly when it is used in phrases like “trademarks should be protected” and
“trademark registration and arbitration”, it can be equally and interchangeably used
as “brands should be protected” and “brand registration and arbitration” respectively

as of now.

2.1.3 Objective and Function of Trademarks

It has been recognized that the foundation of a business is built up on the significance
and guarantee conveyed to the purchasing public through the medium of particular

marks, names or symbols applied by the organization (Geier, 1934: 69). Consequently,

14
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it is safe to say that trademarks are always inseparable with commerce (Abebe, 1997).

And a business without appropriately designed mark is doomed to fail in the long run.

Trademarks have manifold advantages and functions when applied properly as the

following paragraphs show.

Objectives of Trademark

A trademark can provide two major objectives: Economic and Social; which are both
of vital importance to the buyer and seller in the course of commerce (Rahel, 2005, |
Unpublished).

= The Economic Objective

The economic objective of a trademark is reflected from three perspectives: Owner,
Consumers and the Economic Policy of the nation.

A company’s trademark is an asset or equity having a monetary value and like all
other tangible assets, it can be sold, bougﬁ£ and franchised.

“ When a product or group of products manufactured by different companies are of
the same standard, price become more important variable in purchasing
selection. However, customers can make their purchase decisions based on ;
trademarks, since they convey a certain life style or set of ideas.

Hence, a trademark reduces confusion in decision making when the information
available is not adequate. Furthermore, it helps in economizing decision making
by reducing the time needed.

* A look at the economic ideology of many countries is in favor of private sector

involvement. Many developing countries, including Ethiopia, are trying to attract

15
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as many foreign investors as possible (Asrat, 2003). One factor that determines the
inflow of foreign investment is the degree of property right protection the host

nation provides.

= The Social Objective

The major social objective of a trademark is closely related to that of safeguarding
the public from mistake, deception and confusion, which is usually termed as unfair

competition (Abebe, 1997, Tesfaye, 1998 and Franklinn, 2005).

Function of Trademarks

Trademarks, in addition to distinguishing products, have multiple other benefits which
if applied properly will lead to a competitive advantage. They can be used to show
quality and functionality of products indirectly- by associating a certain product to
attributes such as after sale service, reliability, timely delivery, technological
advancement and other characteristics of the producer- produced and distributed by a
single manufacturer. A trademark on a product answers the question “where did this

come from” (Franklin, 2005).

In general, trademarks perform four functions (Miller and Davis, 1994), namely
1) Product differentiation
2) Indication of source
3) Standard uniformity

4) As a prime instrument in advertising and selling of goods and services

16
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2.1.4 Friends and Families of Trademark

Trademark is misconceived with other related elements which usually come

associating it. Some major misconceptions are clarified in the following paragraphs.

A. Trademarks Versus Trade Names

A trade name is the name of a business (Franklin, 2005) through which the business
undertakes trade and uses it to communicate with others. A commercial name or
trade name- the two expressions mean the same thing-is the name under which a
person operates his business and which clearly designates the business (Art 135 of
Commercial Code of Ethiopia). A trade name unlike a trademark is not required to be
physically attached either to the goods or packages (of products) (Colombia Law
Review, 2001). Example of trade names: The Coca Cola Company where the trademark
is Coca Cola and Microsoft when the name is Micrgsoft Corporation, etc.

B. Trademarks Versus Trade Dress

A trade dress is the total image of a business (Rosen and Alpert, 1994). It shows not
only the trademark or trade name of the business but also the overall environment
including the colors, sounds and arrangements. It is overall graphics and shape of a
product or its packaging adopted to distinguish goods and services from those of
others (Franklin, 2005). A trade dress is infringed if the total combination of the
colors, shapes and graphics can make sense to the consumers of a business and if they
are used as a promotional means.

C. Trademarks Versus Copyright and Patent

Trademark, copyright, and patents belong to a large category of industrial properties ¢

17
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which in turn is part of the broader concept of Intellectual Property. The difference
lies in the fact that trademark by no means indicates an innovation or exploration of
something whereas copyright and patent are always associated with discoveries. An
author requests for a copyright for his/her new book where as an inventor needs

protection by the law for his/her inventions (www.wipo.org). Copyright uses © as an

indicative mark.

D. Trademarks Versus Service Marks

While a trademark as the name implies, is used for trading, service mark is used in
service organizations such as Governmental Offices, Non governmental organizations
and others. Service marks are used for indicating the source of a service or product in

Some cases.

™ is used to indicate the trademark of a business which is not registered where as * is

used for unregistered service marks (Franklin, 2005).
2.2 Need for Protection of Trademarks

Customers neither have the interest nor the courage to look in to the ingredients and
company name of a product but they do have the urge to look in to the brand that the
product bears. A trademark is widely regarded as the most valuable asset an
organization has. An often overlooked fact is that it is also the most vulnerable asset
as well (Fan, 2005). A trademark represents every component of a product summed. In
short it is the soul of the product. (Geier, 1934)

In today’s hotly competitive environment, managers must make optimal use of the

18
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relevant regulations and laws in order to protect their products from being copied
(through the effective use of trademarks) (Rosem and Alpert, 1994). This can be
attributed to the fact that trademarks represent critical issues for organizations such
as the goodwill of the owner in undertaking commerce, the company’s corporate
structure and overall corporate responsibility. A trademark has the capacity to shift

customer buying behavior in favor or against.

Moreover, trademark infringers neither produce a quality product nor sell it with a
competitive price. Therefore, the company’s existence is challenged by the poor
product produced and the lower price charged to customers. And its future will be in
great jeopardy unless some action is taken, if possible in a proactive manner or

reactively (Rosem and Alpert, 1994)

As the number of imitator brand has risen, so too have legal actions for trademark
infringement and passing off, because of consumer confusion, unfair misappropriation

of brand owners intellectual property, and lost sales revenue (Mitchell, 2002).

The principles of trademark protection throughout the world make up a complex body
of law which differs in many respects among different countries (Mitchell, 2002). No
given country objects the need for protection of trademarks and all other intellectual
properties (TRIPS, 1994). Conferences have been held, meetings were prepared to
come up with a consensus to use some common ground on the protection and
regulation of trademarks throughout the world. And as a consequence some common

standards have been established which every nation require for the protection of
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marks (TRIPS, 1994).

= Distinctiveness

A trademark must be one that can uniquely identify a product as originating from one
source and thus distinguishing it from those coming from another. What the law
everywhere does require is that the mark must be “distinct”. It allows the owner to
communicate symbolically with the public in identifying his/her product and in
assuring them that the mark appearing there on is a unique product (Gabey, 1981 in
Abebe, 1997).

= Acquisition of Rights on Trademark

Exclusive rights on a mark are acquired by registering the mark in a country’s register
of marks (Abebe, 1997 and Public Proclamation No. 501/2006 Art4). Exclusive right to
use the mark includes restricting others from using the mark even for products and
services that are not similar to the products of the mark owner company. Exclusive
right gives privilege for the owner to use the name in any possible method in such a
way that the mark is always raised in conjunction with the owners’ business.
Registration seems to be the most solid basis for constituting the grant of exclusive
rights.

= Need for Use

A trademark not used does not have a value in the eyes of the judges and does not
have any legal premises. More than registration, marks need to be used so as to
appeal for protection against illegal use. Without active selling methods the
trademark serves no purpose, for its existence can be bypassed extremely easily

through employing another name (something which is generally much more
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complicated to do in the case of a patent) (Xie and Boggs, 2006).

Nations widely differ on how they implement and use the registration process. The
variation also affects what is a valid trademark and what is not. With all this
differences, however, the only way to acknowledge the proper use of a mark by a
business is registration. ® is used to signify those trademarks which are registered in
their country’s register center where as ™ is used for those used but not registered

marks (Franklin, 2005).

2.3 International Perspective

Globalization results in boundary-less trading between companies and the existence of
multinational firms rely on the underlying concept of globalization. Globalization
offers plenty of benefits to both MNC’s and developing countries. The consumers in
the developing nations will have a better quql_ity option for their needs and the
multinational firms will have an opportunity to exploit new markets and tackle the

fierce competition that they face in their home lands (Xie and J.Boggs, 2006).

This success story has its own pitfalls particularly in the prevention of unfair
competition and reaching the final consumers with the proper and right way.
Multinational firms face difficulty when trying to protect the industry related
intellectual property components of the product or service that they are selling in the
foreign markets. Especially if the products are new to certain nations, there is a great
possibility of being imitated by other low priced products.

To tackle such problems, WTO has made it mandatory to state policies in protecting
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trademarks and other intellectual properties of all other member countries (TRIPS,
1994). Developing countries particularly face difficulty in enforcing such claims mainly
due the fact that the foreign products are highly priced when compared to the
purchasing power of the local community. To change this trend both the WTO and
WIPO have facilitated training programs for higher policy officials of country

representatives to enhance awareness in their home nations.

Moreover, to reduce the administrative obstacles that multinational firms face when
dealing with patent and trademarks cases in foreign countries, some actions have
been taken in the past 15 years. Consequently, the Madrid System for trademark

registration and protection has been crafted to enable MNC’s to register their marks
once in the Madrid Registration Center and then they will be entitled exclusive rights

to use the marks.

The establishment of the WIPO, an institution th-at handles and coordinates activities
related to intellectual property is a major achievement, is also another important
achievement through out the word that handles and coordinates activities related to
intellectual property. EIPA is working with WIPO to establish standards and codes of

action that enhance its operations when dealing with businesses.
2.4 Latest Developments

Trademarks are subject to multiple theories and studies. Unfortunately, the
divergence in perspective on trademarks creates confusion among literatures of the

different fields (management, law and economics). To make it worse, legal issues
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have been entertaining new aspects. The following paragraphs discuss some of the

latest developments in the field.

2.4.1 Infringement as a Cultural Element

In positively shaping the attitude of the local community towards the issue of
intellectual property theft or Infringement, the local government needs to shape the
idea of the local community about Intellectual Property and their benefits to the
society in question. Clearly, IPRs have serious economic and political implications
(Berrell and Wrathall, 2007) and this is especially the case in both the newly
industrialized countries and emerging market economies which are generally
characterized by an embryonic legal infrastructure (Komen et al., 1994 in Berrell and
Wrathall, 2007). Therefore, it is healthy and manageable to change the attitude of

local community about IPR than trying to enforce legal measurements.

For instance, China with a population of more than 1.5 billion is highly condemned for
copycatting all intellectual properties (www.wipo.org). Nowhere in the world exists as
high infringement cases as in China. The local and regional governments in China have
tried to implement some legal measurements which result even in an augmentation on
the number of pirates.

2.4.2 Trademarks and Developing Countries

Information and communication technology has enabled MNC’s to reach to customers
in world wide. The market that MNC’s have been capitalizing is no more a motivation

to them since companies targeting these customers are expanding. And as a result
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MNC’s are facing a fierce competition in their home lands from other manufacturers.
Moreover, emerging markets are a key factor in the future growth of the world
economy, offering tremendous growth opportunities for firms from developed
countries such as USA and the members of the EU (Xie and Boggs, 2006). This
necessitates the MNC’s to go for new markets and target new customer group in

emerging markets and developing countries.

Resource abundance does not benefit the developing countries in fulfilling the growing
demand of their people. Most developing countries are characterized by the surplus of
import commodities. However, importing certain goods with or with out local offices
for the products manufactured outside creates a possibility of inappropriate use of

product related elements, including trademark.

Bitzenis and Ersanja (2005), while discussing the major obstacles to entrepreneurship
in businesses environments that are in transition (case of Albania), found out that one
of the three major impediments that negatively affect entrepreneurship is unfair
competition which is far from being prevented by the largely ineffective legal
infrastructure. The probability is high for MNC’s to face a vital risk in trademark
infringement and in the general protection of the intellectual property while opening

businesses in developing countries.

Legal infrastructure has proven to be soft to solve trademark infringement cases
particularly in developing nations (Xie and Boggs, 2006). And local government

officials have huge responsibility in changing this trend as a means of cheering foreign
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investors. Moreover, MNC’s need to follow a new brand strategy when initializing a

market in developing nations: like following corporate branding than product branding

(Xie and Boggs, 2006).

2.4.3 Sources of Infringement or unfair competition

There is an unsettled debate among lawyers and law practitioners on whether to
define unfair competition and use it accordingly or to list all those actions that might
result in unfair competition (Montague, 1915). On the one hand defining the law and
forwarding statements create confusion since most legal actions are subject to
interpretation. And on the other hand listing all actions related to unfair methods of
competition can not go inline with the ferocity and speediness of the invention of

unfair competitors.

Nearly all normal business men can distinguish between “fair competition” and “unfair
competition”. Efficiency is the generally regarded as the fundamental principle of the
fair competition-efficiency in production and selling, while oppression or advantage
obtained by the deception or some questionable means is the distinguishing
characteristic of “unfair competition” (Cong. Rec, 1915). Accordingly there has been
an ongoing practice to identify major activities that might result in unfair competition
and sources of imitation.

2.4.4 Ethical Branding and Corporate Reputation

With the continuous advancement of technology, most consumer products have

become a kind of commodity, i.e. there are fewer and fewer genuine and tangible
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differences between competing offers. This provides brand advertisers with a
powerful tool to manipulate the consumer’s emotion in order to achieve brand

differentiation (Fan, 2005).

A brand simply becomes the easy target or scapegoat for corporate misbehavior.
Unethical branding can be prevalent in companies with less corporate responsibility. If
marketing is like some researchers believe, the most prone to unethical behavior due
to its inherent attributes, then branding must share some of the blame (Fan, 2005).

The above statements indicate that a good brand emanates from a highly reputable

company which cares about the future and have a strong corporate responsibility.

2.4.5 Nature and Characteristics of Infringing Companies

In satisfying the needs and wants of the society, businesses follow and take different
business ideologies and strategies. For it is the sole definition of a business to satisfy
the society (Drucker, 1971), it is necessary for businesses to follow distinct and stylish
strategies to cope up with the environmental needs. Time is a witness as to the
number and quality of techniques businesses have followed in interacting with
customers. Successful and successive innovation is one way as is highly customer

orientation in a company (J.Peters and H.Watterman, 1982).

50 is true of illegal business processes. Some reasoned their highly priced product and
service as a consequence for high quality. Some improperly use other company’s
products and services pretending if it is their invention. The nature and characteristics

of businesses illegally using products, services, marks and trade names of other highly
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profitable and successful companies share some common elements (Franklin, 2005).
These are businesses which

e Lack vision related to the business

e Lack strategy to make the vision a reality

e Lack adequate knowledge on managements

o Are highly concerned with high profits

e Lack adequate knowledge of business legal frameworks

= Lack deep urge to work with customers

e Lack corporate responsibility

e Work under customers who in lack of options
Consequently, it can be easily concluded that the products and services from these
organizations is of low quality and often highly priced sold and offered for customers
which are option less (Source).

2.5 Last words in Literature

Despite the fact that intellectual property is an issue hot for many years, it takes only
a glance to understand the highly immersed unfair competition and acts of illegal
trade practices in Ethiopia. One way or another the subsequent questions are
answered in developed countries but there has been no effort to answer them in the
Ethiopian context except in the legal statements. Accordingly, the following list shows
questions that are prevalent in Ethiopia regarding brands.

I. What is the practice of trademark registration and arbitration?

Il. What is the impact of infringement on foreign direct investment?
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VI.

What is its impact in joining WTO?

What is the trend in registering the marks and the trade itself among
businesses?

What is the value of Ministry of Trade and Industry, Ethiopian Intellectual
Property Authority and the Chamber of Commerce?

The number and trend of infringement cases taken to court?
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CHAPTER THREE
DATA ANALYSIS

3.1 Trademarks in Ethiopia: The Law and Practice

In this section, multiplicities of issues related to trademarks in Ethiopia are discussed.
It is to be noted that most of the information contained in this chapter are gathered
through interviews carried out in EIPA and ECA, questionnaires distributed to

businesses and with the help of secondary data sources.

3.1.1 An Overview

Time is a witness for the escalating private sector involvement in the economic
activity of Ethiopia. Two decades back economic activities had been dominated by the
state ownership of almost all economic sectors. But after the introduction of market
led economy by Ethiopian Peoples Revolutionary Democratic Front (EPRDF) and
subsequent privatization policies, dramatic growth in private businesses has been

noted.

The government is paving the way for foreign investors to invest in Ethiopia through
different incentive packages which range from small scale tax exemptions to provision
of lands with less or no cost (EIA, Internal Activity Report, 2005). Consequently, the
number of foreign investors in Ethiopia is increasing gradually (Melat, 2007). To
further encourage foreign direct investment, the government has been spending a lot

in the development of basic infrastructure.
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This being positive development, the increasing number of small and medium level
businesses is creating critical problems as most of trademark imitators are likely to be
small and medium enterprises (Dodd and Zaichkwosky, 1999). Furthermore, the
present legal structure is neither sufficient nor explained enough to support the

current composition and structure of businesses (Tesfaye, 1998).

The fact that Ethiopia is on the process of joining the WTO is also a critical issue that
should be considered with respect to trademark registration and arbitration of its
infringement. This is vital since WTO requires every member country to explicitly
state and implement various policies supporting the protection of foreign trademarks

as indicated in chapter one.

Recent actions, however, signify that trademarks and others essential intellectual
property elements will have a protection ur_\der a government authority. The
establishment of EIPA implies the government’s commitment towards protecting
intellectual property rights, which helps all parties involved in the course of business

and increases the confidence of customers on businesses.

3.1.2 Review of Relevant Laws on Trademarks

The Commercial Code

Businesses are ruled and guided by the commercial law. It facilitates the course of
trading. The following statements are derived from the commercial code.

Article 133- Cases of Unfair Competition
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e Any act of competition contrary to honest commercial practice shall constitute
a fault
» The following shall be deemed to acts of unfair competition

o Any acts likely to mislead customers regarding the undertaking products
or commercial activities of a competitor;

o Any false statements made in the course of businesses with the view of
discrediting the undertaking products or commercial activities of a
competitor.

Article 134- Effects of Unfair Competition
e The court may, in cases of unfair competition;
o Order the damages be paid by the unfair competitor
o Make such orders as are necessary to put an end to the unfair
competition
e The court may in particular
o Order the publication, at the cost of the unfair competitor, of notices
designed to remove the effect of misleading acts or statements of the
unfair competitor, in accordance with Art. 2120 of the Civil Code.
o Order the unfair competitor to cease unlawful acts in accordance with
Art. 2122 of the Civil Code.

Article 140- Definition
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e A distinguishing mark is the name, designation, sign or emblem affixed to the
premises where the trade is carried on and which clearly designates the
business.

o The use of the mark is not compulsory.

The Civil Code

Article 2057 stipulates that a person commits an offence where, through false
publications or by other means contrary to good faith, he comprises the reputation of

a product or the credit of a commercial establishment.

Article 2122 is concerned with the mode of compensation. As per the article the court

may order abandonment of the dishonest practices used by the defendant.

The Penal Code

Article 674-Infringement Marks
. Whoever intentionally

a. Infringes, Imitates or passes off, in such a manner as to deceive the public,
another’s mark or distinctive signs or declarations of origin on any product
or goods or their packaging, whether commercial or industrial or
agricultural, is punishable up on complaint with simple imprisonment or
fine.

b. Sales or offers for sale, imports or export, distributes or places on the
market products or goods under a mark which he knew to be infringed or

imitated or passed off or improperly affixed; or
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C. Refuses to decree the origin of products or goods in his possession under

such marks is punishable up on complaint with simple imprisonment or fine.

The penal code provision is self explanatory and there is no need for further

explanation. Rather, we can, in short, say once a trademark right is ascertained, it is

protected pursuant to the above provision and the offender is punishable up on
complaint with simple imprisonment or fine as indicated.

Public Proclamation 501/2006

The latest legal statement governing and managing the use of trademarks in Ethiopia
is the public proclamation No. 501/2006. It, not only, defines right and wrong actions
of trademarks but also explains the duties and responsibilities of all bodies such as the
EIPA, ECA and FHC. It has the following components as shown in appendix D.

Part 1- General Provisions

Part 2- Acquisition of Rights and Registration of Trademark

Part 3- Procedures for Registration of Trademark

Part 4- Collective Trademarks and Well known Marks

Part 5- Duration and Renewal of Registration of Trademarks

Part 6- Rights Conferred by Registration and License Contracts

Part 7- Renunciation, Cancellation and Invalidation of a Right on a Registered
Trademark

Part 8- Enforcement of Rights

Part 9- Miscellaneous Provisions
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3.1.3 Deposition of Trademarks

In the absence of trademark law, the practice of depositing trademarks and issuance
of certificate of deposit has been practiced in MOTI (the then Ministry of Domestic
Trade) as of 1978. The proclamation in practice with this regard then was the public

proclamation no 4/1978 Article 14,

Currently, registration is carried out in the central trademark registration service in
EIPA. The registration process allows the screening of valid marks from invalid and
ends in a cautionary notice to notify the public about the trademarks and thereof

about the owner of the mark as shown in the figure below.
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Figure. 3.1 Registration of Marks in Ethiopia

Source: EIPA, Public Proclamation No. 501/2006 Art. 8

Not all of the trademarks for which applications are filed would qualify for deposition.
Marks may not qualify for registration either due to objective grounds or relative
grounds (Abebe, 1997 and Public Proclamation No. 501/2006 Art. 6 and Art. 7). Marks
inadmissible on objective grounds include those which are descriptive by themselves

for there are limited words in an industry to monopolize and use. One good example
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for this is to use “Soft Cake” as a mark for cakes provided by a cafeteria. A mark is
also inadmissible for registration up on objective grounds if it is a generic word or

name. Examples include “supermarket”, “computer” and “watches”.

Trademarks are also inadmissible for registration on three relative grounds.

e If it resembles a trademark in use

e |f it is confusingly similar to an existing trademark and

o |If it resembles a well known trademark although the application is different.
Up on completion of the registration and affirmative process, the owner will be
entitled the right to use the mark on the products and services that it offers. To
guarantee this, the owner of the trademark will be presented a certificate that will be
used under cases of infringement. The owner is protected by the law for the coming

seven years without renewal (Public Proclamation No. 501/2006, Art. 24).

3.1.4 Empirical Analysis of Marks Registered in the last 20 Years

The number of registered marks in Ethiopia is bit by bit increasing mainly due to the
increasing pressure from the government and by the increasing number of foreign
firms in the nation as shown in the following table. Comparison of the number of
registered marks from local companies and foreign companies working in Ethiopia
clearly shows that the number of foreign registered marks is higher than the local
one’s. This can be attributed to many reasons of which lack of awareness among local
businesses on how to use and register trademarks takes the lion share (EIPA, Internal

Activity Report, 2006).
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The following table shows the number of firms, both local and foreign, whose

trademark applications have been granted or rejected from 1986 to 2005 in MOTI and

EIPA.
Table 3.1: Trademarks Granted and Accepted over the last years
Applications Filed Status
Year Locals Foreigners Granted Rejected
Locals Foreigners | Locals Foreigners

1986/87 | 30 113 27 111 3 2
1987/88 | 31 272 28 270 3 2
1988/89 | 35 474 31 471 4 3
1989/90 | 102 301 80 294 22 7
1990/91 | 125 260 99 252 26 8
1991/95* | 200 542 692 500 109 42
1995/96 | 274 148 242 138 32 10
1996/97 | 287 220 254 206 33 14
1997/98 | 498 3473 454 453 44 20
1998/99 | 324 368 289 353 35 15
1999/00 | 302 377 266 359 36 18
2000/01 346 313 309 297 37 16
2001/02 | 283 305 251 291 32 14
2002/03 | 355 398 321 381 34 17
2003/04 | 227 293 172 275 55 18
2004/05 | 321 189 259 174 62 15
Status 3508 {-4825 567 221
Total

Source: EIPA, Internal Activity Reports, 2006
* Due to the political instability from 1991-95, proper collection of data was not
carried out and thus only the total of the 4 years is given.
The high number of registered foreign trademarks is due to the high level of
awareness among foreign businesses about trademarks and intellectual property. This
can be supported by the fact that higher numbers of local trademarks filed trademarks
are rejected than the foreign ones’. In general, the practice of registering

trademarks, both for local and foreign companies, is increasing steadily.

However, comparison of the above numbers with the number of businesses legally
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licensing their business reveals a simple truth: either there is apparent lack of
awareness about trademarks and their registration or lack of coordinated effort to
stimuli the business owners about trademarks (EIPA, Internal Activity Report, 2006 and
MOTI, Internal Activity Report, 2006). The following table shows the number of
businesses registered to work from 1987/88-2006/07.

Table 3.2: Number of businesses registered to work

Year 1995796 | 96/97 | 97/98 | 98/99 | 2000/01 | 01/02 | 02/03 | 03/04 | 04/05 | 05/06

Registered | 4602 5100 | 6200 | 7400 | 10200 12000 | 13400 | 16210 | 17891 | 21210
Businesses

Source: MOTI, Internal Activity Report

Note that the above figures are the sum for all type of businesses in plc and sole
proprietorship category and for the whole of the country. The numbers are a net
registration; that means after renewals and reductions of canceled licenses.

Both MOTI and EIPA provide multiple services concerned with the trademarks as stated
on the public proclamation number 501/2006. Among the services offered by MOTI,
now by EIPA, registration of new marks and renewal are the major activities as shown

in the following table.
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Table 3.3: Activity based analysis over a 4 years period

No | Type of | Application Number of Applicants Total
Service Origin
2003/04 | 2004/05 | 2005/06 | 2006/07
1 New Foreign 231 250 270 320 1071
Registration | Local 200 230 270 290 990
2 Renewals Foreign 300 320 400 420 1440
Local 234 256 231 320 1041
3 Assignment Foreign 100 126 98 178 502
Local 121 67 149 120 457
4 Voluntary Foreign 160 190 220 250 820
Pre-
Examination
Searches Local 140 200 210 200 750
5 Others Foreign 123 200 231 249 803
Local 90 120 150 200 560
Total 1699 1959 2331 2659

Source: EIPA, Internal Activity Reports, 2006
3.1.5 Establishment of Ethiopian Intellectual Property Authority and its
Impact on Trademark Protection
Ministry of Trade and Industry has been carrying out the process of trademark
registration since 1978 up on the assignment by public proclamation no. 4/1978. As it
is not compulsory to register trademarks as is registering businesses, the process is
barely practiced resulting in a few numbers of registered trademarks. On the other
hand, the act of unfair competition is increasing and is creating critical problems to

local investors (FHC, Internal Activity Report, 2006).

To minimize the adverse effects of stealing intellectual property right on investment,
the EPRDF has established a new office, EIPA, for registering, controlling and guiding

the use of trademarks and other intellectual property components. EIPA is now

exclusively responsible government agent for issues related trademarks.
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The major duties of EIPA are
e Registration and Protection of Trademarks
e Registration and Protection of Copyrights
e Registration and Protection of Patents
Each component of intellectual property has its own offices and experts handling its
activities. The trademark registration and protection office performs the following
activities.
1. New Registration of trademarks
2. Renewal of registered marks
3. Change of Name of the owner of the trademark

4. Merger of companies and thus stopping the use of two marks and starting a new

trademark
5. Change of Address of the owner
6. Document Copy for international businesses
/. Substitution of Certificate if lost or damaged
8. Returns if the owner does not want to use the trademark anymore.

Registration and renewal of trademarks are the major activities.

Establishment of the EIPA has its own influence on intellectual property protection
legal structure and on the attitude of the public (both individuals and businesses). In
addition to the activities mentioned above, the authority organizes a negotiation
process to arbitrate an infringement case before going to court. This is helpful since

most disagreements on trademarks can be solved on primary negotiation between the
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infringer and the mark owner (EIPA, Internal Activity Reports, 2006).

These activities, however, are not without their obstacles. Some of the major
challenges that the EIPA faces and has to deal with are listed below (EIPA, Internal
Activity Report, 2006).
e Absence of integrated action from concerned government and private bodies
e Lack of properly collected and organized data about businesses
e Absence of trademark attorneys specializing in protection and assessment of
trademarks.
e Inadequate information among businesses about the existence of EIPA and its
operations
e General lack of public awareness about EIPA

3.1.6 Arbitration of Trademark Infringement in Ethiopia

Nothing has ever transformed the way we do bﬁsiness and we live in general more
than Information and Communication Technology (ICT) (Marcus and Watters, 2002).
Easy access to information on trademarks around the world increases awareness of
trademarks already in use. However, this same information can prompt companies to
use trademarks used in other distant countries for two reasons: the lack of knowledge
about legal implications and the owner company operates far away.

Consequently, as the table below shows, trademark infringment is steadily increasing

in the country.
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Table 3.4: Number of Infringement Cases

Year _’1998/99 1999/00 | 2000/01 | 2001/02 | 2002/03 | 2003/04 | 2004/05 | 2005/06

Cases
Raised 3 4 4 6 6 8 11 18

Source: FHC, Internal Activity Reports
This coupled with the few number of registered marks can hamper the growth of

trademark protection activities and can reduce FDI unless some integrated action is

taken.

When trademark infringement cases are arbitrated, the number of government agents
involved in solving the disputes can vary from one case to another. The trademark

arbitration process, discussed below, can also vary from case to case.

As it is the duty of the owner of a trademark to protect and to forbid illegal use of
trademarks, the owner takes the first move by warning the infringers and warns

customers to take care when buying its products usually in public advertisements. If
the illegal user does not refrain from using the marks, the owner informs EIPA for

possible reminders and actions.

Then EIPA facilitates a process of arbitration by negotiation and tries to settle the
case between the parties through discussion. If this does not satisfy the plaintiff, the

case goes to the FHC to be handled according to public proclamation No. 501/2006.

Decision of the court will be implemented in all other government as well as private
business bodies. The court decision could take one or more of the following forms.

 Prohibition of using the mark by both the infringer and the owner

Gl T R i ke peivon
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» Import restriction of the infringer

e Imprisonment and fine
3.1.7 List of Some Cases
In recent years, the increasing number of infringed products has alerted the
government to work more on intellectual properties registration and protection. Some
of the active court cases and others identified by EIPA are presented in tabular
summary below.

Table 3.5: List of Infringement Cases

No | Original Mark (plaintiff) | Infringed (Infringer)
1 Fine Fana, Fina, Fona
2 Sheno Lega Sheger Lega

3. Kurtu Kurat

4 GIv GIVE

5 Akaki Metals DH Geda

6 Sinarline Senarline

7 Head & Shoulders Hair & Shoulders
8 Marriot Marriott

9 Star Bucks Kaldis

10 | Vaseline Wasline

11 | Home Depot Home Depot Addis
12 | MyFashion Fashion

13 | Kaldis Star Bucks

14 | Durata Duraya

15 | Moon Light Moon City

16 | Phillips Phillibs

17 | Addidas Addibas

18" | Yirgachefee Star Bucks

19 | Dove Dov

20 | Nivea Vivea

Source: Federal High Courts Annual Report, 2006 and Ethiopian Intellectual Authority
Annual Report, 2006.

“shows an infringement case raised by Ethiopian government against Star Bucks, the
coffee giant, for using trademarks like Yirgachefee and not acknowledging their
source.

Note that the above list is not complete.
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3.2 Study Findings

In answering the research question and fulfilling the research objectives, a
questionnaire has been prepared and distributed to 50 businesses in Addis Ababa. Out
of the 50 questionnaires distributed, only 30 were collected and analyzed at a 60%
return rate. The small number of questionnaires collected is mainly attributed to
inability to have the cooperation of business managers for the provision of their
genuine opinions with what they call “sensitive information”. Another reason is the
shortage of time allotted to data collection. The following chart shows the

composition of questionnaire distribution and collection.

20

uncollected

130

Collected

Figure 3.2: Questionnaires Distribution
Source: Primary Data Collected and Analyzed
Each questionnaire consists of four parts with a minimum of 6 questions. The table

below shows the content and number of questions in each section.
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Table 3.7: Composition of the Questionnaire

Section Number of Content
Questions
1 10 General Respondent Business Profile
2 9 Awareness about Trademarks
3 10 Infringement of Trademarks
4 7 Potential Solutions to Infringement
Total 36

Source: Primary Data Collected
The following sections discuss questions which are vital to this study one by one.
3.2.1 Business Profile
In order to make any generalization out of this paper as smooth and healthy as
possible, general business information is enquired at the beginning of the
questionnaire.

A. Type of Business of the Respondent

Out of the 30 respondents, as the following table shows, 19(63.3%) are involved in
import and export activities, followed by General Trading businesses which account

for 10 (33.3%) of the total 30. The following table has the details.

Table 3.8: Type of Business

Valid | Cumulative
Responses Frequency Percent | Percent | Percent
Valid Import/Export 19 63.3 63.3 | 63.3
General Trading 10 333 33.3 | 96.7
Retail Shopping 1 33 3.3 100.0
Total 30 100.0 100.0

Source: Primary Data Collected
B. Orientation
The above table further implies that most of the respondents are product oriented

since most of them are involved in import/export activities, general trading and retail
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shopping. This claim is supported by the analysis of the data collected. The table

below shows the business orientation of the respondents.

Table 3.9: Orientation of the business

- Valid | Cumulative
Responses Frequency | Percent | Percent | Percent
Valid Product Oriented 30/  100.0 | 100.0 100.0
Service Oriented 0 0| 0 100.0
Hybrid 0 0 0| 100.0
Total 30 | i

Source: Primary Data Collected

As shown above, all informants are businesses which are product oriented.

C. Age of the Organization

Although the age of a respondent organization is not a very important issue to the
research under discussion, a question has been included to identify the age of the
organization. This has an advantage of having more meaningful opinions from

businesses operating for a longer time. Organizational age composition is shown

below.
Table 3.10: Age of the Organization
Valid | Cumulative
Responses Frequency Percent | Percent | Percent

Valid 1-5 Years 4 13.3 13:3 13.3
6-10 Years 4 133 13.3 26.7
11-16 Years 16 53.3 53.3 80.0
Above 16 Years 6 20.0 20.0 100.0

Total - 30 100.0 100.0

Source: Primary Data Collected

Out of the 30 companies, 16 or 53.3 % of them have stayed in business 11 to16 years

and 6 or 20% have stayed in business for more than 16 years.
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D. Number of Departments

Number of departments in the respondent organization was requested and the

responses are shown below.

Table 3.11: Number of Departments

Valid Cumulative
Responses Frequency Percent | Percent Percent
Valid Less than 2 21 70.0 70.0 | 70.0
Between 3 and 5 9 30.0 30.0 100.0
Total 30 100.0 100.0

Source: Primary Data Collected

Most of the respondent organizations, 70%, have less than 2 departments. The rest of
respondents have between 3 and 5 departments. The smaller number of departments
in companies influences the number of employees those organizations can hire. A total
of 46.7% of the respondents have employees below 10 in number and 43.3% of the
respondents have between 11 and 30 employees.

Table 3.12: Number of Employees

Valid Cumulativ
Responses Frequency | Percent | Percent | e Percent
Valid Below 10 14 46.7 46.7 46.7
11-30 13 43.3 43.3 90.0
31-60 3 10.0 10.0 100.0
Total 30 100.0 100.0

Source: Primary Data Collected and Analyzed

E. Average Income

One of the questions with low rate of response is the average income of the

organization. Although this questionnaire is purely academic and that this fact has
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been communicated well, the number of organizations which preferred to answer this
question is only 11 out of 30 questionnaires collected. Of the 11 responses, 7 belong to
the less than 50,000 birr a year category whereas the rest have annual income of
50,001- 100,000 birr.

3.2.2 Awareness about Trademarks

Trademarks and all other intellectual property right protection are in their starting
days in Ethiopia. Nine questions have been asked with the overall aim of identifying
the level of awareness of businesses about trademarks. And the major findings are

shown in the following paragraphs.

All 30 informants have legally licensed their businesses in MOTI trade registration
center and are working in accordance to the rules and regulations mentioned in the

license contracts.

Most of the businesses out of the 30 businesses with trade licenses, however, do not
have a trademark. Only 9 businesses have trademarks which they use in conducting
their normal daily business operations. The table below shows the responses.

Table 3.13: Businesses with Trademarks

Valid Cumulative
Responses | Frequency | Percent | Percent Percent
Valid Yes 9 30 30 30
No 21 70 70 100.0
Total 30 100.0 100.0

Source: Primary Data Collected

Businesses without trademarks give absence of need to have one as a major reason.

And others (15) suggested lack of awareness about trademarks for not having and

48



Trademarks in Ethiopia:
Awareness, /m‘?/’ngemem‘ and Potential Solutions

using trademarks as the following table shows.

Table 3.14: Reasons for no trademarks

Valid Cumulative
Responses Frequency | Percent | Percent Percent
Valid  Lack of awareness 15 50 71.4 71.4
Absence of need 6 20 | 28.6 100.0
Total 21 70 | 100.0
Missing 9 30 | |
Total 30 100.0

Source: Primary Data Collected

Although the number of businesses licensing their operation is high, the number of

businesses registering their trademarks is quite low. This can be attributed to the fact

that it is not compulsory to register one’s trademark as is licensing the whole

business. Out of the 9 businesses with trademarks, only 1 of them has registered it

either in the mark registration center of the EIPA or that of MOTI. The following table

shows the detail.

Table 3.15: Businesses with Registered Trademark

Valid | Cumulative
Responses Frequency Percent Percent | Percent
Valid  Yes 1 3.33 11.11 11.11
No 8 26.66 88.99 100.0
Total 9 30.0 100.0
Missing 21 70.0
Total 30 100.0 100.0

Source: Primary Data Collected

It was also found out that even that single business that have registered its trademark

complain a lot about the registration process, particularly the time and the cost

associated with the registration. This fact might be an additional reason discouraging

the registration of trademarks by businesses.
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49




Tradetnarks 1n Ef/)fa/’/}?:
Awareness, /nﬁmgemem‘ and Potential Solutions

It is hard to disseminate all the information to businesses about trademarks in a
country with no competition law and with no or unclear trademark law (Abebe, 1997).
Businesses do not have precise information about what a trademark is, what it can do
and its relation to the company and to the products and services that the company
provides. One of the fundamental concepts about a trademark is that there should be
no relation with what the trademark is and what it stands for. A trademark has to be
distinctive rather than expressive. It should not show the quality or type of product.
Thus companies, answering yes to question 10 shown in appendix B indicate that they
do not have correct information about trademarks. Eight of nine responses confirm
that their trademarks are closely related to what it stands for as the following table

shows.

Table 3.16: Relationship between Trademark and Business Essence

Valid | Cumulative
Responses Frequency | Percent Percent | Percent
Valid  Yes 8 61.5 724 72.7
No 1 23.1 27.3 100.0
Total 9 84.6 100
Missing 21 15.4
Total 30 100.0

Source: Primary Data Collected

One of the major reasons businesses state as to why there are few numbers of
registered marks in the country is negligence which accounted for 16.66% of all the

reasons as the following table discusses. Another major reason is lack of awareness

about trademarks which accounted for 67% of the total.
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Table 3.17: Reasons for Few Numbers of Registered Marks

| Valid | Cumulative
Responses Frequency Percent | Percent | Percent
Valid Lack of awareness 20 66.66  66.66 66.66
Negligence 5 16.66 l 16.66 | 83.33
Lack of educated | |
management in businesses 3 10 10.0] 93.33
|
Others 2 6.66]  6.66] 100.0
Total 30 100.0| 100.0|

Source: Primary Data Collected

3.2.3 Infringement of Trademarks

stolen and used illegally or not. The answer is shown below.

Trademark infringement is a means of encouraging unfair competition and is one of
the trade practices highly condemned by the business community. To assess the level
of infringement in Ethiopia, 9 questions were included in the questionnaire.

The first question enquires whether the respondent organization’s trademark is/was

Table 3.18: Businesses involved in Infringement Cases

, Valid Cumulative
Responses Frequency | Percent | Percent  Percent
Valid  Yes ¥ 23.33 23,33 | 23,33
No 2| 6.66 6.66 | 100.0
Total 9 30.0 | 100.0 |
Missing 21 70.0 |
Total 30 100.0 |

for decision.

Source: Primary Data Collected

o1

As shown above, out of the 9 business with trademarks, 7 of them have faced

trademark infringement case, with most (6 or 85%) of the cases still pending in courts
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In addition, twenty out of 30 respondents (76.7%) have witnessed infringed products
with 43.3% (13) of the products of low quality and less priced when compared to their
original counterparts. Four infringed products are manufactured or imported by

noncompetitive firms and are less priced and of low quality.

Moreover, infringement cases highly vary from one type of product to another or
sometimes it is also possible to deduct that industry specificity is observed. This is
supported by data collected for this study. As shown below, cosmetics products have a
huge history of infringement followed by consumable products.

Table 3.19; Mostly Infringed Product Groups

Valid | Cumulative
Responses Frequency | Percent : Percent Percent
Valid Consumable products 11 36.7 36.7 36.7
Cosmetics products 19 63.3 | 63.3 100.0
Total 30 100.0 100.0

Source: Primary Data Collected

It is impossible to separate law from the conduct of business. However, most business
thought that the legal statements protecting trademarks in Ethiopia are not well
communicated to the business community. Others say that the legal statements are

out of date. The full result is shown below.
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Table 3.20: Legal Statements in Protection of Trademarks

Valid | Cumulative
Responses Frequency | Percent | Percent Percent

Valid 1

' Are not well communicated to the 5 16.7 19.2 19.2 |

| business community |

| Are out of date 4 13.3 15.4 34.6 |

| Are not explanatory enough 1 3.3 3.8 38.5 |

Can not protect unfair competition 1 3.3 3.8 42.3

Positive and can reduce unfair :

competition 2 6.7 Tl 50.0 |

All except D 13 43.3 50.0 100.0 |

Total 26 86.7 100.0 |
Missing | 4 133
Total 30 100.0

Source: Primary Data Collected

Motivated by the lenient or not well developed legal framework and other issues, the

number of infringement cases have an increasing trend as most (21 out of 30) of the

respondents agree. Five (16.5%) of the 30 respondents, respond that the infringment

cases do not show increasing or decreasing trend over some years.

Final important finding of this study in section three is that the major reason as to the

increasing number of trademark infringement is low quality and less priced products

imported and manufactured, which accounted for 14 (50%) of the responses followed

by lack of experience and competency of the infringer to stay in business. This shows

the profit motive behind businesses and no or less corporate responsibility. The table

below has more on this.
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- Table 3.21: Major Reasons to Infringement

Valid | Cumulative |

Responses Frequency | Percent | Percent Percent |

Valid | Lack of experience and 9 30.0 32 1 31 |
- competency of the infringer ' ' "
Low quality and low priced J
products 14 ] 46.7 50.0 82.1 |

Lack of awareness of customers 4 13.3 143 964 |

Lack of well framed legal i
ctructure 1 3.3 3.6 100.0 i

Total 28 93.3 100.0 |

Missing 2 6.7 4
Total 30 100.0 |

Source: Primary Data Collected

3.2.4 Potential Solutions to Infringement

Trademark infringment involves many aspects and its solution touches many angles.
One way of decreasing the number and intensity of infringement cases in Ethiopia as
identified by the data collected is to improve customers’ awareness about trademarks
and their owners. To increase customers’ awareness, providing timely and precise
trainings to customers in association with public announcements should be done
primarily. Moreover, nine (30%) of the respondents answered that customer awareness

can be improved if customer associations are established.

Improving customers’ awareness would not result in successful reduction of
infringement if it is not supported by other actions. One such action is strengthening
the legal statements through communicating them to the business community (21 of
27 or 70%) and facilitating a means of integrating activities among concerned

governmental and private parties (6 out of 27 or 30%).
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Furthermore, for a transparent registration and arbitration of trademarks, adequate

information has to be distributed among customers, businesses or foreign investors. In

support of this, preparation of flyers and others materials (56.7%) should be prepared

and distributed.

Likewise, trainings should be prepared to businesses starting a new business or for the

existing one’s about entrepreneurship, brands, and trademarks and generally about

better trade practices. Assessing proposals is also seen as potential solution for new

businesses. But the question who should be responsible in giving trainings and

assessing proposals remains vital. Responses as to who should assess proposals and

who should train businesses are given below.

Table 3.22: Government Agents that should assess proposals

Valid  Cumulative
Responses Frequency | Percent | Percent  Percent
Valid | MOTI i 36.7 36.7 36.7
Chamber of Commerce 19 63.3 63.3 100.0
Total 30 100.0 100.0
Source: Primary Data Collected
Table 3.23: Government bodies that should give trainings
Valid | Cumulative
Responses Frequency | Percent | Percent | Percent
Valid | Chamber of Commerce 10 33.3 37.0 37.0
EIPA 14 46.7 -51.9 88.9
MOTI 3| 10.0 11.1 100.0
Total i 27 | 90.0 100.0
Missing | 3| 10.0
Total i 30 100.0

Source: Primary Data Collected
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Nineteen respondents give the responsibility of assessing proposals for chamber of
commerce while 11 assigns the responsibility to MOTI. Moreover, 14 out of 27
respondents responded that EIPA is responsible for providing trainings.

A list of all questions and their responses were shown in appendix A.
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CHAPTER FOUR
CONCLUSION AND RECOMMENDATION

3.1 Conclusion

Unfair competition is condemned by the whole world irrespective of economic
development and culture. As a result, reducing or eliminating it has been one of the
hot issues throughout the world in the last two decades. A big stride in this respect
came with the introduction of a world wide trademark registration system known as
the Madrid System after a conference was held in Uruguay, 1994, entitled “Trade-
Related Aspects of Intellectual Property Rights” commonly known as TRIPS Agreement.
Furthermore, the introduction of world wide organizations incorporating trademarks
as major elements has further accelerated the effort of eradicating unfair trade
practices. World Intellectual Property Organization (WIPO) and World Trade

Organization (WTO) are two such organizations.

Apart from this, the government of Ethiopia is discouraging unfair trade practices by
taking multiple consecutive measures. The enactment of new public proclamation
(Public Proclamation No. 501/2006) exclusively concerned with trademarks and their
protection is a significant stride. In support of the law, the Ethiopian Intellectual
Property Organization (EIPA) has been established with the objective of registering
and controlling of intellectual property elements and coo‘rdinatfng efforts related to

the protection of intellectual property rights.

Trademark registration and arbitration processes have also been institutionalized in
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meeting the standards of the WTO and encouraging investment in the country.
Trademarks in Ethiopia can be registered in the trademark deposition center of the
EIPA. Up on successful completion of the registration process, a certificate of
registration is provided to the owner which can be used as a means of protecting its
trademark from infringement for 7 years before renewal. The recent public

proclamation coordinates issues concerned with trademarks including the arbitration.

However, these efforts had little impact on the overall fight against unfair

competition. This is the result of the combined effect of a multiplicity of factors.

First and for most, lack of awareness among customers and businesses about
trademarks, their value, their proper use and their infringement had immeasurable
impact on the issue of trademarks. Furthermore, lack of communication about legal
statements in protection of trademarks played a dominant role. Businesses, let alone,
customers do not have sufficient knowledge about trademarks and competition law. A
third factor in bringing about this negative result was the increased number of

infringment year after year some figure that can not be supported and handled by the

apparent legal structure.

Lack of integrated effort by government bodies like ECA and EIPA was another
significant factor negatively influencing the effort. Moreover, absence of well framed
trademark law makes it difficult for Ethiopia to join the WTO which further hampers

the investment climate of the country and prevents the adoption of international

standards of commuting business.
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5l

Recommendation

Although the number of infringement cases is increasing, the growth can be hampered

by the proper implementation of some successive measures of which some are

mentioned below

Establishing customer associations and increasing public awareness on the
consequences of trademark infringement among customers. In addition to
creating customer awareness, this helps in enhancing customer power or buyer
bargaining power.

Updating the legal statements to meet the current demands of the business
environment and communicating them to the business community enables the
work of EIPA direct and imperative. Moreover, since legal statements should
always go with the current business environment, due upgrade and
communication must be carried out.

Assessing business proposals at the time of licensing a business so as to identify
the business knowledge of the promoter of a new business benefits both the
promoter, the customers and the government agents by establishing a business
which is profitable and environmental friendly.

Providing trainings which are aimed at raising the awareness level of businesses
about trademarks and brands. This not only helps in protecting theft of identity

but also enables businesses to have strong brand: one that is in every one’s

heart.
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e The EIPA has to worrk with other international bodies like the WTO, WIPO and
INTA to improve its performance and in designing a new code of conduct for
registration and processing of trademarks. Particularly the time lost and effort
exhausted in searching for trademarks is extensive since it is done manually.
The ultimate use of information technology applications will eliminate this

problem.
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4.3 Future Researches

Competition law and the law of trademarks can make a great body of knowledge if
studied and applied properly. Ethiopia can protect unfair trade practices and unfair
competition only through the effective implementation of researches focusing on
trade related industrial practices. This not only helps in encouraging investors but also
helps the nation to achieve its long term objectives in joining the WTO and other
international agencies.
To support these and other crucial actions, industrial property law has to be
accompanied by a multiplicity of researches each contributing to the overall aim of
shaping and polishing the investment climate. The following list shows some of the
areas that should be prioritized to be studied so as to hamper unfair trade practices.

e How to implement successful training programs about trade practices

e What the trademark law states and what the government bodies apply

e Trademarks and Culture in Ethiopia

e Trademark and its impact on FDI

¢ How to automate the trademark registration process

e How to integrate the actions of the different government agencies
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Annex A: Responses to each Question

FREQUENCIES

Q1. Type of Business

Cumulative
Frequency Percent Valid Percent Percent
Valid IMPORT/EXPORT 19 63.3 63.3 63.3
GENERAL TRADING 10 33.3 33.3 96.7
RETAIL SHOPPING 1 3.3 3.3 100.0
Total 30 100.0 100.0
Q2. Product or Service Oriented
Cumulative
Frequency | Percent Valid Percent Percent
Valid ~ PRODUCT ORIENTED 30 | 100.0 | 100.0 | 100.0
Q3. Age of the Organization
Cumulative
Frequency Percent Valid Percent Percent
Valid 1-5 YEARS 4 13.3 13.3 13.3
6-10 YEARS 4 13.3 183 26.7
11-15 YEARS 16 53.3 53:3 80.0
ABOVE 15 YEARS 6 20.0 20.0 100.0
Tatal 30 100.0 100.0
Q4. Number of Departments
{ T
; Cumulative
Frequency | Percent | Valid Percent Percent
Valid  LESS THAN 2 21 70.0 70.0 | 70.0
BETWEEN 3 AND 5 9| 30.0 | 30.0 100.0
Total 30| 1000 100.0 |

Vi




Q5. Number of Employees

l Cumulative
Frequency Percent Valid Percent | Percent
Valid ~ BELOW 10 14 46.7 46.7 | 46.7
11-30 13 43.3 43.3 | 90.0
31-60 3 10.0 | 10.0 | 100.0
Total 30 100.0 | 100.0 |
Q6. Average Annual Income
Cumulative
Frequency Percent Valid Percent Percent
Valid BELOW 50, OO0 ETB 7 233 63.6 63.6
50,001-100,000 ETB 4 13.3 36.4 100.0
Total 14 36.7 100.0
Missing 19 63.3
Total 30 100.0
Q7. Type of Customers
| Cumulative
.| Frequency Percent Valid Percent | Percent
Valid PRICE SENSITIVE 18 1 60.0 | 60.0 i 60.0
BRAND SENSITIVE 1 33| 33| 63.3
QUALITY SENSITIVE 11 36.7 36.7 | 100.0
Total 30 100.0 100.0 |
Q8. Number of Products
Cumulative
Frequency Percent Valid Percent Percent
Valid 2 7 23.3 233 23.3
4 5 16.7 16.7 40.0
5 all imported from china 1 3.3 3.3 433
7 5 16.7 16.7 60.0
8 all imported from china 1 3.3 3.3 63.3
Many 11 36.7 36.7 100.0
Total 30 100.0 100.0
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Q9. Type of Competitors

Cumulative
Frequency Percent Valid Percent Percent
Valid  STRONG AND CLOSE 9 30.0 30.0 30.0
STRONG AND DISTANT 8 26.7 26.7 56.7
WEAK AND CLOSE 7 233 | 234 80.0
WEAK AND DISTANT 1 3.3 33 83.3
| DONT KNOW 5 16.7 16.7 | 100.0
|
Total 30 100.0 100.0 |
Q10. General Business Profile
Valid Cumulative
Frequency Percent | Percent Percent
Valid 14 46.7 46.7 46.7
CUSTOMERS ALWAYS IN NEED OF
SUBSIDES AND ARE RESTRICTED
TO AVAILABLE PRODUCTS 2 6.7 6.7 53.3
PROVIDE QUALITY PRODUCTS WITH
A HIGHER PRICE 1 3.3 3.3 56.7
PRICE SENSITIVE CUSTOMERS
= 5 16.7 16.7 73.3
PROVIDE QUALITY PRODUCTS WITH 1 f
A HIGHER PRICE 7 283 | 23.3 | 96.7
| |
RICE SENSITIVE CUSTOMERS | : !
1 38| 3.3 | 100.0
i !
Total 30 100.0 | 1000 |
Q11. Trade License
Cumulative
Frequency Percent Valid Percent Percent
Valid  YES 30 100.0 100.0 100.0
NO 0 0.0 0.0 100.0
Total 30 100.0 100.0
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Q12. Businesses with Trademarks

Cumulative
Frequency Percent Valid Percent Percent
Valid  YES 9 30.0 30.0 30.0
NO 21 70.0 70.0 100.0
Total 30 100.0 100.0
Q13. Business with Registered Trademark
Valid | Cumulative
Responses Frequency Percent | Percent f Percent
Valid Yes 1 3.33F 11.115 11.11
No 8 26.66 88.99 100.0
Total 9 30.0 100.0
Missing 21 70.0
Total 30 100.0 100.0
Q14. Relationship between Mark and Business
Valid Cumulative
Responses Frequency Percent Percent Percent
Valid Yes 8 61.5 72.7 72.7
No 1 23.1 | 27.3 100.0
Total 9 84.6 l 100 !
Missing 21 15.4 | |
Total 30 100.0




Q15. Reasons for not registering Mark

Valid Cumulative
Responses Frequency | Percent Percent Percent
Valid Lack of awareness 15 50 71.4 i
Absence of need 6 20 28.6 100.0
Total 21 70 100.0
Missing 9 30
Total 30 100.0
Q. 16 Problems faced when registering
Valid . Cumulative
Frequency Percent Percent | Percent
Valid TIME and COST 1 3.33 3.33 40.0
Total 1 3.33 3.33
Missing 29 96.66
Total 30 100.0
Q.17 Challenges of Registration
Cumulative
Frequency Percent Valid Percent Percent
Valid HIGH COST OF - -
REGISTRATION 3 10.0 37.5 37.5
LOTS CF TIME NEEDED [
TO REGISTER 4 13.3 50.0 | 87.5
HUGE AMOUNT OF
BUREOCRACY 1 3.3 12.5 100.0
Total 8 | 26.7 100.0
Missing 22 73.3
Total 30 100.0




Q18. Customers Emotional Attachment

Cumulative
Frequency Percent Valid Percent Percent
Valid YES 7 23.3 53.8 53.8
NO 6 20.0 46.2 100.0
Total 13 43.3 100.0
Missing 17 56.7
Total 30 100.0
Q.19 Reasons for Few Numbers of Registered Marks
Valid Cumulative
Responses Frequency | Percent | Percent Percent
Valid Lack of awareness 20 66.66 66.66 23.3
Negligence 5 16.66 50.0 73.3
;a;:az,;ideﬁaﬁiusi nesses = 10 20.0 W
Others 2 6.66 6.7 100.0
Total 30 100.0 100.0
Q20. Infringement Case
} | Cumulative
Responses Frequency | Percent | Valid Percent Percent
Valid  Yes 71 2333 73.33 73.33
No 2 6.66 6.66 100.0
Total 9 30.0 100.0
Missing 21 70.0
Total 30 100.0
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Q24. Witnessed Infringement

Cumulative
Frequency Percent Valid Percent Percent
Valid YES 20 66.7 66.7 66.7
NO 10 33.3 33.3 100.0
Total 30 100.0 100.0
Q25. Characteristics of Infringed Products and their Company
Cumulative
Frequency Percent Valid Percent Percent
Valid LESS PRICED AND
13 43.3 65.0 65.0
LOW QUALITY
NON COMPETITIVE
FIRMS AND FIRMS 4 13.3 20.0 85.0
WITH NO GOALS |
BOTH 3 10.0 15.0 100.0
Total 20 66.7 100.0
Missing 10 33.3
Total 30 100.0
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Q26. Legal Statements in Protection of Trademarks

I : Cumulative
Frequency Percent | Valid Percent | Percent
Valid POSITIVE AND CAN !
REDUCE UNFAIR 2 6.7 77| 77
COMPETITION
ARE OUT OF DATE 4 13.3 15.4 231
ARE NOT EXPLANATORY
ENOUGH 1 3.3 3.8 26.9
CAN NOT PROTECT
UNFAIR COMPETITION 1 3.3 38 30.8
ARE NOT WELL
COMMUNICATED TO THE
BUSINESS COMMUNITY 5 18.7 19.2 50.0
ALL 13 43.3 50.0 100.0
Total 26 86.7 100.0
Missing 4 13.3
Total 30 100.0
Q27. Mostly Infringed Product Groups
Cumulative
Frequency Percent Valid Percenl Percent
Valid CONSUMABLE
11 36.7 36.7 36.7
PRODUCTS
COSMETICS PRODUCTS 19 63.3 63.3 100.0
Total 30 100.0 100.0
QZ28. Trend of Infringement in Ethiopia
Cumulative
Frequency Percent Valid Percent Percent
Valid  INCREASING 21 70.0 70.0 70.0
DECREASING 4 13.3 13.3 83.3
STABLE 5 | 16.7 | 16.7 | 100.0
Total 30 100.0 100.0
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QZ29. Major Reasons to Infringement

Cumulative
Frequency Percent Valid Percent | Percent
Valid LACK OF COMPETENCY [
AND EXPERIENCE OF g9 30.0 321 32 1
THE INFRINGER ‘
LOW QUALITY AND LOW
PRICED PRODUCTS 14 46.7 50.0 82.1
3 4 13.3 14.3 96.4
LACK OF AWARENESS
OF CUSTOMERS 1 3.3 36 100.0
Total 28 93.3 100.0
Missing 2 6.7
Total 30 100.0
Q30. To improve customers awareness
Cumulative
Frequency Percent | Valid Percent Percent
Valid ESTABLISHING
CUSTOMERS 9 30.0 33.3 33.3
ASSOCIATION
PROVIDING ADEQUATE
TRAININGS AND PUBLIC i
ANNQUNCEMENTS 1 36.7 40.7 : 741
ABOUT |
OWNER CONDUCTING
PUBLIC AWARENESS :
PROGRAMS AND 7 23.3 259 | 100.0
ARRANGING CUS | |
Total 27 90.0 100.0
Missing 3 10.0
Total 30 100.0
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Q31. To improve the legal statements

Cumulative
Frequency Percent Valid Percent | Percent
Valid COMMUNICATING
INFORMATION ABOUT 3
LEGAL STATEMENTS 21 70.0 77.8 77.8
TO THE BUSI
FACILITATING A
MEANS INTEGRATING :
ACTIONS AMONG 6 20.0 22.2 | 100.0
GOVERNMENT BO !
Total 27 90.0 100.0
Missing 3 10.0
Total 30 100.0
Q32. To diversify information as far and adequately as possible
Cumulative
Frequency Percent Valid Percent Percent
Valid PROVIDING ADEQUATE
A ND TIMELY TRAININGS 6 200 21.4 21.4
PREPARATION OF
FLYERS AND OTHER
INFORMATIONAL 17 56.7 60.7 82.1
MATERIALS TO B
PREPARATION OF
PUBLIC CONFERENCES
AIMED AT CREATING 5 16.7 17.9 | 100.0
AWARENES ’
Total 28 93.3 100.0
Missing 2 6.7
Total 30 100.0
Q.33. Government bodies involved
Cumulative
Frequency Percent Valid Percent Percent
Valid 9 30.0 30.0 30.0
EIPA, MOTI, ECA 8 26.7 26.7 56.7
EIPAECA, FHC 8 26.7 26.7 83.3
MOTI, EQSA,
MOH 5 16.7 16.7 100.0
Total 30 100.0 100.0
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Q34. To shape the attitude of Infringers

! | Cumulative
Frequency Percent Valid Percent | Percent
Valid INCREASINGLY
PUBLICIZING UNFAIR 1 33 3.3 33
COMPETITION
DISCOURAGING THEM
FROM IMPORT
ACTIVITIES THROUGH 21 70.0 70.0 73.3
SIEZING LET
PROVIDING ADEQUATE
TRAININGS ABOUT 8 26.7 967 100.0
ENTREPRENEORSHIP g
Total 30 100.0 100.0 |
Q35. Responsible for assessing business proposals
; Cumulative
Frequency Percent Valid Percent | Percent
Valid MINISTRY OF TRADE
AND INDUSTRY 11 36.7 36.7 36.7
CHAMBER OF
COMMERCE 19 63.3 63.3 100.0
Total 30 100.0 100.0 |
Q36. Responsible for training provision
Cumulative
Frequency Percent Valid Percent Percent
Valid CHAMBER OF
COMMERCE 10 33.3 37.0 37.0
ETHIOPIAN
INTELLECTUAL 14 46.7 51.9 88.9
PROPERTY AUTHORITY
MINISTRY OF TRADE
AND INDUSRTY 3 10.0 3 J 100.0
Total 27 90.0 100.0
Missing 3 10.0
Total 30 100.0 |
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Annex B: Questionnaire

Part One: Business Information

1.

What kind of business are you engaged in? (You may circle more than one answer.)

A. Import/Export B. Manufacturing C. Logistics Service D.
Health E. Tour and Travel F. Advertising

G. General Trading H. Construction I. Retail Shopping

J. Distributing K. Franchisee

L. Others,

2. Is your business a service or product oriented?

a. Service Oriented
b. Product Oriented

XVIII

c. Hybrid
3. How old is your organization?
a. 1-5 Years
b. 6-10 Years
c. 11-16 Years
d. Above 16 Years
4. How many departments do you have?
a. Lessthan 2--
b. Between 3 and 5
c. Above 5
g, How many employees do you have?
a. Below 10
b. 11-30
c. 31-60
d. Above 60
6. What is the average income of your business in a year?
a. Below 50,000 ETB
b. 50,001-100,000 ETB
c. 100,001-200,000 ETB
d. Above 200,000 ETB
7. How do you classify your customers?
a. Price Sensitive
b. Brand Sensitive
c. Quality Sensitive
d. Technology and Fashion Sensitive
e. Do not know
—— ——— M



8. How many products do you have? Explain

9. What kind of competitors do you have?(Circle three choices)
a. Strong and Close
b. Strong and Distant
c. Weak and Close
d. Weak and Distant
10. What can you say about your business in terms of products/services, employees, customers
and the industry in general?

Part Two: Trademarks

For the questions below, tick Yes if you agree with the question and no if you do not in the
space provided.

Question Yes No

11 | Do you have a trade license?

12 | Do you have a trademark?

13 | Have you registered your trademark?

14 | Is there any relation between what your business does and your
trademark?

15. If your answer to question 12 is No, why? (You may circle more than one choice)
A. Lack of Awareness
B. Absence of Need

C. Other,
16. If your answer to question 13 is Yes, What kind of problems do you face when
registering your marks? (You may circle more than one choice)

A. Time

B. Cost

C. Bureaucracy

D. Other,
17. If your answer to question 13 is no, why not? (You may circle more than one choice)

e e S
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A. High cost associated with registration
B. Lots of time needed to register
C. Huge bureaucracy

D. Other,
18. Do you think that your customers have emotional attachment with your trademarks?
A. Yes b. No
19. Why do you think is the number of firms registering their marks few when compared to

the total number of firms registering their business? (You may circle more than one choice)
A. Lack of Awareness about trademarks and their value
B. Negligence
C. Lack of educated management in businesses
D. Others, '

Part Three: Infringement

20. Did you have any infringement case in your organization so far?

A. Yes
B. No
21. If your answer to question 20 is yes, what was the first action you did?
22, Which government bodies were involved in the process?
23. What decision was given to the case?
24. Have you witnessed an infringed product of other firms?
A. Yes B. No

25, What are the characteristics of that product, the company and the customers? (in
terms of quality, price) (You may circle more than one choice)

A. Low Priced and Low Quality

B. Non Competitive Firms and Firms with no or less future goals

e o s R ST Ty ol 7 A
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C. Both
D. Others,

26. What do you think about the legal statements protecting trademarks? (You may circle

more than one choice)
Positive and Can reduce unfair competition

Are out of date
Are not explanatory enough
Can not protect unfair competition
Are not well communicated to the business community
All

G. Others,
27. What kind of products is highly likely to be infringed?

A. Consumable Products

B. Cosmetic Products

C. High Price Products

D. Others,
28. What is the trend for infringement in Ethiopia? Is it increasing or decreasing?

A. Increasing

B. Decreasing

C. Stable
29. What do you think are the major reasons to infringement? (You may circle more than
one choice)

Mmoo @ >

Lack of Competency of the Infringer and Lack of experience of the Infringer
Lack of quality and low price products

Lack of awareness among customers

Lack of well framed legal framework

Lack of action by the owner to protect his trademarks

Lack of relevant information at the time of registering marks

Problems with the registration process

Others ,

ToOmMmMmoOmE

Part Four: Solution of Infringement

30. What should be done to improve customers awareness about trademarks(You may
circle more than one choice)
A. Establishing customers association
B. Providing adequate trainings and public announcement about trademarks and
consequences of their illegal use
C. Owner of the mark conducting public awareness programs and advertisements
like customer days
D. Others,

XXI



3. What should be done to improve the legal statements? (You may circle more than one
choice)
A. Updating the legal statements to meet the current statements
B. Communicating information about the legal statements to the business
community
C. Taking direct and up to date actions based on the statements
D. Facilitating a means of integrating actions among the government bodies
E. Others,
32, What do you think are the solutions to provide adequate information about trademarks
and their registration? (You may circle more than one choice)
A. Providing adequate and timely trainings
B. Preparation of flyers and other informational materials to be distributed to
individuals registering their business
C. Preparation of public conferences aimed at creating awareness
D. Others,
33. Which government bodies do you think should be involved in the registration and
arbitration process?

34. How can we shape the attitude of the infringers? (You may circle more than one
choice)

A. By increasingly publicizing unfair practices

B. By discouraging them from import activities through seizing Letter of Credits in

banks and Customs Clearance at Customs Authority.

C. By Providing adequate trainings about entrepreneurship and general business

D. Assessing business proposals at the time of registration

E. Others,
35. If assessing business proposals is helpful in minimizing the scope of the problem, who
shall be responsible in doing it? (You may circle more than one choice)

A. Ministry of Trade and Industry

B. Chamber of Commerce

C. Ethiopian Investment Authority

D. Others,

36. If providing timely and relevant trainings to small and medium enterprises about
trademarks, brands, trade names, and trade dresses in particular and about entrepreneurship
in general is helpful, who do you think is responsible in conducting it? (You may circle more
than one choice)

A. Chamber of Commerce

B. Ethiopian Intellectual Property Authority ¥ (

C. Ministry of Trade and Industry Dy

D. Others, D gy




Annex C: Interview Questions

The following questions are prepared to assess the general practice of trademarks in
Ethiopia. As can be seen below, questions about registrations process, governing legal

structure and involved state agencies are listed.

=  What is the difference between trademark and trade name in the
registration process?

= Are all trademarks subject to registration?

* What does the registration process look like?

= When did registering trademarks begin?

=  Who is responsible for registering trademarks?

= What is required for registering trademarks?

* How much time is needed?

= How much cost does it take?

= What kinds of business register most?

= Why kinds of business register least?

=  What kinds of trademarks are valid?

= What kinds of trademark are invalid?

* When do we say a trademark is infringed?

= Who does the checking for infringment?

* What is the immediate action if the trademark is infringed?

* What does your office does about trademarks infringed?

* What kind of trend does exist on the cases of trademarks?

XX



Where do infringers exist most?

What kind of market is mostly prone to such actions?

What are the characteristics of these markets?

What kinds of customer exist?

How many cases have been raised so far and how many are in the last 10
years?

What have you done to reduce the problems?

What other bodies of the government are involved in these issue?
What is there value?

How do you look at it?

Is there a law governing trademarks?

Is every company expected to register its trademarks just like
registration is done for trade license?

What about franchisees?

Do companies from foreign countries need to register their trademarks?
What about the international law of trademarks?

What is the impact of trademarks on the joining of World Trade
Organization?

What kind of certification is given to registered trademarks?

What is the process for trademark arbitration?

Who is involved in the arbitration process?

What are the legal actions taken so far to protect infringement cases?

What do you think is the ultimate cause for the infringers?
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Is trademark arbitration a cause or an effect?

Is there a negotiation process?

What is the impact of trademark on foreign direct investment?

How many registered trademarks exist?

What is the trend for the registration? Is it increasing over the years or
decreasing?

Are there any industry specific criteria for registration of marks?

Are there any industry specific criteria for arbitration of marks?

What actions have been taken to solve the illegal use of marks?

Was there any involvement from businesses in handling cases of
trademarks?

What is the role of the team in arbitration?

Who initiate the arbitration process?

Why is intellectual property an issue this time?

Which areas are you working at with great attention?

Do you have an office handling trademark registration and arbitration?

Can you identify some of the root causes for infringement cases?

XXV
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PROCLAMATION NO. 501/2006.

TRADEMARK REGISTRATION AND PROTECTION
PROCLAMATION

WHEREAS, it is necessary to protect the reputation
and goodwill of business persons engaged in
manufacturing and distribution of goods as well as

-rendering services by protecting trademarks to avoid

confusion between similar goods and services:

WHEREAS, trademarks, in the course of free trade.
play an important role in guiding customers’ choice
and protecting their interests;

WHEREAS, it is believed that protection of
trademarks could have positive impact on the national
economic advancement and especially on the trade and
industrial development of the country;

NOW, THEREFORE, in accordance with Article
55(1) of the Constitution of the Federal Democratic
Republic of Ethiopia, it is hereby proclaimed as
follows: '

~ _PART ONE
GENERAL PROVISIONS

1. Short Title

This Proclamation may be cited as the “TradeMark

Registration and  Protection  Proclamation No.501

2006."
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2. Definitions

In this Proclamation, unless the context otherwise
requires:

1/ “collective trademark™ means a trademark
distinguishing the goods or services of
members of an association, which is the owner
of the trademark, from those of other
undertakings;

2/ “court” means the court referred to in Article 49
of this Proclamation;
3/ “earlier trademark” means a trademark which

has entered in the register of marks or has a
date of application for registration earlier than
that of the trademark in question;

4/ “foreigner” means a person who is not domiciled
or has no registered business in Ethiopia;

5/ the terms “customs port” and “customs station”
shall have the meanings assigned to them under
the Re-Establishment and Modernization of
Customs Authority Proclamation No. 60/1997;

6/ “international classification” means the

classification of goods or services under the
Nice Convention of Goods and Services for the
purpose of Registration of Trademarks
established by an agreement concluded at the
Nice Diplomatic Conference, on June 15, 1957,
and revised at Stockholm, in 1967, at Geneva,
in 1977 and amended in 1979;

7/ “license ¢o..iract” means a contract whereby
the owner grants to any other person to use
a trademark for all or part of goods or
services in respect of which the trademark
Is registered;

8/ “Office” means the Ethiopian Intellectual
Property Office;
9/ “person” means a physical or juridical person;
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10/ “priority date” means the date of an earlier
application that serves as the basis for the right
of priority;

11/ “regulations” means Council of Ministers
Regulations to be issued pursuant to Article 47
of this Proclamation;

12/ “trademark” means any visible sign capable of

- distinguishing goods or services of one person

from those of other persons; it includes words,

designs, letters, numerals, colours or the shape

of goods or their packaging or the combinations
thereof;

13/ “surname” means a name shared in common to
identify the members of a family, as
distinguished from each member’s given name.
Also called family name, last name.

3. Scope of Application

Subject to the principles of reciprocity or in
accordance with any treaty that Ethiopia is a party
to, foreigners shall have the same rights and
obligations as Ethiopians under this Proclamation.

PART TWO
ACQUISITION OF RIGHTS AND
REGISTRATION OF TRADE MARK

t 4. Acquisition of Rights

Ownership rights of a trademark shall be acquired
and be binding on third parties upon the grant of a
trademark registration certificate.

5. Trademarks Eligible for Registration

1/ Any trademark that is capable of clearly
distinguishing goods or services of a person
from those of other persons shall be eligible for
registration.



1%

Cadgei

babuled 26T DM g 0L Ay @ 3 THPIE g0

.

Federal Negarit Gazeta No..37 7" July, 2006 .. Page 3444

L ARt 0rRCS Y mgge
AhAC +Aa%™ A9PH10 2TFAN: 0TRCS
I N VAR R TR T T B LN o S T
GTargr PPAPT PR paP peys,
LA AT PINL PAah: PlarNe-
ahac  +a9r hwry ead  eeveoma
Nreeniar hAGC a9 P 1
LT

AT AN PULTA PEL AR T
P an-y A% Ouce POl meye
fAA A7 ol Pepn RAhAWPY
Lan PP ARG e eTa.
heATT AL 2TFAA:

L. A9°H10 Nk NA“TLUE P38 PARET

&/

Perhrtracl (728 AT hgany
1M0N-9v1 : .

U/ PHYU APE RIPE & L£II00LPF7
PIYLIA PIVL PO AN

Al 90 mege U PPN PI9e
andt

hl PRIET Q@ HFPIY eI RIAY
Aot T hadeT APT 0FPPFC KA
DhetT AGPAPT PUILATA PEIL
Fahti

aof AT N9 @LeIC Y gUe
PeL94C PFNL AR

Wl POPPEY WLI PRININETT 3L

YT Pt AT me LT PoT
OFPPLE WL WINDATE POy
N3 MY Phavi:( TG ogge pog
+CONTT UL LI ANT POPP
Fy wpg  PAIAINTET  QCE

NF POLLINCE ARPTT @Lege

aop PP AF f.eH PIL
o andT

4L AN PdLN@ PIL AR
PeLanAN TG O FPTF @LIC KA
Dt 2%evahd @L9* (A hG
“90P WL PINE  AFPNPALT
NP PPACPE.S  (12¢-  @ea P
LIyt POLLINNN- PANT T
Mege aupAPP Y AF PPH £I9L
g AhT '

2/ A trademark may be registered in black-and
white or color. A trademark, which is registered
in black-and-white, shall be protected .in all
color combinations; a trademark, which is
registered in color, shall only be protected in
the color combination in which it is registered.

3/ A trademark eligible for registration may

- include elements which are not subject to
protection unless they decrease the distinctive
character of the trademark or infringe the rights
of other persons.

6. Trademarks Inadmissible for Registration

1/ The following trademarks may not be admissible
for registration:

a) a trademark which does not conform to the
provisions ~of Article 5 of this
Proclamation;

b) a trademark which consists of sound or
smell;

¢) a trademark which is incapable of
distinguishing the goods or services of one
person from those of other persons;

d) a trademark that is contrary to public order
or morality;

e) atrademark consisting exclusively of sings
or indications which designate the kind,
quality, quantity, intended purpose, value,
geographical origin of goods or services,
the time of production of the goods or
rendering of the services, or other
characteristics of the goods or services;

f) atrademark consisting exclusively of signs

- or indications which have become
customary in the current language use in
relation to such goods or services for
which the registration of a trademark is
applied for, or which have become
customary .in economic and business
activities:
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g) a trademark consisting exclusively of a
shape which results from the nature of the
good itself or that is necessary to obtain a
technical result of the good or that gives
substantial value to the good;

h) a trademark that is likely to mislead the
public or the business community, in
particular as regards the geographical
origin of the goods or services concerned,
or their nature or characteristics;

i) unless authorized by a competent authority,
a trademark which is identical with or an
imitation of or contains an armorial
bearing, flag or other emblem, a name or
abbreviation or initials of the name of, or
official sign or hallmark adopted by any
state, intergovernmental organization, or
other organization created by international

_conventions.

- j) a trademark that consists exclusively the

surname of the applicant,

k) a trademark mark that consists exclusively
the full name of an alive individual with
out his consent.

2/ The provisions of Sub-Article (1), (e), (f) and (j)

of this Article do not apply if it is certified that
by the daté of receipt of an application for
registration of a trademark, the trademark has,
as a result of its use, become well known in
Ethiopia.

. Refusal of Registration of Trademarks on
Grounds of Third Party Rights

A trademark shall not be registered because of the
following third party priority rights: -

1/ when it is identical with an earlier trademark of

another person in respect of the same goods or
services or closely related goods or services, or
if it so nearly resembles such a trademark as to
be likely to deceive or cause confusion;
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2/ when it is identical with or confusingly similar

3/

4/

to, or contains a translation of a trademark, that
is well known or established by use in Ethiopia
for identical or similar goods or services of
another person;

when it is identical with or confusingly similar
to, or constitutes translation of, a trademark
which is registered in Ethiopia for goods or
services which are not identical or similar to
those in respect of which the registration is
applied for, provided that the use of the
trademark in relation to those goods or services
would indicate a connection between those
goods or services and that the interest of the
owner of the registered trademark is likely to be
damaged by such use; '

when " it. contains anything which may be

understood as the characteristic title of another
person’s protected literary or artistic rights or
another person’s right to a photograph or design
without his written consent.

PART THREE
PROCEDURES FOR REGISTRATION
OF TRADEMARK

8. Application for Registration

|/ Application for registration of a trademark shall

2/

3/

be made in the prescribed form and filed with
thg Office accompanied by payment of the
application fee prescribed by the Regulations.

An application for registration shall cover only
one trademark.

The applicant shall, after completing the
application form prescribed by the Regulations,
submit the following documents:

a) three copies of a reproduction of the
trademark;

b) a list of goods and services classified in
accordance  with  the  international
classification of goods and services for
which registration of the mark 15 requested
and the class numbers of the classification:
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¢) when the application for registration is
filed through an agent, it shall be
accompanied by a <duly authenticated
power of attorney;

d) a document certifying payment of the fee
referred to in Sub-Article (1) of this Article
or a copy thereof; '

e) -other particulars determined by the
Regulations.

4/ An applicant who is a foreigner shall appoint
an agent who is domiciled in Ethiopia.

9. Withdrawal of Application

The applicant may withdraw the application any
time while it is pending.

10. Right of Priority

I/ Where any applicant files his application in
Ethiopia within six months from thé date on
which he first filed in a foreign country an
application for the same trademark in respect of
same goods or services, the date on which the
application was first filed in the foreign country
shall be regarded as the date of filing if the
applicant claims the right of priority and
furnishes within the prescribed time limit a
copy of the earlier application certified as
correct by the office with which it was filed and
other documents and information as prescribed.

2/ Where the Office finds that the declaration
submitted does not fulfil the requirements of
Sub-Article (1) of this Proclamation and the
Regulations, the said declaration shall be
considered not to have been made.

11, Examination of Application

The Office "shall, when an application for the

registration of a trademark is submitted to it:

|/ undertake examination as to form, whether the
application fulfils the requirements of Article 8
of this Proclamation and the Regulations:

2/ undertake examination as to substance, to ensure
that the trademark complies with the provisions
of Articles 6 and 7 of this Proclamation;
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trademark may, within the period and in the
manner prescribed by the Regulations and upon
payment of the prescribed fee, notify in writing
to the Office stating the ground of opposition
and attaching the supporting documents.

2/ The Office shall send a copy of the opposition
together with supporting evidence to the
applicant, within the period and in the manner

prescribed by the Regulations.

The applicant may send to the Office a counter
statement -~ the grounds which would support
his application, within the period and in
themanner prescribed by the Regulations, if he
fails to submit the counter statement, it shall be
deemed that he has abandoned the application.

3/

4/ The Office shall furnish a copy of the counter
statement of the applicant to the person who
made opposition and reach a decision within
the period and in the manner prescribed by the
Regulations, after examining the merits of the
case.
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5/ The Office shall furnish copies of its decision under
Sub-Article (4) of this ‘Article to the applicant and
the person who made the opposition within the
period prescribed by the Regulations. '

14. Pending Cases

1/ After an application is published and until the

registration of the trademark, the applicant has
the same privileges and rights as he would
have, if the trademark had been registered;
provided, however, that it shall be valid defense
to an action brought in respect of an act done
after the application was published, if the

" defendant establishes that the trademark could
not have been validly registered at the time the
act was done.

2/ Infringement proceedings may not be initiated
before. the date on which the trademark is in
fact registered.

. Registration of the Trademarks and Issuance of

Certificate

The Office shall register a trademark and issue to the
applicant a certificate of registration upon payment of the
fee prescribed by the regulations where it finds that:

-1/ the conditions referred to in this Proclamation

and the Regulations are fulfilled; and

2/ the request for registration of the trademark has
not been opposed; or it has been opposed and
the opposition has been rejected;

. Notification of Registration

The Office shall notify the registration of a
trademark, in an intellectual property gazette or in a
newspaper having nationwide circulation, or in a
radio or television or website at the expense of the
applicant.

The Right to Appeal

1/ Any person aggrieved by the final decision of the
Office on the registration of a trademark shall
have the right to appeal to the court having
jurisdiction. '
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2/

An appeal pursuant to Sub-Article (1) of this
Article shall be submitted to the court within 60
days from the date of notification of the
decision to the person concerned.

PART FOUR

- COLLECTIVE TRADEMARKS AND

WELL KNOWN MARKS

18. Registration of Collective Trademarks

1/

3/

4/

An application for registration of a collective
trademark shall designate the trademark as
collective trademark and shall be accompanied
by a copy of the statutes governing the use ol
the collective trademark.

The Provisions of this Proclamation concerning
the registration of trademarks shall also apply
to the registration of collective trademarks.

The statutes referred to in Sub-Article (1) of
this  Article shall specify the name,
headquarters, objectives and representatives of
the association. It shall also indicate the group
of persons entitled to use the trademark, the
conditions for use and the rights and obligations
of the parties concerned in the event of
infringement of the trademark.

The owner of the registered collective trademark

shall notify the Office of any changes made in
respect of the statutes submitted pursuant to
Sub-Article (1) of this Article.

19. Persons Eligible to Apply for the Registration of
Collective Trademark '

Trade unions, trade union federations or associations may.
in order to protect the rights of their members, apply for
the registration of collective trademarks.

1/

20. Cancellation of Registration of Collective Trademarks

=
i

The registration of a collective trademark shall
be cancelled:

a)

upon dissolution of the registered owner;
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- 23. Well known Trademarks
RE. o4 p11L ARt T -
= _ 1/ A trademark which is entitled to protection,
b/ hTERE R APTTOT 90T AdG under an international convention to which
Ayl WL SPd PRI eahT Ethiopia is a party, as a well-known trademark
PAP POLLLANT PEL AT iy shall be protected under this Proclamation if it

is well know in Ethiopia and is a trademark of a
person who is:

a) the national of a state party to the
convention; or
b) domiciled in.or has a real and effective

industrial or commercial establishment in a
state party to the convention,

“Whether or not such person carries on business or
has any good will in Ethiopia.
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SPP G PE3S RACPPET POl00h0r ‘Article (1) of this Article, due regard shall be
R0 fa@ PuAlL AN hEA DAT given to the knowledge of the trademark in the
9 ARk PAOT HOPd RTI8UI relevant sector ‘of the public, including
Prae: goaANET PO POP e knowledge which has been obtained as a result
Aeene-F  h3et P16 m-d of the promotion of the trademark.
oy YUt arp qf'vn'rtl-T- LUSA
hea hgun.'i- PART FIVE -
P& CART U0 0FF NALELT DURATION AND RENEWAL OF
: H®36 DAL AT . REGISTRATION OF TRADEMARKS
8. ¢79% SART PN 07+ poLBRAT nowy (24 Duration of Registration
AU APE Nh3ds 6% nah @7 e ey110- Without prejudice to the provisions of Article 35 to
AL mid P39 e AR Q“'Ii'ﬂi 034 37 of this Proclamation, the registration of a
puy :35?(1)- eguN - m]‘mjﬁ\h:-j{ ot % trademark shall remain valid for a period of seven
3,-9,',(‘, AQNT Gam - BPGA: ’ years from the date of submission of the application
o ’ S for registration.
RE. P& ARt N1 LAt

25. Renewal of Registration

Registration of a trademark may, upon request
of the owner, be renewed for consecutive
periods of seven years. The owner of the
trademark shall attach a document showing the
payment of renewal fee prescribed by the
regulations.

At the time of the renewal, no change may be
made in the trademark or in the list of goods or
services in respect of which the trademark is
registered, except that certain goods or services
may be eliminated from the list. ’

Renewal of the registration of atrademark shall
be made within three months after the expiry of
the registration period; provided, however, that
after the expiry of the three months period, the
registration may be renewed within the next six
months, by ,.sing in addition to the regular

renewal fee, a penalty prescribed by the
Regulations. :
The Office shall record renewal of the

registration and notify same in an intellectual
property gazette or in a newspaper having
nationwide circulation, or in a radio or
television or website at the cost of the owner of
the trademark.

A trademark not renewed within the time limit
stated in Sub-Article (3) of this Article shall be
considered to have been waived or cancelled.
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6/ The Office shall remove the trademark from the
register when it is not renewed in:accordance
p with the provisions of this Article.

7/ Nothhing under Sub-Articles (5) and (6) of this
Article may prohibit any person including the
former owner from secking a registration for a
trademark that has been waived or cancelled.

_ PART SIX
RIGHTS CONFERRED BY REGISTRATION
AND LICENSE CONTRACTS

26. Rights Conferred by Registration

I/ The owner of a registered trademark shall have
the right to use or authorize any other person to
use the trademark in relation to any goods or
services for which it has been registered.

) Registration of a trade mark shall confer upon

its owner the right to preclude others from the
following:

any use of a trademark or a sign
resembling it in such a way as to be likely
to mislead the public for goods or services
in respect of which the trademark is
registered, or for other goods or services in
connection with which the use of the.mark
or sign is likely to mislead the public.

a)

any use of a trademark, or a sign
resembling it, without just cause and in
conditions likely to be prejudicial to his
interests and; :

b)

other similar acts

c)

3/ For the purpose of the provisions of Sub Article
(2) of this Article, a likelihood of confusion
shall be presumed, in case of the use of an
identical sign for identical goods or services;

4/ The provisions of Sub-Article 3 of Article 26

shall apply, mutatis mutandis, in any action

instituted by the owner of a "well-known
trademark against any person in respect of the
unlawful use of the well known trademark.
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27. Limitation of Rights Conferred by Registration

Registration of the mark shall not confer upon
the owner the right to "preclude third parties
from using the trademark in relation to the
goods lawfully sold in any country under that
trademark, provided that these goods have not
undergone any change.

Registration of a trademark shall not confer

upon ' its owner the right to preclude third
parties from bona fide use of their names,
addresses, pseudonyms, a geographical name,
or- exact indications concerning the kind,
quality, quantity, destination, value, place of
origin, time of production or supply of their
goods or services, in so far as such use is
confined to the purposes of mere identification
or information and cannot mislead the public as
to the source of the goods or services.

28. Transfer of Right

A right on a registered trademark or an
applicatior for registration of a trademark may
be assigned, or licensed in whole or in part..

-

A request for transfer of rights on a registered

trademark or an application for registration of a
trademark shall be submitted in writing to the
office. The application shall be accompanied
with the agreement of transfer of right.

Shares in a trademark, which is a subject of co-
ownership, may not be transferred without the
consent of all the co-owners.

The right to a trademark can be transferred in or
without connection with the business in which
it is used. In case where there is a transfer of
the business, the right to the trademark that is
attached to the business passes over to the new
owner, unless otherwise agreed.

. The Office may, refuse to effect the transfer,
under Sub-Article (4) of this Article, of a
trademark separately from the business where it
finds that use of the trademark by the new
owner may mislead the public.
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1/ The owner of a registered trademark or of an
application for registration of a trademark may. by
contract, grant to any other person a license to use
the trademark. The contract shall be made in writing
and shall indicate whether it is for all or part of the
goods or services in respect of which the trademark
is registered or an application is filed for.

2/ A license contract on a registered trademark or
an application for registration of a trademark,
as well as modification or termination of the
license contract shall be submitted to the
Office. The Office shall register the contract as
well as its modification and termination and, by
keeping the details as confidential, cause its
publication in an intellectual property gazette or
a newspaper having nationwide circulation.
The license contract shall have no effect against
third parties until so registered.

A registered collective trademark or an
-application for the registration of a collective
trademark may not be the subject of a license
contract.

3/

30. Nullity of license contracts

Any license contract on a registered trademark or an
application for registration of a trademark, shall be
null and void when it does not contain a proyision
for an effective control, by the licensor, of the
quality of the goods or the services in connection
with which the trademark may be used.

Fnvalid Clauses of License Contracts
1/ Clauses in a license contract shall be null and
void in so far as they impose upon the licensee
restriction not deriving from the rights
conferred by the registration of the trademark
or unnecessary for the safeguarding of these
right.

Notwithstanding the provisions of Sub-Artcle
(1) of this Article, the following shall not be
deemed to constitute such restriction:
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PAVINTP HTOTF O RI° ARt TP a) limitation concerning the scope, territory or
AL PULOANVFDT 0FPTT RIAY duration of use of the trademark or the,
Aot TF el POLaAll 10T quality of goods or services in connection

with which the trademark may be used:;

A/ WY APE evwld 0L PahE
NALT P94 I, PTG b) justified control by the owner of the

trademark under this Proclamation;

h/ €1 eahET N1 PO A PAN

N A ECLT AT8emd 1498 c¢) the obligation imposed upon the licensee to
TR AL POLMn L, b abstain from all acts capable of prejudicing
the validity of the registration of the
@, Ta1e 4FL PramT T trademark.

§j nl“;’,:(:‘ arA- ,,,.9;(’_[’. -Q";...)‘L ?Imn n“,'_ 32, Right to Grant Further Licenses
$CT 4LF L oopmel: PherHING PFL T , i wrary in the
9“.{-\h'}' f]('\ﬂ,':f‘ {\V"f)'l“;“ (.D'I‘.“‘""‘ LT ; n the absence of any provision Ne contrary in the

P Hemit: , o license contract, the grant of a license shall not
42L& hoehm 0Ly e FIK prevent the owner of a registered trademark from

FPant: hoemdbd® heIKO9: granting further licenses to third parties or from
using the trademark himseif.

g/ adFe b0t EET POy

.98 (-Fam LT P78 9Ahk 0a 2/ When an exclusive license has been granted 1o a
0F haa oS 013 9C Al PL.P e licensee, the owner of the trademark may not grant
WA 9L MLy -b,d’( 5 ,Q} 'J'i, further licenses to third parties and, in the absence of

any provision to the contrary in the license contracl,

aara- ha.a an-rec ageant aemeg” may not use the trademark himself.

hETAT::
-G, pa2 & 0% 2T
) 33. Right of licensee
M8.FL awp AL +Feh L1200 haa an
PCT LFL PN 3L AR U | In the absence of any provision to the contrary in a
07 NC7HL0T WG L2200 L0 P31 license contract, the licensee shall be entitled to use
e an-k herilNrer  0PPTE A1AIAe a trademark during the duration of the registration,
5 2C TN 1L PAhET Parme e including renewals, in respect of all the goods or
av(li LTELPA: services for which the trademark is registered.
h&a ant ' . PART SEVEN
Atooqa0 P38 AT AL PAT oAt RENUNCIATION, CANCELLATION AND
i V1 Codd e 1 WO et 4 Bk O W Y (| INVALIDATION OF A RIGHT ON A
REGISTERED TRADEMARK
4ig, aoA17 NAee+a-

_ 34. Renunciation of Right
B/ KA3& reni 3L At aan-t
398 eahl i1 (Qevae og9v 1/ The owner of a registered trademark, whowishes

e3¢ ahd: P e 00 Fary Pon- * to renounce the registration either wholly or in
0P WL WIADATT  N¢ferahdt respect of part of the goods or services for
PAANT St @Il Aan-bar 4N P which the trademark is registered, may submit
Qe geANl YTHINW NES NG AR his application to the Office for the cancellation
Ll (Ll Moo ALPCA LTAA: of the registration of the trademark.

g/ prooni) £3972 PART N4LPe @on 2/ When a registered trademark has been subject
e-ham AP @t povtar e ' to a license contract, the request for the
FPaLyT  paeTior  4Pe  POe renunciation of the right shall be accepted only
g ¥A4 enerey Na«oly. Do) p 6E), upon submission of a written declaration by

adCa NF o which the licensee consents to the rerunciation.
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3/ The Office upon receiving the application submitted

pursuant to Sub-Article (1) of this Article shall cause
the publication of such renunciation in an intellectual
property gazetle or a newspaper having nationwide
circulation.  Renunciation shall be effective only -
after the decision for cancellation has been entered
into the register.

Cancellation of trademark for Non use

I/ Any interested person may submit a request in writing

3/

4/

5/

I/ The registration of a - trademark

for the cancellation of the registration of a trademark
to the Office on the ground that the trademark has
not been in use,

A trademark shall be considered of non use,
where it is proved that the trademark has not,
without legitimate reason, been wused in
Ethiopia during a continuous period of at least
three years preceding the date of the request for
the cancellation of the trademark, by the
registered owner or a licensee in respect of any
of the goods or services for which it was
registered.

The Office shall cancel the registration of

the * trademark upon ascertaining the
fulfillment of the conditions specified
under Sub-Article (2) of this Article.
Where the owner can prove the non-use of
the trademark only for some of the
registered goods, the Office shall make
partial cancellation.

The registration may not be cancelled when the
owner or a licensee proves that the non-use of
the trademark was due to force majuere.

The use of a trademark in a form differing in

elements, which do not alter its distinctive
character in which it was registered, shall not
be a ground for cancellation of the trademark.

36. Invalidation of Registration

may be
invalidated, by a written request of any
interested person or by the initiative of the
Office itself, when it is proved not to have
initially fulfilled the conditions laid down under
this Proclamation,
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38.

2/ The Office, prior to the invalidation, shall inform
the owner, in writing, the ground for
invalidation of the registration of a trademark.

3/ When the invalidation is made in respect ol
parts of the goods or services for which a
trademark is registered. such invalidation
shall affect those parts only.

Effects of Invalidation

I/ The decision declaring the invalidation of
registration of a trademark shall be effective as
of the date of such registration. The Office
shall publish the invalidation of the registration
in an intellectual property gazette or a
newspaper having nationwide circulation.

2/ Notwithstanding Sub-Article (1) of this Article,
when the trademark has been subject o a
license and if the licensor has benefited from
the license contract, the invalidation of the
registration shall not enable the licensee to
claim the repayment of money.

Extension of Time

The Office may, when it is satisfied that the
circumstance so justifies upon receiving a written
request and upon notice to the parties concerned and
upon such terms as it may direct, extend the time
limit prescribed for the execution of any act under
this Proclamation and the Regulations.  The
extension may be granted though the time for doing
the act has already expired. :

PART EIGHT
ENFORCEMENT OF RIGHTS

Provisional measures
1/ The competent court shall order prompt and
effective provisional measures to:

a) prevent an infringement of a right from
occurring, in particular to prevent the entry
into the channels of commerce of import
and export goods after completing customs
formalities; or

b) preserve relevant evidence in regard to an
alleged infringement of a right.
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defendant, have the power to adopt provisional
measures where it finds it- appropriate. in
particular where any delay is likely to cause
irreparable harm to the applicant or where there
is a demonstrable risk of evidence being
destroyed.

In a suit for restraining the defendant from
committing an infringement, the plaintiff may
apply to the court for a temporary injunction to
restrain the infringements until the suit is
disposed of;

The court, in deciding on an application of
injunction submitted under Sub-Article (3) of
this Article,

a) shall consider if the threatened interest
cannot be redressed by awarding damages.
whether the threat is imminent, the prima
facie strength of the action and the gravity
of the prejudices a decision for or against
may cause to either of the parties;

b) may determine the duration of the
- injunction and the amount of money to be
deposited or other security to be furnished

by the applicant, as it thinks fit;

¢) may make a deeper investigation of the
relative strength of the parties before
granting the temporary injunction where
the application of the criteria under
paragraph (a) of this Sub-Article put the
parties on equal position.

Where an act that infringes the rights protected
under this Proclamation is committed, the
provisions of the Civil Procedure Code and the

‘Criminal Procedure Code on search and seizure

shall be applicable.

Where provisional measures have been adopted
without summoning the defendant, he shall be
given notice, without delay after the execution
of the measures at the latest. A review,
including a right to be heard, shall take place
upon request of the defendant with a view to
deciding, within a reasonable period after the
notification of the measure, whether these
measures shall be modified, revoked or
confirmed.
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41,

1/

1/

where provisionall measures are revoked due o any
act or omission by the applicant or upon
subsequently ascertaining that there has been no
infringement or threat of infringement ol a tradeniark
right, the court shall order the applicant. upon
request of the defendant, to provide the defendant
with appropriate compensation for anv injury caused
by such measures.

40. Civil Remedies

The court hearing a case of infringement of a
trademark owner’s right may:

a) pass an injunction to stop the defendant
from continuing the act of infringement:
and

b) order the defendant to compensate the
damage inflicted to the claimant due to the
infringement. ' ‘

2/ The amount of compensation to be awarded pursuant

o Sub-Article 1 (b) of this Article shall be equal 1o
the net profit derived by the defendant (rom the use
of the trademark or the amount of royalty the
defendant could have been charged had he used the
trademark under the terms of a license contract,
whichever is higher, plus an amount that shall cover
the expenses incurred by the claimant in connection
with the suit.

The whole of the net profit derived from the
sale of the defendant’s goods or services in
connection with the use of the trademark shall
be attributed to the use of the trademark unless
the defendant proves that part of the profit is
attributive to other market factors.

Criminal Sanctions

1/

2/

Unless heavier penalty is provided for under the
Criminal Code, whosever intentionally violates
a right protected under this Proclamation shall
be punished with rigorous imprisonment of a

. term of not less than 5 years and not more than

10 years.

Unless heavier penalty is provided for under the
Criminal  Caode. by nepligence
violates a right protected under this Proclamation
shall be punished with rigorous imprisonment of
term not less than | year and not more than 3 vears,

whosever Pross

The penalty, where appropriate, shall include
the seizure, forfeiture and destruction of the
nfringing goods and ol any materials and
implements used in the commission of the
offense.
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44,

45.

2

2/ The Office shall,

42. Measures at customs port and stations

The Customs Authority may, on the basis of a
written  application accompanied with a
certificate of trademark registration and other
relevant evidence made by the right holder, and
upon sufficient guarantee provided by the
applicant, seize and detain goods which are
subject to the alleged infringement of the
applicant’s right.

The Customs Authority shall forthwith inform
the applicant and the owner of the goods of the
measure taken to seize the said goods.

The Customs Authority shall release the seized
and detained goods after crediting the gurantee
furnished unless the applicant brings court
injunction within ten working days.

PART NINE
MISCELLANEOUS PROVISIONS

43. Trade Marks Bulletin

Without prejudice to matters to be published,
pursuant to this Proclamation,
property gazette or a newspaper having nationwide
circulation, the Office may publish a trademarks
bulletin to publicize trademarks.

In an intellectual

Registration of Trademark Agents

I/ Trademark agents shall be registered with the

Office.

2/ The conditions for registration of agents shall be

determined by the Regulations.

Access to Infoormation

-

1/ Any person may request for search of a

trademark and obtain search report upon
payment of fee prescribed in the Regulations.

upon payment of the fee
prescribed in the regulations, give permit to any
person to inspect the Register and give a copy
of extracts thereof,
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46.

47,

8.

49.

Transitory Provisions

17" Trademarks deposited before the entry into force
of this Proclamation shall be submitted for
registration within eighteen months beginning
from the entry in to force of this Proclamation.

2/ The Office shall examine and decide to or not to

register . deposited trade marks based on the

requirements of this Proclamation.

3/ The competent court in accordance with Article

49 of this Proclamation shall have jurisdiction

over cases pending in different court prior to

the comiing in to force of this proclamation.

Power to Issue Regulations

The Council of Ministers shall have the power to
issue Regulations necessary for the implementation
of this Proclamation.

Inapplicable Laws and Practices

Any law or practice which is inconsistent with this
Proclamation shall not be applicable with respect to
matters provided for in this Proclamation.

Competent Court

The Federal Courts shall have jurisdiction over
disputes and related matters that are governed by
this Proclamation and the Regulations.

50.Effective Date

This Proclamation shall enter into force on the date
of its publication in the Federal Negarit Gazeta,

Done at Addis Ababa, this 7" day of . July, 2006

GIRMA WOLDEGIORGIS

PRESIDENT OF THE FEDERAL
DEMOCRATIC REPUBLIC OF ETHIOPIA
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