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Abstract 
Thi thesis examines the adequacy and compatibility of the legal frameworks goveming trademarks. trade 

names and trade competition in Ethiopia. To this end. it employs tools of legal review and ca e analysi ' 

buttressed by qualitative data obtained from interviews, countly experiences and ca 'e tudy. The thesis 

principally, scrutinizes the Trademark Registration and Protection Proclamation No.50 112006 that lacks a 

clear legislative stipulation for the recognition of earlier tradenalnes upon trademark registration. Although 

the law requires distinctiveness for the registrability of trademarks, the writer contend' that thi cat/not 

adequately resolve priority conflicts between trade names and trademarks. There is no well-developed 

j udicial jurisprudence rectifying the legislative loophole either. Furthermore, the regi tration of trademarks 

and trade names in different organs poses practical problems. A deadlock arises sinc ' the Ministry of Trade 

and the Ethiopian [ntellectual Property Office have no mutually supportive 'earch data ba 'es dwing 

registration. [n particular, the registration of a trademark in respect of class of ervice or goods which 

conflIcts with a trade name of a business entity regi tered with similar activities to the good or ervices, and 

vice ,,"rsa provokes avalanche of tradename-trademark infringements and unfair competition uits. 

The thesi also finds out significant lacunae on the competition, trade name, and trademark regimes 

which become stumbling blocks for succes ;fit! enforcement actions out there. 

So much so that, the present thesis propo es the articulation of priority and prevalence rules during the 

registration oftradenames and trademarks supplemented by institutiOllal synchronization across trademarks. 

trade names and competition regime . The legislature should adopt an eclectic line ofjurisprudencejrom the 

benchmarked countly experiences discussed in the paper. This exercise requires legislative amendment and 

institutional revitalization . 
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CHAPTER ONE: INTRODUCTIO * 

1.1 Background 

There is a greater global con ensu on the de irability of competition and free market today than 

at any time in the history of human economic behavior.! A number of countrie acro the world 

have adopted market economy systems, which allow free competition between indu trial and 

commercial enterprises within certain limit defined by law, 2 From the beginning of the 1990 

onward, the government of Ethiopia has embarked upon erie of policy reforms that have 

substantial implications for market competition, Apart from the introduction of a mixed economic 

policy around 1990,thc economic policy in Ethiopia was not ba ed on the ideals of free market.3 

As two different concepts in law, trademark distinguishe the origin of the goods or ervice 

whereas the trade name describes business entities, A trademark i part of the commercial 

equipment of a business and it i singularly effective weapon in the competitive truggle ,4 The 

trade name of the defendant may create the impre sion that it i an entity affiliated with the origin 

of the goods and/or services of the plaintiff where the laller claim to be the owner of the 

competitive trademark,s Conversely, a prior trade name owner may take the initiative to 

show that a conflict exists with the defendant' trademark, 

As a caveat, synchronizing trademarks and trade name under the rubric of competition may 

overcome any eventual conflict of one against the other, The trademarks, trade name, and 

competition regimes should be demarcated clearly so a Lo grapple with burgeoning di cords 

during administration and enforcement. ln Ethiopia, numerou di pute have come up for the 

consideration of courts and administrative organs, Thi is evident from the plenty of 

administrative, judicial and Cassation deci ions some of which have been analyzed in this paper. 

Without losing sight of the wide-ranging dimensions, the main thrust of this re earch is to 

investigate the normative and institutional frameworks connected to the registration, 

*The writer has employed the Addis Ababa University, Faculty of law,1965 Rules of citation by making limited 

references to other systems of citation for those rules which are not clearly provided for in the Booklet, 
1 Richard Whish, Competition Law, (6th ed" 2009,). Oxford University Press, p,l 

2 WIPO, Intellectual property handbook, Policy, law and Use, publication no.489 (E), 2004, P 132[Herein after, 

WIPO Intellectual property handbook] 
3 Hailegabriel G, Feyissa, "EUROPEAN INFLUENCE ON ETHIOPIANANTITRUST REGIME: A Comparative and 

Functional Analysis of Some Problems", Mizan Law Review, Vo1.3, No,2, (2009). p.1 

4 RUDOLF CALLMANN," Trademark infringement and Unfair competition: Law and Contemporary Problem," Cal. l. 

Rev, Vol. 42 No,77, (1954). p.188 [Here in after, RUDOLF CALMANN, Trademark infringement and Unfair 

competition] 
s id, at p.191 



admini tration and enforcement of trade name and trademark that in Ive ompetiti n at the 

federal level. 

1.2 Statement of the problem 

Quite a good number of persons normally mi conceive that by regi tering their trade name at the 

commercial registry, they are holders of a trademark right. 6 Regi trati n under the relevant 

trademark law, entitles business entities to prevent other from marketing identical or imilar 

products under the same or a confusingly imilar mark.7 Trade name di tingui hone enterpri e 

from others, quite independently of the good or service that the enterpri e market or render. R 

Enterprises can regi ter trade name a trademark not nly to di tingui h them, elve but al to 

distingui h the good or service that they offer. 9 As are ult, a conflict ari 'e ' when a trademark 

registered in respect of class of ervice or good conflict with a trade name regi tered for a 

business entity regi tered with similar activitie to the ervice . 10 In practice, two conflicting 

registrations are liable to occur due to the fact that trade name and trademark are n t linked, and 

the search data bases are not cro schecked on the sidc of registering authorities. II incc trade 

names and trademarks are member of the broader family of unfair competition law, the cia 'h may 

further affect competition. 

In Ethiopia, the culture of registering trademark is not inculcated in the mind ' f the trademark 

and trade name owners.12 The latter tend to be myopic by equating the legal and practical effect 

of trademarks, finn names, and trade names. A problem ari e when a per on who i already 

registered for a trade name purport to exclude a subsequent trademark regi trant bearing imilar 

or identical name, and the other way round. 

Unlike other juri dictions which have a priority rule of resolving trade name and trademark 

conflicts, the Ethiopian Trademark Protection and Regi tration Proclamation (Here after, the 

6 WIPO, Making a Mark: An Introduction to Trademarks for Small and Medium Sized Enterprises, WI PO publication 
Number 900 (Available at www.wipolnt/e-Books shop) (Last accessed on March 24,2016) [Herein after, WIPO 
publication Number 900]. "Holder of a right" means the natural person who, or the legal entity which, according to 
th e applicable law, is to be regarded as the beneficiary of the protection. See Treaty on Intellectual Property in 

Respect of Integrated Circuits, Adopted at Washington, on May 26, 1989, Art.2(iii) 
7 WIPO publication Number 900, cited above, note 6, at p.3 

8 WIPO Intellectual property handbook, cited above, note 2, at p.96 
9 Id. at p.97 

10 HodaTaysir, (Available at www.lnternationallawoffice.com/newsletter/intellectual property/United Arab 

Emirates/intellectual property-Tamimi-company/Trademark vs. Trade names: An unresolved conflict (Last 

accessed on November 23.2016) [Here after, HodaTaysir,Trademark vs. Trade names: An unresolved conflict) 

llibid . 

12 Interview with Ato Abirdu Birhanu, Ethiopian Intellectual Property Office, Copy right and Community Knowledge 

Research and Registration Team Leader, Senior expert and member of Appellate Committee, March 27,2016 
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TPRP o. 50112006) i si lent on the matter. Art . 7( 1), (4) f the TPRP recognize the 

characteristic title of another per on' protected literary, arti tic right or right to a ph tograph r 

design without stating anyth ing a to the [ate of earlier trade nam wner . 

In Ethiopia, the FDRE Mini try of Trade (here in after, th MOT) and the thiopian Intellectual 

Property Office (henceforth, the ETPO) are ve ted with the respon ibility of admini tering and 

registering trade names and trademark, respectively. Since uch organs are autonomou and 

disparately coordinated, there have been incon istent registration . The IPO grant with 

a trademark certificate to app licants by simply looking at the eligib ility requirement provided 

for in the TPRP without considering priority rights over identical or imilar trade name . The 

experts contend that in the course of registering trademarks, they own no extraneous re pon ibility 

to consider the Trade Competition and onsumers Protection, and mmercial Regi tration and 

Licensing laws. 13 Good many of admini trative and practical challenge surface under the 

circumstances where the ETPO grants a trademark certificate to an applicant while uch trade name 

IS already registered a a trade name of another by the ommercial Regi tration and Licensing 

Department. It is further submitted that the in titutional and governance capacitie n trademark 
are outgrown by the reality. 14 

Competition law becomes at 1 sue where the owners of trade name and trademark ri k 

diametrically opposed and non-complacent protection mechanism . Under uch circum tances, it 

becomes hard pressing for trade name and trademark owner to go [or the enforcement o[ their 

rights. Cognizant of this, the Federal Supreme Court assation Division(heneeforth, the 

Cassation Division) has passed a deci ion which oblige the ErPO to grant trademark regi tration 

certificate by considering the purpo e and spirit of the TPRP, trade name and fair trade practice 

as well as consumers protection laws of the country so that the deci sion could be attuned to free 

market and consumers. IS 

There are also entities with exclusive or sole importation and di tribution license invoking that 

they have got the benefit of a trademark protection and thereby eeking to ban the importation and 

distribution of products barely registered by them. The Ethiopian Revenue and CustOI11S 

13 Interview with Ato DerejeTsgu, Ethiopian Intellectual property Office, Trademarks and Industrial design 

registrati on Business Process, Senior Researcher, March 24, 2016. Interview with Ato Emshaw Bekele, Ethiopian 

Inte llectual Property Office, Trademark and Industrial Design Search and Examination, Senior expert, April 01,2016 

14 See generally, Research Team, ICT-IPR Legal Framework Report: Incorporating Recommended IPR policies, 

Strategies, IPR laws and Regulations, Organization, Institutions and Implemetation,2015 [Here in after, ICT-IPR 

Legal Framework Report] 
1S See for example, Ethio-Ceramic P .L.C Vs. EIPO and Ashoriga Technology Limited, (Federal Supreme Court Cassation 

Division, 2011, civil cassation Case No. 57179), in ~ 6oY..lrf:r. mq'",e Ij':Cy"- n.t MC c'I<11. ~:t't°t lD.<'\L9':r· l'pl',' 12 I ~ h.6..Il.t m''''',e 
Ij':Cy"- n.tIMt'l Mfl I 2003I 7l',' 544-548 
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Authority (henceforth, the ER A) ha been taking admini trati ve and lega l mea ure on the ba i 

of such allegation and counterfeit import .16 ven more, there i a c nfu ion ari ing from the 

possibili ty of us ing the firm name a a trade name among the bu inc . c mmllniti e .17 

If traders compete on a level playing field , they will thrive, and con umer are more likely to pay 

the lowest possible prices, and get better quality and greater choice of quality and adequate 

upplies. 18 Despite that, unwary con lImer in Ethiopia have been victim of unfair competiti n, 

unethical service provision, un afe food upply, dumping of non- tandard and inferior quality; 

under or over weighing good which are hazardou to life and property of the c n umer.19 Unle 

some legal options are put in place, the registration of connicting trademark and trade name 

would end up in overlapped protection affecting fair competition. 

1.3 Research Objectives 

1.3.1 General Objective 

The main objective of the research i to examine the adequacy and compatibility of the legal and 

institutional frameworks regulating trademarks, trade names and competiti n regime in thiopia . 

J .3.2 Specific Objectives 

The study sets out the following specific objectives: 

i. To explain the legal demarcations and pos ible overlaps between trademark and trade name 

within the framework of the competition law; 

ii. To examine the Ethiopian system of registration, admini tration and enforcement of 

trademarks and trade names; 

iii. To evaluate the compatibility of the trade name, trademark and competition regime ; 

v. To examine the adequacy of the enforcement mechanisms pertaining to trademarks, trade 

names and competition laws, and 

16 Interview with (confidential), Ethiopian Intellectual property Office, Trademark and Industrial designs registration 
and protection, March 24, 2016 
17 6.j>~ ?u'l'C'tl 7/(fDM(:" : ~h. -H"*'j' ~h·(nj' V"I I 2<;' 6T9u (-ri'i7i1'l- ~</>c(] ) : 2008 'Uu, Far East Trading PLC, pp.22 

(translat ion mine) 
18 Herka Haroye, "Competition policies and laws: Major Concepts and an Overview of Ethiopian Trade Practice 

Law:" Mizan Law Review, Vol.2 No.1, (2008), p. 5. See also Research Team: Review of the Legal and Institutional 

frame work for Market Competition in Ethiopia, (2009) ,p.8 and 24, Private Sector Development Hub/Addis 

Ababa Chamber of Commerce and Sectorial Associations,[ Here in after, Team report ,Review of the legal and 

inst itutional framework for market competition in Ethiopia ]; Alemayehu Fentaw, Ethiopian Unfair Competition 
law. Working Paper CCLP III 21, the University of Oxford, Centre for Competition Law and Policy,p.2[Here in 

after, Alemayehu Fentaw, Eth iopian Unfair Competition law] 
19 Alemu Jote, Consumer protection Association and Industrial Development, work shop programs on the 

problems and prospects of consumer rights in Ethiopia, (2002) lunpublished), Addis Ababa, p.7 
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v. To sugge t the be t po ible alternative for effective admini tration and enfor ement of 

tradenames, trademarks and competition regime . 

1.4 Research Questions 

The paper seeks to addre s the following re eareh que tion 

i. What are the boundaries and interface among the trademark, trade name and competition 

regimes of Ethiopia? 

ii. What are the legal and institutional framework regulating the regi tration, admini tration and 

enforcement of trade names and trademark ? 

iii. How far are the trademark and trade name regimes of thiopia tuned to the pre cription of 

the competition regime in force? 

Iv. Are the enforcement mechanisms pertaining to trademark , trade name and competition law 

adequate? 

v. Are the competent bodies admini tering and enforcing trademark and trade name in line with 

the tenets of the competition law? Ifnot, what are the fact r behind the pitfall s? 

1.5 Significance of the Research 

Since there is a dearth of literature on the theme, this research would create adumbration toward 

the legal scholarship. It would provide with data for further empirical inquiries by putting 

alternative platforms and perspectives. It may contribute to a conceptual clarity by guiding the 

consumer's associations as well as enforcement personnel who tend to conflate trademark and 

trade names. The findings would also advise law makers and the relevant authorities to 

develop better system of administration and enforcement on the area under consideration. 

1.6. Research Methodology and Methods 

The study is essentially doctrinal wherein qualitative econdary and prImary ources of 

infonnation and data are employed to address the broad-based issues. Interviews have been 

conducted purposively with key persons in authority, private legal practitioners and senior 

experts from the ETPO, ERCA, MoT, Federal Trade Competition and Consumers' Protection 

Authority Tribunal (hence forth, FTCCPA T). The interviews are of un structured fonns so a 

to free ly elicit the relevant data therefrom. 

With a view to demonstrating the interface among trademarks, trade name and 

competition laws, available and peliinent literature, laws treatises,book , journals, excerpts, 

unpublished materials,databases, and reports of empirical data have been collected and 

reviewed. 

5 



The methods of the rudy involve tool of legal and ca e review a well a analy c . A for the 

legal analysis, the pertinent provi ion of the TPRP 0.50112006 and it Regulati n 

No.273 /2012, Trade Competition and on umer ' Protecti n Auth rity PI' clamati n (here in 

after, TCCPP), No.813/20 13, the ommercial Regi tration and Licen ing Pr clamation (her in 

after, the CRLP No.9 0/2016) and the ommercial ode along with ome national policy 

documents have been con ulted . AI 0, the provi ion of the TRIP Agreement, the 

Convention Establishing the World Intellectual Property Organization, the Trademark Law 

Treaty, the Madrid Agreement for the Repre ion of Fal e or Deceptive Indication of our eon 

Goods, Madrid Agreement Concerning the International Regi trati n of Mark and the PI' t col 

there to, the Paris Convention for the Protection of Indu trial Property, Nairobi Treaty on the 

Protection of the Olympic Symbol, Nice Agreement oncerning the Intemati nal la ' ificati n 

of Goods and Services for the Purpose of the Registration of Mark and the ingap re Treaty on 

the Law of Trademarks have been referred tO,where nece ary. 

In order to draw the interfaces of trademarks and trade name preci ely, the rc earcher 

consulted four countries' line of jurisprudence having clear and inter operable y tem of 

trademark and trade name regi tration. oncerning the ca e analy i , ca e decided by the 

EIPO and the Appellate Committee thereto, PAT, ederal Iligh ourt and Federal 

Supreme Court, Cassation Division and the pro ecution ffice have been considered. The 

cases are selected based on thcir authoritative relevance to the study. 

1. 7 Limitation of the Study 

In the course of conducting this study, some of the key persons in authority, as promi ed in the 

methodology, could not be interviewed as they were not capable of being reached for various 

reasons. The researcher interviewed the senior experts on their behalf. The research could have 

benefited much from the authorities as they are clo er to the policy directions. Despite the 

researcher's wish to consider the macroeconomic portion of tradenames and trademarks, there 

were no specific data addressing such components. 

1.8 Organization of the Paper 

The research covers a broad array of topics. The contents are organized into four chapters 

including the introductory part. The immediate chapter presents the interface among trademark, 

trade names, and competition regime along with a brief account of the international treatie 
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protecting trade name and trademark . It then et the tage [or the thi pian p licy ro m which 

hcd ' light on thc basic ' of competition, ompcllllon law, and anchor competition notion . It al 

policy. Be idcs, the correlation of competition and con umcr ' protcction regime are di 'cu 'cd 

succinctly. 

The third chapter is devoted to the under tanding o[ thc Ethiopian tradcmark and trade namc 

regimes in light of the competition regime. At this cleavage, it introduccs the mcthod o[ 

protection of trademarks and tradename and the protected right with the corre ponding 

limitations . It also overviews the admini tration, and en[orccment f trade competition, trade 

names and trademarks laws. Tl then highlights the nexus of well-known trademark; trademark, 

trade names and distributorship agreement and domain name along the line of competition law 

followed by an appraisal of the compatibility of the Ethiopian trade name and trademark law 

against the existing competition regime. 

The fourth chapter as esses thc y tcm of tradc namc and tradcmark rcgistrati nand pr tccti n in 

four elected countries followcd by ca 'c studics in Ethiopia . Thc paper draw to a clo c 

by presenting its key finding in a picccmcal [a hion. It evcntually put omc rcmark by way 

of rccommendations. 
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CHAPTER TWO: OVER VIEW OF MP TI I R 1M I TIll PI 

2.1 The Inter ection among Trademark, Trade nam and ompetition R gim 

By way of background, there wa a perceived age- ld c nnict between encouraging free 

competition and expansive protection ofm nopoli ti property right '.20 There were tempe ·tu u ' 

historical changes and development toward characterizing the e exi tence between ompetition 

law and the monopoly power created by trade mark regime . Thi in turn, created irreconcilable 

tensions playing out in various level of legal and juri prudential analy i .21 

The tensions are considerably captured by the competing the ric of legal ~ rmali sm and legal 

realism. The former views trademark protection as objectively anti-competitive. It exp nents 

argue that strong trademarks regime coupled with per ua ive brand adverti ing could lead to 

product differentiation by manipulating con umer ' demand and creating high barrier to market 

entry by competition lacking market power.22 They adv cate ~ ruing antitru ·t law to directly 

attack the use of trademarks. However, the latter theory pr pound a m re fact riented 

consideration of policy issue for analyzing the competitive effects of trade mark pr tecti n. 23 

Its supporters from Chicago chool of economi propo ed that antitru t law and policy 

should completely ignore claim of unlawful exclu ion by trademark owner. 24 

Under current thinking, especially ince the early 19 0 , the pro-competitive effect f trademark 

is being triumphant. The pendulum i swinging back in fav I' of the protection and u e of 

trademarks. 25 Trademarks safeguard the public again t mi take, confu ion, and deception by 

identifying the source or origin of particular products.26 

20 Daniel M. Mc Culure, "Trademarks and Unfair Competition: A critical History of Legal Thought," Tm REP/vol. 

69, No. 305, (1979,) p.1 [Here in after, Daniel M. Mc Culure, Trademarks and Unfair Competition: A critical 
History of Legal Thought). In US, the tension between trademark protection and competition reached a breaking 
point in the 1970s with the filing of the ReaLemon case when the FTC granted compulsory royalty free 

licensing of the trademark ReaLemon . 
21lbid. The extremities pertain to: access vs. protection; likelihood of confusion vs. 
generic/descriptive/suggestive/arbitrary trademarks; and utilitarianism vs. natural rights 

22 Ibid. 
23 Ibid. Economic approach to the analysis of anticompetitive practices is particularly important not to categorically 
prohibit alleged anticompetitive practices whose competitive advantage, upon economic analysis, would be greater 
than the disadvantages. See Hailegabriel G. Feyissa, "EUROPEAN INFLUENCE ON ETHIOPIANANTITRUST REGIME, 

cited above, note 3, at p.12 
24 William E. kovacic' (Commissioner US Federal Trade Commission) " At the intersection of antitrust and 

intellectual property law: looking botways to avoid a collusion: The importance 0 f history to the design of 

competition policy strategy: the Federal Trade Commission and Intellectual Property," Seattle University Law 
Review, v.3.0 No. 319. (2005), P.329 [Here in after, William E. Kovacic, the Intersection of antitrust and Intellectual 

property law) 

25 Daniel M. Mc Culure, Trademarks and Unfair Competition: A critical History of Legal Thought, cited above, note 

20, at p.1 
26 Abebe Getachew, Trademarks the law and practice in Ethiopia, LL. B Thesis, (1997, unpublished, Library, Faculty 

of Law, Addis Ababa University), at p.44. Trademarks are part of consumer protection laws for they reduce 



uch a paradigm hift invigorate perfect c mpatibility betwe n th g al f trademark and 

competition law. Both legal formali m and reali mare c n erging t ward a greater pr tecll n 

of trademark . 

De pite this, the growing role of competition tribunal has myriad. f effe t. on int lIectual 

property (here in after,IP) litigation . ompetition agencie may aff, rd an 0 ten ible protection 

to Ip owner . There are vital areas compri ing the en ibility of exi ting ub tantive rule 

and remedies, adju tments in the activitie of other government b die that hare authority 

with the competition agency, and development that tem fr m the exerci e f private right 

of action.27 Competition authoritie may practically devote di tant attention and re ource to 

IP-related matters. 2R 

The degree to which the competition tribunal empl y the fu ll array f their di , tinctive mix of 

policy tools and human capita l improves the quality of the litigati n in the mpetition ficld. 29 

Accordingly, a litigation limited exclusively to the pro ecution and adjudicati n ofantitru t case 

hardly touches the broader group of regulatory bodies such as the trademark office . A critical 

factor in avoiding commitment mi matche i a careful a e , ment f the agency' human 

capital. ·3o The latter's contributions are needed to en ure that the lP y tcm take pr per 

account of the value of competition a a timulu ~ r innovation.31 The competition tribunals' 

recourse to broad collection of litigation and l1on-litigati n policy in truments reflect the 

recognition to large collection of institution and adjudicators ~ r passing ound jUdgments.32 In 

particular, competition oriented trademark litigation should con ider the technicalitie f IP . If 

the competition tribunals have limited capacity in the regime of JP, they may be competition­

minded in a way that overlooks trademark protection. 

The link between trademarks and competition laws is manifested in term of the varicd principles 

underlying trademark protection. At this juncture, the tenn trademark is defined as any ign or 

any combination of signs, capable of distinguishing the goods or service of one undertaking from 

consumers' confusion and search costs by further preventing against passing off inferior quality products. Dr. Biruk 

Haile (Assistant Professor). Lecture on Advanced Issues in Intellectual Property Law, Addis Ababa University, School 

of Law, October,2015 
27 William E. kovacic"at the intersection of antitrust andintellectual property law, cited above, note 24, p. 337 

28 Id. at p.329 
29 Ibid. 

30 ld. at p. 334 

31 Id. at p. 343 
32 Ibid. 
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tho e of other undertaking .33 It i al 0 defin d a : name, ymb I, r device attached t g ds 

for sale in the market 0 a to di tingui h them fr m imilar g d ' , and to identify them \i ith 

particular trader as the owner ofa particular bu inc a ' being made w rked r imp rtcd,elected, 

certified or old by him or other .34 

The foregoing definitions recognize principle that mm r the core bJective ' of mpetlti n 

law. These may include: protecting bu inc go dwill, promoting commercial m rality, 

preventing consumer deception, and promoting free c mpetition .3S Trademark indicate that all 

goods bearing the marks are of an equal level of quality and erve a prime in 'trument ' In 

advertising and selling of the good .36 Thu , the ultimate purp e of trade mark protection i to 

foster competition by preventing mi leading u e of mark that may c nfu e con um r about the 

source, sponsorship, or affi liation of the product or ervice they buy. 37 Thi in turn, redu es 

con umers search costs, promote market pace em iency, and enab le pI' ducer to reap the 

benefits of their inve tment in product quality and bu ine goodwill, facilitating entry by new 

competitors and, hence providing an incentive to strive for quality.3M 

There are various in tance of unfair competition including trademark infringement; diluti n f 

good will and trademark; u e of imilar trade or firm name '; fal 'e adverti 'ing;pa 'ing off I d ' 

for those of another. 39 The e in tance involve a common thread i.e., utilizing 'omeone el 'e' 

good will.4o The law of unfair competition ha it r ot in the common law countrie which treat 

technical trademark infringement a cau e of action to unfair compctition.4l More importantly, 

trademark law applies the doctrine of exhaustion to en ure that marks are available for u e in ale 

and resale of second hand marked products.42 ompetition between the legitimate parallel import 

of trademarked goods and goods placed on the dome tic market by the trademark proprietor i 

33 The Agreement on Trade-Related Intellectual Property Rights,1994 Art. 15.1, (Here in after, the TRIPS 

Agreement ,1994) 
34 Pattishal, Michigan Law Review, Vo1.1l5, No.7, (2017), University of Michigan, p.335 (Available at http:// 

reposltory.law.umlch.edu!mlr!Last accessed on February 02,2017) 
35 Daniel M. McClure, Trademarks and Unfair Competition : A critical History of Legal Thought, cited above, note 

20, p.14 
36 Arthur R. Miller and R. Michael, Davis, Intellectual property Patents, Trademarks and, Copy rights, (1990), West 

blushing Company, p.237 
37 Margaret Barrett, "Finding Trademark Use: The historical foundations for limiting infringement liability to uses 

in the manner of a mark," Wake Forest Law Review, vo1.43, (2009), University of California, p.895 [Herein after, 

Margaret Barrett, Finding Trademark Use) 
38 Ibid. 
39 Alemayehu Fentaw, Ethiopian Unfair Competition law, cited above, note 18, at p.6 

40 Ibid . 
41 Margaret Barrett, Finding Trademark Use, cited above, note 37, at p. 895 

42 Ibid. 
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realized through a doctrine of internati nal trademark xhalltl n.4 Pr te 11 n f trademark 

extend only to nonfunctional mark which meet th requiremcnt of dlSt1l1ctl cnes' t en ure that 

trademark law are not u ed to m nop lize u eful product and pa kaging featllr that patent and 

copy right law relegate to the public domain .44 

Caliberating the interfaces among trade name , trademark and c mpetition law become' 

more e sential in countrie which adopt a legi lative 'y tem f regi tration f trademark and 

trade names. A conflict ari e between trade name ' and trademark partly be au 'c ne wh 

registers for a trade name to a bu ine the name of which i identi al with r c nfu ingly 

similar to the merchandize mark of another may mi lead the buyer that he i purchc ing go d 

associated with the trademark. 45 It i widely recognized that a pri r trademark i infringed if the 

use of the trade name i likely to create confu ina t the rigin fthe g d or service that the 

enterprise offer under its name.46 The u e of a trademark can in the sa me way infringe a pri r 

trade name. As long a the trade name and trademark are not linked, and the ear h data base 

are not cros checked, conflicting r gi tration, are likely to ccur in pra ti ce.47 

lfthe plaintiffs trademark i used a thc defcndant's trade name, there is a ti nable likelih d f 

confusion for trademark infringement de pite the fact that the mark may be u 'ed a a merchandize 
mark by the plaintiff and as a trade name by the defendant. 4 A a re ult, the defendant may 

encroach upon the plaintifr trademark and the later invoke a cau e of a tion in the name of 

unfair competition. As will be better explained in chapter three, the thiopian trademark 

and ttade name legislation offer no legal olution on the ubject. 

For the time being, suffice to say that both trade names and trademark regime promote 

goodwill. Goodwill may not exist as a right in gross, or a mere abstract right having n reference 

to a particular business.49 It is a property the elements of which it i made lip is di tinctly 

considered property. 50 

43 Frank Schechter, "The historical foundations of the law relating to trade-marks", Columbia Legal Studies, 
(2011), New York, p,186, (Available at https:1! www.amazon.com!Historical -Foundations-Relating-Trade-mark. 

(Last accessed September 02,2016) 
44 Margaret Barrett, Finding Trademark Use, cited above, note 37 

45 Id. p.97 

46 Ibid, 
47 Hoda Taysir, Trademark vs, Trade names: An unresolved conflict, cited above, note 10 
48 RUDOLF CALLMANN, Trademark infringement and Unfair competition, cited above, note 4, p,192 
49 Grover C. Crimsore, "The assignment of Trademarks and Trade names," Michigan Law Review, vo1.30, (1932), p, 

492 
50 F, A Wright, "Tort Responsibility for destruction of Good will", Corner Law Quarterly . Vo1.14, (1929), p.298 

(Available at: http://scholarship.law.comell.edu!clr!voI14!iss3!4. CORNELL LAW QUARTERLY) (Last accessed on 

June 20,2016) 
II 



The Ethiopian ommereial ode approa he th tenn g dwill as a re 'ult of th 

operation of a bu inc and i ' of value which may ary ac rding to th probablc r p 

relation between a trader and third partic wh may acquirc fr m hlJll g d ' or 'cr ICC. 51 

Trademarks are treated a inc rp real elcmcnt of a bu 'inc ·s. 52 Thu ', they pr tc t buslOc " 

goodwill. 53 ompetition law protect the owner f trademark and trade nam againt 

misappropriation of their goodwill. s4 Both unfair c mpetition uit and tatutory trad m rk 

infringement uits eek to protect good will. sS If the plaintifr c mpctitor in luding th c 

having similar trade name were pcrmitted to refer t a tradcmark, thc wncr will bc pc wcrlcss 

to prevent it from being generic which may cvcn inv Ivc diluli n.56 

The law of unfair competiti n effectively 'upplements tradcmark and trade namc pr prict rs 

where the later are not protected by the trademark and tr, denamc rcgime .57 hi ' can be related 

to the confusion-ba ed liability theory. Howevcr, it i only that gmcnt fthe law trademark ' 

and tradenames, which refer to the di c rd between c mpctit r in the ntext of the law f 

unfaIr competition.58 In other word, compctiti n i n t relevant in all matter ' relating t 

trademarks and trade name. It c nfinc ' it Icf t eontr lling nfu 'ing bu -inc - c - and the 

pre entation of indistingui hable rival product for consumer' in thc market. 

2.2 A Brief Account of International Treatie on Trad mark and Trade name protcction * 

Although trademarks and trade name right are regulatcd nationally, there are a number of 

international arrangements that recognize them. Am ng t them, the Paris Industrial Pr perty 

Convention concretizes trade name, trademarks and competition in a wider sense whi lst 

• It should be noted that Ethiopia is not a member to any of these international trademark and trade name treaties, 
hitherto. This being so, the discussions are meant to simply elucidate the international system of tradename and 
trademark protection . 

5! Commercia l Code of the Empire of Ethiopia, 1960, Art. 130, Proclamation No.166, Neg. Gaz year 19, no. 3. Both 
trade names and trademarks are 'elements of a business' which may be subject to franchising agreements, 
assignment, and contractual transfer. They become inextricably linked when they are jointly owned by the 
same person. See Commercial Code, Arts.127 (2), (a), (b), 139(1), 148(1),152, and 171. 
52 Id. Art. 127(2)(b) 

53 Yet, the definition of good will provided for in the Commercial Code (if it can be said to be a definition, at all), is 
flawed. It does not tell the nature or meaning of good will. 
54 See Admit Singh, Tulip Sunman and Thripura V, "Interfaces and synergies between Intellectual property rights 

and competition law in India: An Analysis," Journal of Intellectual property rights, VoI.20,(2015),1Available at 
h$tp;/Inopr.niscair.res.in!bitstream!123456789!31953!lIJIPR%2020(4)%20201-209 (Last accessed on 

December14,2016) ,[Here after, Admit Singh, Tulip Suman and Thripura V, Interfaces and synergies between 

Intellectual rights and competition law] 
55 R. Reaves Elledge Jr., "Trade name Infringement as Unfair Competition" ,California Law Review, Vol. 40, Issue 4, 

(1953), p.106 (Available at http://scholarship.law.berkelev,edu./california law review! voI40!issue4!5!Last 

accessed on September 21,2016) 
56 RUDOLF CALLMANN, Trademark infringement and Unfair competition cited above, note 4, at p.193 
57 WIPO Intellectual property handbook, cited above, note 2, at p.131 
58 See RUDOLF CALLMANN, Trademark infringement and Unfair competition cited above, note 4, at p.188 
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the rest treatie. ncern themsel\'e ~ ith trademark~, r he Pan 

trademark, trad names, appellati n of od in, and the leprc .. ion 

provide that a trade nam shall b PI' te ted in all member ollnlric 

filing or registration, whether I' nOt it forms part of a trudemark.60 It allO\ :> nH:mber to rdll e 01 

to cancel the regl. trati n, and t pr hlbit the u e, ora trademark v.hich can titule a repr dUCli n 

an imitation, or a translatl n, lIable t create confusl n, or a mark conSidered b the rnpelent 

authority as being already the mark of a person entitled to the benefits )f the 'on entlon and used 

for identical or. imilar g d .61 It prescnbes Ihal Irademarks be neither denied r ·gi. Iralion nor 

invalIdated exccpt when th yare fuch a natur as t In ringe rights acquired y third parties in 

th country where PI' tecti n i ' claimed.1I2 he n enll n also oblIges m mbe( countn s to 

assure to national' f 'uch untries effective protection a 'arnst unf~lIr competltlon./,l It pres II cs 

that all good' unlaw ully bee ring a tr demark or trade name be sel/ed on Imp rt<llion Into those 

countries of the Uni n where ' U h mark r trade name is entlth.:d to kgal protectlon./ I 

(milarly, the Madrid Agreement states that in the absence or any special san 'lions ensllling the 

repres.lOn offal. e r deceptive indicati ns of s urce, the sanctions pr vld 'd by the cOITespondrng 

proVI. Ion of the laws relating t marks or trade names shall be appllcable./,5 A 'arn , J h' 'I RIP ' 

Agreement, tate that member states may requin.:, as a condition of registration, that SI 'IlS be 

vi ually pel'ceptible66 and make registrability of tradl.!marks dl.!j)l.!lld on distinctiveness uc..qulIl.!d 

through u e and that igns be vi 'ually perceptibk.67 lIowe er, actllaluse or a trademark shall not 

be a condition for filing an application [or r gistrati n.IlK the Trademark Law Treaty 

59 Paris Convention for the Protection of Industrial Prop rty of March 20, 1883, as r vis d at Bruss Is on D c mb r 
14, 1900, at Washington on June 2, 1911, at The Hague on November 6, 1925, at London on Jun 2, 1934, at Lisbon 
on October 31, 1958, and at Stockholm on July 14, 1967, and as amended on September 28, 1979, Art 1 (2) In 
contrast, Art. 2(viii) of the Convention Estabtishlngthe Wortd tntell ctual Prop rty Organization, (1967), Stockholm, 
(Ayallable at www.wipo.lnt/treaties/en/conyentlonlYertaal deze paglna) . The Conv ntlon tre ts trade nam sand 
trademarks in terms of "intellectual property" as the latter IS Widely crafted as to Include the nghts r latlOg to 
trademarks, service marks, and commercial names and designations and protection against unfair competition, and 
all other rights resulting from intellectual activity in the industrial, scientific, literary or artistic fI Ids. 
60 Paris Convention for the Protection of Industrial Property, cited abov ,note 59, Art. 8. In a way, the Convention 
grants discretion upon member states to protect trade names and trademarks without the obligation of registration. 

61 ld. Art. 6bl1 I 

62 .. 2 B 1 
ld. Article 6QulnqUie .. 

6lId.Art.9(3) 
64 Id.Art.9(1) 
65 Madrid Agreement for the Repression of Fatse or Deceptive Indications of Source on Goods of April 14, 1891 Act 

revised at Washington on June 2, 1911), at The Hague on November 6, 1925), at London on June 2, 1934, and at 

Lisbon on October 31, 1958, Art. 1(5) 
66 TRIPS Agreement,1994, Art.16(1), cited above, note 36 

67Id.Art.16(3) 

68 td.Art.16(3) 



recognizes mark con i ting of vi ible ign .69 The Treaty hall not apply t h I gram mark and 

to marks not con i ting of vi ible ign, in particular, 'ound mark and If a tory mark .7o r 

shall it apply to co llecti ve mark, certification mark and guarantee mark .71 Furthermore, the 

Singapore Treaty on the Law of Trademark protect trademark and ervice mark upon 

registration. This Treaty doe not apply to collective mark , certification mark and guarantee 

marks.72 Again, the Madrid Agreement oneerning the International Regi trati n of Mark 73 and 

the Protocol thereto tate that trademark Protecti n i ecured through Internati nal Regi trati n. 74 

According to the Protocol, the applicant mu t indicate the g od and ervice in re pect of whieh 

protection of the mark is claimed and al 0, ifpo ible, the corre ponding cia ' or cIa e according 

to the classification established by the ice Agreement. 75 The ice Agreement requires th 

countries to which the Agreement applie adopt a comm n cIa sificati n f g d ' and 'ervices 

for the purposes of the registration of mark .76 The ela ificati n hall n t bind the c untrie ' f 

the Special Union in respect of either the evaluat ion of the extent f the pr tecti n af~ rdcd to any 

given mark or the recognition of service mark .77 The fact that a term i included in thc 

alphabetical list in no way affect any right that might 'ubsi ,t in su h a tcrm.7K 

2.3 Background of Ethiopia's Economy 

The GDP at eon stant basic price for 2007 thiopian Fi cal Year i e timated t be 10.2%.79 As 

per the estimates, alIDual growth rates of the major ectors, i.e. agriculture, indu try and ervice 

were 6.4%, 21.7% and 10.2%; respectively. The share [the major ectors, agriculture, indu try 

and services out of the total GDP were about 39%, 15% and 46 %, re pectively. The major 

69 Trademark Law Treaty of October 27,1994, Art.2(1)(a), Geneva 
7old.Art .2(1)(b} 
71Id.Art.2(2)(b} 
72 Singapore Treaty on the Law of Trademarks, Regulations under the Singapore Treaty on the Law of Trademarks 
and Resolution by the Diplomatic Conference Supplementary to the Singapore treaty on the law of Trademarks 

and the Regulations there under, Art.2(2), (b) 
73 Madrid Agreement Concerning the International Registration of Marks of April 14, 1891, as revised at Brussels 

on December 14, 1900, at Washington on June 2, 1911, at The Hague on November 6, 1925, at London on June 2, 
1934, at Nice on June 15, 1957, and at Stockholm on July 14, 1967, and as amended on September 28, 1979, Art.5 
74 Protocol Relating to the Madrid Agreement Concerning the International Registration of Marks, adopted at 

Madrid on June 27, 1989 as amended on October 3, 2006, and on November 12, 2007, Art .2 
75 Id . Art .3 (2). This provision also states that If the applicant does not give such indication, the International Bureau 

shall classify the goods and services in the appropriate classes of the said classification. 

76 Nice Agreement Concerning the International Classification of Goods and Services for the Purposes of the 

Registration of Marks of June 15, 1957, as revised at Stockholm on July 14, 1967, and at Geneva on May 13, 1977, 
and amended on September 28, 1979,Art.l ParticularIY,Art.1(2} of the Nice Agreement states that the Classification 

consists of a list of classes, together with , as the case may be, explanatory notes and an alphabetical list of goods 

and services with an indication of the class into which each of the goods or services falls . 

77 Id.Art .2(1} 
78Id .Art.2(4} 
79 The Ethiopian Fiscal Year National Accounts Statistics GDP Estimates, Brief Note, (2007) 
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indu trial cia ification how that agri ulture; indu try and er tCC tndu tnc ha e c ntributed 

2.5 %, 3.0% and 4.7%, re pectively. Ovcr the la t twel e c n ecutive year (i .e. during 19 

2007(EFY), the annual average growth rate of DP wa 10. %. In the r wth and 

Transformation Plan (GTP 1) implementation period, the DP annual averag gr wth rate wa ' 

10.1 %. Agriculture, industry and ervice ector contribute 6.6%, 20.2%, and 10. % annual 

average growth rate , respectively. 

In the face of globalized competition and Ethiopia' future penne ' the w rid trading 

arrangements, protecting the trade name and trademark f major players i a critica l intere ,t to 

Ethiopia' s investment and growth. Marketing people are generally f, nd of brand name that 

generate a positive association with the product in the mind of the con umer. HO The thi pian 

economic performance repoti do not fore hadow the percentage of trademark and trade name 

supporting trade. Nor are competition law and Policy con idered during econ mic planning. HI In 

what fo llows, some of these economic policie that connote competition wi ll be reviewed. 

2.4 Locating Competition notions in various National Policies 

To provide context for the discu ion, Ethiopia recorded me ucce ' torie 111 aiding the 

transition to a free market y tern, trade libera lization, privatization f public entcrpri e and 

streamlining the bureaucracy.82 The incumbent government ha f, rmulated an econ mic 

development policy. It aspires to attain a higher growth trajectory by envi i ning four fundamental 

goals: rapid and su tainable economic growth; equitable and broad-based mas' beneficence, 

cutting-off the country's reliance on foreign aid; and creating an effective free market y tem. H3 

The last goal is meant to enhance competition. At the heart of the economic policy of thiopia, 

agriculture is designed to be the engine of overall economic growth. Thi i envi aged in the 

Agriculture-Development-Led Industrialization (here in after, the ADLI). K4 The trategy aims at 

intensifying marketable and exportable farm products by creating adequate market 0 a to 

ensure the promotion of internationally competitive indu try in the country.8S 

80 WI PO Intellectual property handbook, cited above, note 2, at p.72 

81 Synchronizing competition law along the lines of fiscal, monetary and trade policies is important. Solomon Abay 
(Dr.), Theories and Principles of Economic Law, competition policy and law, lecture delivered at the School of Law, 

Addis Ababa University, 16 April, 2015 

82 Gebremedhin Birega, Preliminary Country Paper on Ethiopia on competition regime : Building on competition 

policy in selected countries of Eastern and Southern Africa 17 up 3 projects)' (2013), (Available at www.cuts­
international.org/7up3/Ethiopia-final.doc, university of Warwick!. (Last accessed on February 01,2017) p.2 [Here 

after, Gebremedhin Birega .. Preliminary Country Paper on Ethiopia on competit ion regime) 

83 The Council of Ministers, FORE Rural Agricultural Development Policies and Strategies, Official Amharic Text, 

2002, p.10, (translation mine) 
84l bid. 

85 Gebremedhin Birega,_Preliminary Country Paper on Eth iopia on competition regime, ci ted above, note 82, p.6 
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Currently, the EIPO i u ing colle tive trademark a mean f enhan mg pr du ti nand 

commercialization of agricu ltural product .86 

Ethiopia has no independcnt inve tment and trade p licie , far. Rather, the in e. tment law 

reflect the inbuilt policy. The law i fairly c ncemed with the pr m tion and enhancement of 

equitable distribution of inve tment am ng region. and benefit the . ciety by en uring 

competitiveness among inve tments madc by inve t r ·. K7 The lawal 'o c nsider the 

c tablishment of the Indu trial Devclopment Zonc (IDZ) a ' the latter creatc enabling and 

compctitive condition to interrelate manufa turing cctor ' ba 'cd on value cr ation and altra t and 

expand investment.s This again encourage the level of competitivcne . T day, the private 

ectorR9 in general and private inve tor in particular, are enc UI'aged to invc t in aim ·t all area. 

of the economy yo Neveliheles , the private ector claim ~ r n t being allowed t engage in the 

efficient and profitable economic inve tment ector .91 Therc i no a formal land market y tcm 

in Ethiopia since land is con titutionally de igned to be extra-c mmercium.92 

Ethiopia ha also an Industrial policy that i derivcd from thc lndu trial Devel pmcnt trategy. 

The later contains key principles.93 The Policy recognizc market competiti n a' a nuancc t ward ' 

effective resource allocation in the country and the value of competitivenes ' to thc integration f 

86 Interview with Ato Emshaw Bekele, Ethiopian Intellectual Property Office, Search and Examination, Senior expert, 
April 01, 2016, cited above, note 13 

87 Investment proclamation, 2012, Preamble Para 3 and 6, Proclamation No.769/as amended by Proclamation 
No.894/ 2014/, Federal. Neg. Gaz. year 22, No.52, 20 th February,2012, Addis Ababa 

88 Id. preamble, para.6 
89 The tem private sector is defined as : "The part of a nation's economy which is not directly controlled by the 
government and that functions through market processes; the forms in an economy owned by individuals or 
shareholders; All organizations in a jurisdiction or economy that are not controlled by the government including 
privately owned businesses and not-for-profit organizations. See Ramesh Kollis, Final report of The Study on the 
Determination of the Share of the private sector in Ethiopian GOP, www.ethiopianchamber.com/(2010). p.13 
90 Investment proclamation No.769/2012, cited above, note 89, Art.5(1) 
91 There are some market structure issues affecting the competitiveness of the private sector. Besides, the state 
monopolizes the trade and service sectors by off-limiting foreign and private sector's participation. The participation 
of the private sector in the international trade would effectuate their competitiveness in the global competition In 
the long run. 
92 Constitution of the Federal Democratic Republic of Ethiopia, 1995, Art. 40(3), proclamation No.1, Federal 

Neg.Gal. Year1 No.1 [ Here in after, the FORE constitution, Proclamation N01/1995J. The overwhelming numbers 
of Ethiopians have no better capital than land, a liberalized land market would allow competitiveness through 

judicious state interventions there to. 
93 These principles include, recognizing the role that can be played by the private sector as an engine of industrial 
development; Following the direction of ADLI; Export-Led Industrialization, additional benefits of quality 

improvement; Focusing on labor-intensive industries; Using coordinated foreign and domestic investment; and 

Coordination between government and the private sector. See Research Team, Review of the Legal and 

Institytional Frame Work for Market Competition in Ethiopia , cited above, note 18 
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the economy into the international economic order. 94 To that effect th I' . h' d , e po ICY I mge up n 

diversified, highly productive market economy dominated by manufacturing and crvi e 

beforehand. It foresees the formulation and implementation of strong sectoral policy to make the 

private sector accept and realize the principles of competition . 

The GTPs are synchronized with the overall policy objectives of maintaining the previ u gr wth 

momentum envisaged by the Sustainable Development and Poverty Reduction Program 

(PASDEP). During the GTPl period, research works have been undertaken to identify and en 'ure 

effective use of existing market opportunities.95 Ethiopia is on the verge of acceding to the W rid 

Trade Organization ( hence forth, WTO). Various activities have been undertaken to enable thc 

country join the WTO.96 The accession would create more liberal and competitive forum in the 

country. The GTP foresees trade partnerships and negotiation with selected market de tination. t 

make the country create new market opportunities and increase FDl flow .97 1t doe not pecify the 

nature and design of the particular competition and trademark regimes, though. 

2.5 Overview of Competition, Competition Law and Policy in Free Market Econom 

At the heart of economic liberalism is an exceedingly broad doctrine which roughl y refer to "thc 

view that the best economic order is a free market,,98 thereby making competiti n a matter or 

nece sity. Competition is an over-loaded concept which erves socio-econ mic and political 

goals.99 It implies equal opportunities and complete freedom to benefit from it result, provided 

that the trader accrues the benefit in lawful competitive manner.
1oo 

conomic competiti n is a 

relationship which takes place where the competitors sell similar products, in the same area, and 

94 FORE Council of Ministe rs, Industrial Development Policy Official Amharic Document, (2002), Addis Ababa, 

Ministry of Information, at pp.189-194 
95 FORE, GTP I, (2010/11-2014/15), Main text, p.1. See also generally, Ethiopia Building on Progress : A plan for 
Accelerated and Sustained Development to End poverty, (2005/06-2009/10), Vo1.1, Addis Ababa 
96 National Planning Commission, Addis Ababa,2016, FORE Growth and Transformation Ptan II (2015/16-2019/20), 

Main text, at p.32 
97 FORE, GTPII, Report, Ministry of Finance and Economic Development, Vol I, 2010, p. 32 Needless to say, a strict 
trademark regime which protects domestic brands would promote competition while a liberal trademark regime 

opens up more room for brand piracy and unfair competition . 
98 Maryanne Cline HOROW ITZ (ed.), New Dictionary of the History of Ideas, Vo1.3, (2005), p. 1267 ['As quoted by, 

Alemayehu Fentaw, Ethiopian Unfair Competition law, cited above note 18, p.1 
99 Andrew Terry," Unfair competition and the Misappropriation of the competitors' trade values ... Mod.L. Rev . vo.l, 
51, (1990), p.206 See also, Wudu Gashaw, the available legal remedies to unfair competition with special emphaSIS 
of Good witt in Ethiopia, Ll. B Thesis, (1999, unpublished, Library, Faculty of Law, Addis Ababa University), p23. For 

Wudu, a free market economy implies competition. 
100 Wex. 5 Malone "Torts in Nut shell" Journal of Tort La~ Vol. 52 No.B, U. TORONTO, (2002), pp. 349-350 
(Available at htt 5': www.law. ale .edu s stem files documents df Facult Witt Contin enc Last accessed 

on February 04,2017) 17 



at the same time.
IOI 

Competition serves allocative, productive and dynamic effi ' . 102 I len Ie .. 
onetheless, competition is not perfect owing to information a ymmetry. or are competitor 

always rational decision makers . Moreover, every country,whatever it political alignment,ha ' a 

general inclination against free play of competition. 103 

In the broadest possible cOlUlotation, competition policy refers to governmental mea 'ures that 

directly affect the behavior of enterprises and the structure of indu try and cover a who I raft of 

executive policies and even approaches. 104 In this sense, it include economic policie that enhance 

competition in local and national markets and laws designed to regulate anti-competitive bu ' ine 's 

practi ces by firms and unwarranted government intervention in the market. 105 

On a specific plane, competition law is an instrument for enforcing competiti n p licy.I06 It can 

be simply conceived as a set of rules governing the interaction of bu ine e with each ther in 

the market place. 107 It is a tool designed to contro l anticompetitive pra tice and tendencie ' 

that might affect competition. 108 Competition law maintain and enhance market 

competition by addressing "restrictive busine s practices and regu late market . tructurcs that 

significantly lessen competition."109 There is also a more specific pecics f c mp titi n law, the 

law of unfair competition. I 10 The latter places limits on uncontrolled freed m ftrade mpetiti n 

that 

101 Alemayehu Fentaw, "Ethiopia n Unfair Competition law," cited above, note 18, p.7 

102 Richard whish, Competition law, cited above, note 1, p.18. For Richard, competition enhances consumer welfare 

and assists economic development. It also decentralizes decision-making; It facilitates economic restructuring; It 
increases innovation, techn ology change and economic efficiency. 
10l Mario Rotandi, "Competition in Europe", American Journal of comparative law A quarterly, VoL7, (1958,) p.328 
(Available at 

https:!lwww.google.com.et/#g MarioRotondl%2C+Unfajr+Competltlon+ln+Europe%2C+Am erlcan+Journal+of+ 
comparatlye+law ( Last Accessed August 26.2016) 
104 Challenges In Implementing a Competition Policy and Law: An Agenda for Action. CUTS Centre for International 
Trade. Economics & Environment (Available at www.cuts-international.org/ccier publications.htmVertaal deze 
~),(2002) 
105 Competition Policy & Law Made Easy, p.28 (Available at wWW.cuts ccier.org/pdf/ 
Competition Policy and Law Made Easy.pdf (Last accessed on August 26,2016) 

106 Team report, Review of the legal and institutional framework for market competition in Ethiopia, cited above, 
note 14, p.18 

107 The world Bank and OECED, a frame work for Design and Implementation of Competition law and Policy, (1998), 

p.23 ('As quoted by', Muhammad Kebie, A critical Appraisal of the Institution Controlling Competition in Ethiopia: 
Analys is of the law and the practice, LL.M thesis, Addis Ababa University, Law facultY,2014) . [un published, available 

at Addis Ababa University library], p.25 
108 This can be achieved by shaping business culture, correcting market failure and imperfection, and controlling 

market abuses. See Team Report, Review of the legal and institutional framework for market competition in 

Ethiopia , cited above, note 18, p. 14 
109 See generally Gebremedhin Birega, Pulling Up Our Socks -A Study of competition regimes of Seven Developing 

Countries of Africa and Asia under the 7-Up Project, CUTS Centre for Competition. Investment & Economic 

Regulation and DFID, (2003) 
110 Team Report, Review of the legal and institutional framework for market competition in Ethiopia, cited above, 

note 18, p.21 



III cause an economic injury to another firm, through a deceptive or wrongful bu ine pra tl 

The term unfair competition refers only to those action that confu e con 'lllner a ' t th ouree 

of the product, while "unfair trade practices", compri es all other form of unfair eompetition.112 

Speakin? 0fl ~cope wise, c~n:petition. I ~:vs find themselves i~ all continent and in all type f 
economies. All commercial activities such a: action ,tran action agreement and 

. I' d . 114 arrangements mvo vmg goo s and servICes as well a both the public and private eCI r firm . 

fall under the ambit of Competition law.ll s Nonethele , the activitie f the tatc, I al 

governments, and institutions acting with delegated government au thority fall b y nd the purview 

of competition law. IIG The critical areas of intere t in competition law and policy across 

jurisdictions can be categorized into four: 11 7 (a) Anti-competitive agreement ' whether h riz ntal 

or, vertical; (b) Anti-competitive mergers, (e) Abu e of market dominan e nd (d) 

Anti- competitive unilateral actions. These will be highli ghted on the thi pian e ntext. 

2.6 Competition Law and Consumers' Protection 

Both market competition and consumer protection exhibit eomparable as. ciati n with the 

respective policies and laws.1I8 There is sub tantial overlap in the c ntent f c mpetiti n nd 

consumer protection regimes . I 19 The former seeks to rectify the behavi ral and 'trlletllral 

problems in order to ensure effective competition in the market. Thi in turn engender. higher 

economic efficiency, greater ilU1ovation, and consumers' welfare. 120 ompetiti n regimes regulate 

the supply side and the eonsumer protection regimes optimizc the dcmand force . By way f 

supplement, consumer protection policie such as information policie ' and prohibition of 

lllibid. 
112 Ibid. 
113 Richard Whish, Competition law, cited above, note 1, p.16 
114 Cassey Lee, Model Competition Laws: The World Bank-PECD and UNCTAD Approaches Compared, Faculty of 

Economics & Administra tion , (2004), University of Malaya, p. 5, p.17 
Il5 Ol ivia Jensen, Contours of A National Competition Policy: A Development Perspective. CUTS Centre for 
International Trade. Economics & Environment. Briefing Paper No . 2, (2001), p. 3, cited above at Team Report, 
Review of t he Lega l and Inst itutional Framework for Market Competition in Ethiopia , note 18, (2009), p.17 

116 Ibid. 
117 Solomon Abay, Theories and Principles of Economic Law, competition policy and law, lecture, cited above, note 

81. Yet, a review of existing competition laws across countries reduces the core operational concerns of 

competition law in to three namely: collusive agreements, control of monopoly power or a dominant position, and 

mergers and acquisitions. Compare with the Team Report cited above, note 83, at p.19 
118 Team Report, Review of the legal and institutiona l framework for market competition in Ethiopia, cited above, 

note 18, p.24 
119 Ibid. 
120 Jaju Kanjo, Recent Development of Consumer Laws in Korea. APEC Information Paper No.6, Korea, (2005), ('As 

quoted by', Tesema Elias, A Critical AnalysiS of the Enforcement Framework of Consumer Protection in Ethiopia: 

Challenges and Prospects, LL.M Thesis, (2011, Library, School of Law, Addis Ababa University) p.2 
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misleading or fraudulent advertising can enhance competitive pr e se 121 

law is concerned with improving market condition fi r effective exercise of consumer chOl 

during making transactions. 122 

n 

However, the effectiveness of both law highly determined by the quahty r enforcement 

frameworks. 123 The efficacy of antitru t regulation in meeting con~umes welfare depends upon 

the scope of application, the relative specificity of the rule, and the r m left t cc nomic analysIs 

of alleged violations. 124 Ethiopia had no a codified con umer pr tecti n law until the enactment 

of the Trade Practice and Consumers' Protection Proclamation o. 5/20 I 0.125 

2.7 Overview of the Ethiopian Competition Regime 

The history of Ethiopian competition law can be traced back t the 196 s when the Imperial 

government attempted to control competition, trademark ', trad names and ther lemcnts of 

business.126 A separate legal regime governing trade competiti n was n t full-b rn until the Trade 

Practice Proclamation No.329/2003 wa enacted which wa ' repealed by th Trade Practice and 

Consumers' Protection Proclamation No. 68512010 a abr gated by the e istll1g 'PP 0 

81 3/20l3.The skeletonoftheTC PPdemon trate thatthelegalframcw rkvirtuallylits int the 

widely accepted principles of competition regimc-abu e of market d minance, anti-c mpetitive 

agreements, regulation of merger and unilateral anti-competitive acti 11 .127 

121 Spencer Weber Waller, In Search of Economic Justice: "Considering Competition and Consumer Prot ction Law," 

Chicago Law Journal, Vol. 36, (2005), Loyola University p. 636. Indeed, consumer protection law helps consumers 

exercise that choice free of fraud, coercion, deception, or demonstrably false information . 

122 Id . at p5 
m Yassmine, Afifi , "Independence of the Egyptian Competition Authority : Assessment and Recommendations", 

Globa l Ant itrust Review, Vo1.6, (2008) No. 34, 339-468 
124 Hailegabriel G. Feyissa: EUROPEAN INFLUENCE ON ETHIOPIAN ANTITRUST REGIME, cited above, note 3, at p.17 
125 Till then, the country had been using the conglomerates of various legal rules and Institutions to protect 

consumers from deceptive, unfair and harmful business practices . For instance, the Commercial Code, cited above, 

note 51, deals with the Commercial registration, civil and penal sanctions for the failure to register, and the 

protection of third parties under Book I, Title-IV, and chapters two to four . There are also some protect ive schemes 

envisaged under the Civil Code like the legal requirements for the formation and Inval idation of contracts in genera l 

and the special contracts-sales warranty and dispossession, tort. 
126 The scope of the unfair competition is dealt with Articles 132-134 of the commercial Code. The Code was followed 

by the issuance ofthe Unfair Trade Practice Decree which was in turn subsequently enacted as Unfair Trade Practice 

Proclamation. Meanwhile, the existing provisions were far from being adequate nor was an institutional 

mechan ism put in place to enforce claims arising therefrom. There was no competition law and policy dUring the 

Dergue regime owing to the prevailing ideology and economic policy. Nor was an officially promulgated competition 

law in the Transitional Government than a tacit application of the Anti-unfair competit ion Provisions envisaged in 

the commercial Code. Recently, Ethiopia has taken steps toward opening several sectors of the economy to 

competition and to encourage and facilitate new entrants into those sectors. 
127 Trade Competition and consumer protection, 2013, Arts 5,7,9-13, proclamation No. 813, Federal Neg.Gal., Yea r 

21, No.28 [Herein after, TCCPP No.2013/2013) 
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To begin with, the TCCPP fo re tall abu e of market dominan e and anti.compcliti\c trade 

t 128 Th . . dd . agreemen s. e prOVISion a re Ing abu e of market domInancc stales that: n bu inc. 

person, either by himself or acting together with other may carry n ommer i I a li it b 

openly or dubiously abusing the dominant po ition in the markel. I29 The 'ame PI' Ides 

ome exemplary anti-competitive practice which may create arm f r undtll y rcstralOlO ' 

competition, having or being likely to have adver e effect n market competiti n.1 o'r he l a ~ al 0 

forbids an agreement between bu ine per on in a vertical and h ri/ontal relationship ha ing 

the effect of preventing or significantl y Ie ening c mpeti tl n un less a party to the agreement can 

prove any outweighing technological, efftciency r other pr -c mpeti tl e ga llls and f the sellin' 

of minimum resale price.131 It furth er prohibit preventing. h ardin y and di erSlon of goods (n III 

being sold in the regular channels of trade, or unauth ri zed dist ribution r ute.
1 
'2 

or the three Common institutional de ign ~ I' con, umers and competition uthllrlty. i.e., 

partially Integrated/Single Authority Model, Integrat d/hybrid Authori ty Model, and . eparatc 

Authority Model 133 , the TCCPP eems t have adopted the integrated model. ccord lllgly. the 

Trade Competition and Consumer Protection Auth rity (here in aft r, the Auth rity) is vested 

with the Implementation of consumer and trader ' ri ght . uch a ch ice saves res urces in poor 

countries such as Ethiopia.134 

The TCCPP also prescribes a vari ety of tatutory enforcement pti ns and remedies to prevent 

conducts that are harmful to competition.135 The e option uph Id thc ex-antc measure ' r li ghtin ' 

anti-competitive practices in smaller economie . 136 The law delincs unfair compcliti n in terms 

of any act that causes or, is likely to cause confu ion, or in a manner contrary to hone ,t commcreml 

practice, or misleading the business intere t of the competitor in particu lar as to the g ds and 

services offered by the counterpart business per on.137 Thi i a catch-all provi ·j n. It pr ides 

htt : www.ftc. ov . Last accessed on Se tember 162016 
134 Nevertheless it should be seen to it that since the Author ity IS '" charge of regulating two policies and laws, 

it would perpetuate the implementation gaps for the two laws. 

IlS Id.Art .30(2), (6), (10), (11), (14) Ca cs in point are education, training, persuasion, advocacy and self·regulation. 

136 See Adhikari R. & Knight John M., "What Type of Competition Policy and Law Should a Developing Country Have ? 

", South Asia Economic Journal, vol. 5, (2004), at pp. 14-15 

137 TCCPP No. 2013/2013, cited above, note 127, Art. 8 
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general tandard and remedie to owner f trademark and trade name. wh re the.: tra Ie name 

and trademark regimes are of no avail to the wner . he T PI obli 'es the uthorit to e tahl i h 

cooperation and relation hip with dome tie and foreign Institutions havin im ilar obje ti e ,I 

Tn that direction, the relevant dome tic in titution may include the r and I Ii> ddit i nail 

the law establishe and entru ts the Adjudicative Tribunal of the Auth rit \ Ith robust judicial 

powers as will be overviewed in chapter three. 

The TCCPP dedicates provi ion having the flav r of trademarks and trade names. It particularly, 

requires goods to be labeled with country of origin, mat rial c ntent, weight and other dl.!wlls 

affecting the consumers .1 39 The di clo lire of uch accurate in~ rmati n enhances c mpetltl n by 

further helping consumers shop and compare g od '.140 It generally r glllates comm'r III I 

advertisements where in quality mark, trademark and mblem ar required to b II1di at·t! 

therein 141 It also requires any bu ine per on to di play hi trade name at an vert pia 142 

The TCCPP devotes about 13 exclu ive provi, ion ~ r the protl.!ctlon of consumers coupled with 

basic frameworks encapsu lated in the general, admini 'trallve and enforcement pmts . ( nc may 

argue that the normative contents of the T PP gravitate ' to consumers' pI' tecllon . onl.!thekss. 

a closer look at the objectives, ub tantive provi 'ion ' and 'tructllral arrangl.!!ncnt I' the 

proclamation signifies the balanced treatment afforded to b th c n 'umer ' and r the businl.!ss 

communtties. 143 The TCCPP espou c many di 'parate goal ,though.
144 

138 Id. Art.30 (14) 
139 Id Art. 16 
140 Research team, Ethiopia, A commercial law & Institutional reform and trade diagnostic, (2007), USAID, p.62 

[Here in after, A commercial law & Institutional reform and trade diagnostic] 
141 TCCPP No.813/2013, cited above, note 127, Article, 18 cum.19 
142 Id. Art. 18(1) . The TCCPP applies to trade names in a broader sense owing to th absence of self-executive 

provisions in respect of trade name rights. 
143 Interview with Ato Henok Tafesse, Trade competition and Consumers Protection Authority, Adjudicative 

Tribunal, presiding Judge, July 12, 2016. Henok goes without saying that a closer look at the entirety of the 
preambular paragraphs of the TCCPP No.813/2013 and Articles 5, 7, 8 in conjunction with 13-26, 42-43 of same, 
corroborate this line of argument. In fact, it should be noted that competition law is not invariably tailored towards 
consumers' welfare for there might be situations of market ImperfectIOns and failures tripled with inconsistent 

policy considerations favoring lesser competition to protect consumers. See Research Team: Review of the Legal 

and Institutional Framework for Market Competition in Ethiopia, cited above, note 18, p.14 
144 Research team, a commercial law & Institutional reform and trade diagnostic, cited above, note 140, p. 58 In 

Ethiopia, the TCCPP seems to exclude certain firms and economic sectors from its scope of application . As a rule, 
the proclamation applies to all persons involved in any commercial activity. Exceptionally, the inapplicability of the 

law may, on a case by case basis, be considered for enterprises haVing Significant Impact on development and 

designed by the state to speed up economic development; and (3) baSIC goods and services that are susceptible 

to price regulation . It further regulates unfair and deceptive conducts between indiVidual competitors; See Arts.4(2) 

cum. 25(1) of the TCCPPP 
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It al 0 grant the tate broad power to exempt many c n 'um I 0 ds fr m c mpetiti n.1
4
5 J hi 

obviate enforcement from the overwhelming anti-c mpetitive conduct and \ ast re Olln:es. 

Recent empirical findings how that the inter ention f in th market in the fonn pi i e 

regulation of basic good and ervice lacked proper pre-interventi n study in temlS of 

prioritization, detem1ination, and application .146 A onflict of Interest \i ould cr p up where the 

MoT urge market tability whilst the Auth rityattempt t protect the 1I1di idual ri ,hI . . r he la\\ 

al 0 allows vague terminologie like efficiency, technological or pro-competitive gains for 

invokmg the exceptions pertaining to verti al and hon/ol1tal agreements which an.: 'IS good <IS 

overruling the principle. 147 If the excepti n were me, nt to guarantee low pnces fOl certain basic 

and essential consumer good, lhi c uld be achieved by fund in , <.ltrectly the consumers 01 

introducing, when nece ary, price controls. 14K c n mists argue that trade ~h lulu b' dn vl: 11 by 

the forces of market demand and upply than price control ' .14') 

Apart from this, the doctrine of unfair dealing a applied ~ r non- mpetit rs, is n t adequately 

recognized under the competition law. 150 Beside, the law d es not in OIP rate a mandatory 

provISIon allowing the private-public mix fth Auth rity. 'l'lli. may In turn pose problems In th' 

course of enforcing the proclamation and further affect the interest of the business C I11mul1itles 

and consumers. 151 Although the T PP recognizes the Regi nal Trade Bureaus t establish 

onsumer Protection Judicial organ and Appellate Tribunal ,,152 it d es n tlec nile the p wei 

to issue regulations thereof. The power r the Prime MtI1ister to apPoint a DllectOi el1eral <Ind 

Judges of the Authority would adver elyer de the Auth rity" indepelldellce.
151 

145 TCCPP No.813/2013, cited above, note 127, Article 4(2),2(8) 
146 Tessema Elias, A Critical Analysis of the Enforcement Framework of Consumer Protection in Ethiopia, abstract, 

cited above, note 120, p.63 
147 TCCPP No.813/2013, Article 7(2). cited above, note 127 
148 Gebremedhin Birega, Preliminary Country Paper on Ethiopia on competition regime, cited above, note 82, p 12 

149 See Seid Hassan, "The Futility and Damaging Effects of Ethiopian Price Caps", Economic Journal, Vol 5, (2004), 

Murray State University, at pp.14- 15, (Available at htt : www.ethlo la.or Last visited on se tember16 2016 
150 This is discernible from the scope of the provision devoted for unfair competition which opens up with: "No 

business person may in the course of trade, carry out any act which IS dishonest, misleading or deceptive, harms or 

is likely to harm the business interest of a competitor" . See TCCPP No.813/2013, Art 8. On top of that, the provision 

dealing with criminal liabilities devotes only two sub- articles to hold 'any person' responsible for the antl­

competitive act whilst the remaining sub -articles are phrased as to refer any business person which out rightly 

excludes the actual and potential liabilities of non-business persons that would jeopardize the bUSiness interest of 

a non-competi tor. See Id . Art.43 
lSI Tessema Elias, A Critical AnalysiS of the Enforcement Framework of Consumer Protection in Ethiopia, abstract, 

cited above, note 120, cited above, at p.60 
152 TCepp No.813/2013, cited above, note 127, Art. 34 

1531d Art. 35(1) 
23 



HAPTER THREE: OV RVI W li t t 'Till P ( \ 'J[ \ L \ lL 

A D TRADEMARK R 

REGIME 

1M H F '( (I E ( "lPI~'1 n ( 

3.1 Under tanding Trade name, Trademark and Bu inc. 

3.1.1 Trade name 

nam ' 

A trade name distingui hes one enterpri e fr mother, quite II1dependently of the '( ds 01 

services that the enterpri e markets or render ' . 154 It i the name a per.,on lISCS for ad cltisin' and 

ales purposes withi n a speci fi c bu inc ateg ry. ISS In · thiopta, trade 11<1I11(;S an.: Ie 'uialed by 

the RLp IS6 and the ommercial de. The latter defines 'trade nam" as a nallle lIndel which a 

person operates his bu inc sand whieh learly designates the business . I 7 il enee. tl ad ' name 

igmfies the variou activitie carri ed out by the bu iness per ' n. II the same, the ' I I P defines 

it a a name that a given bu ine person usc. ~ r his business 01 knO\ n hy Ihl.: so lety as SlI 'h,1 

hould a bu ines per on adopt a trade name that i . identical )r very SIIl1t1al to thaI of"l COI11P ,tito(', 

there may be a potentiality ~ r eonsum r ' t be c nfused . A slIntillriy named lClll1p tilor may 

confu e customers and cau e the plaintiff t 10 e c ntrol f its own reputation. In consequence, 

the CRLP require the registration of a trade name of a . Ie PI' priet I in his first nam followed 

by hi family name by further pre cribing the u ofa different identificati n in lespect f already 

regi tered trade names. 159 The trade name appears n a separate certificate of the huslness It ense 

peclfying the commercial sector of engagement. 160 It i issued aft r the commerCial registration 

and business license. 161 

A trade name can take either personal or fami ly name or a ' 'umed names . n a .. sumed name can 

take after a particular place, the name of a thing, arbitrary and fanCIful words .
llll 

n thl! other 

hand, a personal or fami ly name signifie hi personality according to hi indIVidual Ideals and 

I~' WI PO Intellectual property handbook, cited above, note 2, at p.96 
I~~ Stephen Yoon ,Understanding trademarks, key differences between legal name, trade name and trademarks 

available at www.invention-rotection.comlntellectuaul ro ert ublication docum nts Ie al name trade 

name ,trademark, 2010 (last Accessed on November 22, 2016) [ Here In after, Stephen Yoon, key differences 

between legal name, trade name and trademarksl 
1~6 Commercial Registration and Licensing Proclamation, 2016, proclamation No.980, Federal Neg. Gi!l, Year 22, 

NO.lOl [Here in after, Commercial Registration and Licensing Proclamation CRLP No.980/2016) 
157 Commercial Code, Article 135(1), cited above, note 51. See also CRLP No.980/2016, cited above, and note 156, 

Arts. 4(10),15,16 
158 CRLP No. 980/2016, cited above, note 156, Art . 2(10) 

159 1d . Art.l4(1) 

160 Id. Arts .15(5) cum 14(2) -(3) 

161 1d. Arts.15(5),18(1), (c) 
162 M il ton Handler and Charles Picket, "Trademarks and Trade names-An analYSIS and synthes 5 -, Columbia Law 

Review, Vo1.30, (1930), p.199 
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philosophy of life and the atlainm nt of materiali tic u e 

the U con titution allow the right of a man to usc hi ~ lrtunate name t 1 caplt.t1 il 1I1 n hi 0\\ n 

bu ines . It i deemed to be part of the natural and tn tnalienabl ri hts \ ithout \ hi h the II 'htto 

acquire, po se and protect property would b of !ttlle worth . / It hali been c nsideled a the 

exercise of a sacred and legal right albeit the naked fr t that an ther 'imilarly named i alread s 

engaged under hi name. ven though uch a usc would prove delrimental t a previoll I 

c tabh. hed busine , it i allowed to cater free mpetilton . I hIS IS tolcrabl S 1 far as thcr' IS no 

a palpable fraud characterizing the defendant' . u. c hIS own name tn a particular business. 

Be ides, there arc competing theorie which 'urmlse the pr()pnety ()f d 'voltng pcrs nal or family 

names for the purpo e of trade names, lh ugh .16S 

onver ely, the use of one' own name in bu ine!;s cannOI jusllfy 1< be lIsed by u corp rale )1 

partnershIp name of which an individual' namc i. a part.l !>h • uch a prohlblllOn \111 hi prc enl 

unfaIr competition as there i no commcrei, I necessity to Justtf y the ad()pllOn of the n,lIllC of an 

indiVIdual. 

In Ethiopia, the Commercial de recognize ' the u 'e f the pcr nal and assumcd \lam 's as trade 

names. 167 lt explicitly states that the trade name may be the trader' . family naml.!, with or WIthout 

his surname provided the u e of uch namc i ' hone t and fair (me.
lhK 

The last pr VIS 'h nest 

and fair one,' takes account of fair competiti n in ch 0 ing trade names. 

3.1 .2 Trademark 
In th current Ethiopian legal sy tem, trademarks are regulated y the '1 PRP o. 01 12006

1
1>9 and 

the Regulation No.273/20 12. 170 The IPQ Proelamati n define ' trademark in tenm f any 'ign 

or combination of ign capable f distingui -hing good - olervice fr m imilar go d ' or 

service .171 However, the TPRP defines it a any vi ible -ign capable of disttnguishll1g g ods or 

er ice of one per on from tho e of other per ons including \ ord . . good r theIr 

packaging, or the 
163 William Forrester, "Trade Regulation : Right to use one's own name" , Tulane law Review, Vo1.41. (1967), P.173 

164 RUDOLF CALLMANN, Trademark infringement and Unfair Competition, cited above, note 4, p. 197 
165 Tesfaye Degefa, Protection of Trade names under Ethiopian law, AddiS Ababa University, School of law, ll. B 

Thesis, (1998, unpublished, Library, Faculty of Law, Addis Ababa University) p.35 
166 RUDOLF CALL MANN,Trademark infringement and Unfair competition ,Cited above,note 4 

167 Commercial Code, cited above, note 51, Art . 136 

168 ld. Art . 137(1) 
169 Trademark Registration and Protection Proclamation, 2006, Proclamation 0.501 Fed.Neg. Gal. , 12th year, 0 

37, 7th July, 2006 [Herein after, TPRP NO.501/2006) 
170 Trademark Registration and Protection Regulation , 2012, Council of Ministers Regulation No. 273, Art . 2(6), 

Fed.Neg.Gal. 19th year, No. 10 [Here in after, the TRPR no.273/ 2012) 
171 EthiopIan Intellectual property Office Establishment Procl amation. 2003, Arti cle 2(3) Proc. 0 .320, Fed.Neg. 

Gal. , 9th year, No 40, 8th April, 2003 
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combinati ns th r f.172 Apparently, th fI rm r d fine 11,ld m rk Itb III 

signs wherea. the lauer s t , a. Id ' thel' 

doc!; n t p se 'ubtantia l pI' blems a lon' a 

uch as lund ,md 

omp,1 m 

econdly, the si 'n nced 10 be capable of be in 'I ptC enh.:d IphlC III 

1hirdly, the sIgn mu~t be able to di lin 'uish the 'ood 01 )ocr i e~ ofonc und '11.1 ill !rom tho 

of other undertakings. 11 r ,th natur of th 'oods I s rvi 'e to \ hich .1 11.ld mark .Ipplic 

shall In n ca e f, rm an bsta Ie t registnltl n of th' tlad 'mark,I7 Ilhou 'h the 0\ n'l hip f 

trademark may yield exclu. iv ri ghts, they arc va lueless and ll1eanln 'less in .1 vacuum . In th r 

word, trademark mu t p ify Ih individuality of the '0 ds In conne lion \ ilh \ hi 'h they HI 

found. 

'I here arc aLo related terms su h as s rvice marks, ol lective 1I 'Idemarks, 'eltif'lcaIHln IlHlIks <lnd 

upp llation of origin . A c lIecti ve Irade mark is any ISlble sign which ~ 'I es to dlstlllgUI~h any 

other common characteri ,ti c g ds and selVlces of dlfTel 'Ilt 'Ilt 'I PIIS 's which liS' the malk 

under the contro l f the regi ·tered wner. m I fellce, collect ive tlad 'mUlks distIll 'uish th' 0 11 ' 111 

of the comm n characteris ti cs f g )ds and servICes r di [ferenl cnlerPIi S 's .' ,,, All appellation of 

origin has been conceived as th ge graphical nam of a c utllry, 1" i 11 01 10 'alily \ IHCh SCI' es 

to designate a pI' duct or iginating therein, the quaitty 0 1 ham tellstlc 01 \ hich ale due 

exclusively or e en ti ally to the cographical envlr nl11enl, lI1c1udll1 natural and human 

fa tor .177 A certification mark guarantee a chalacteri 'ti C of the product. 

nlike trade name under which a particu lar bu iness entity perates the buslI1ess and pre .. 'nts the 

product to the con luner , trademarks are employed for pI' duct differentiation 11 

112 TPRP No.S01/2006, cited above, note 169, Art.2(12) 
17 LTC Harms, The enforcement oflntellectual property rlahts. A case book. (3'd ed. 20131. at p.62 (Available at 
www.wipo.lnt/edocs/pubdocs/enlintpropertyI7911wipopub791.pl. (Last accessed August 27.20161 
11 TRIPS Agreement, cited above, note 33, Art.1S.4 
175 WIPO, African Introductory Course on Industrial property, The protection of distinctive Signs used In trade : 
Marks and Geographical indications (1995) p.4 (Available at 

www.wlpo.lnt/meetings/en/details.lsp?meetlng Id=3183l1Last retrieved on August 17.20161 
17 Tsehay Weda, Implication of Trade marks in Transfer of Technology senior paper (un published) . Again, 
collective marks can be split into one of collectIve trade mark and collective membership marks. 

111 The Lisbon Agreement for the ProtectIon of Appellations of Origin and their In ernatlonal RegiS ration of October 

31, 1958, as revised at Stockholm on July 14, 1967, and as amended on September 28, 1979, Art 2(1) By the same 
token, Art . 22(1) of the TRIPS Agreement defines GeographIcal Indications as indICatIOns which Identify a good as 

originating in the territory of a Member, or a region or locality in that territory, where a given quality, reputation or 

other characteristic of the good is essentially attributable to Its geographical origin. 
178 In marketing, product differentiation is the process of distinguishing a product offering from others, 0 make It 

more attractive to a particular market. Product dIfferentiatIon refers to such variations WI hln a product class tha 
(some) consumers view as imperfect substitutes. Alemayehu Fentaw, Ethiopian unfair comp I Ion law, CI d above, 

2 



They reflect the ource- di tingui hing, or pr tection f the di tin tiv n f the pr du t, n t f 

a monopoly on the produ t. For the trader, differ ntiation i ' a . urc mpetitive advantage.17Q 

Trade names have in common with trademark that they e er i e a di tingui hing functl n. h y 

also share some standards during the regi tration uch a identical or confu ingly 'imilar nature 

of the trade names concerned. Enterpri e can regi ter trade name a trademark , and vice er a. 

The definition of a trademark i broader than a trade name, Ilowever at time. , th trade name may 

embrace so many trademark thereunder. lso 

3.1.3 Business Name 

The name of busines i also known a a legal name, finn name, fictitiou s or Doing U' incs A 

(DBA) . 181 It is incorporated in the commercial regi 'ter or other rgani;.:ational d cument · of the 

business person. 182 The name of bu ine i u ed in the cour e f ml11uni ating with the 

government or businesses such as filing tax return, drawing check and buying pr pcrty. IM3 In 

EthIopia, it is defined as the name u ed by a bu ines organization for c I11mercial regi trati nand 

by which such business organization is recognized a a legal per on by the rcgi tering ffi e or 

third party. 184 Name of busine is governed by the RLP and f the I11mercial de. IRS It i 

the name accorded during the acqui ition of legal per onality. It appear. on the certi ficate f 

commercial registration. 186 It determine the right and duties attributable to bu. iness pers ns. The 

character of the business must be mentioned along. For example, the thiopian ommercial de 

states that a share company's name shall be as "agreed", but shall not ffend public policy, r 

rights of third parties and shall include the words' hare ompany.' I M7 imilarly, a Private Limitcd 

Company may have a firm-name indicating the nature of its business followcd by the word 

"Private Limited Company." 188 

note 18, p.3 Product differentiation in quality, packaging, design, color, and style has an important impact on 
consumer choice. See Simon P. ANDERSON, Andre de PALMA, and Jacques-Francois THISSE, Discrete Choice Theory 
of Product Differentiation, (1992), The MIT Press, at p. 36 
791d. at p.3 

180 For example, if a given trader has secured a business license for soft drinks whose trade name is issued as Moha 

Soft Drinks Trading, the trader may make use of as many trademarks as he wishes for various soft drinks. The rules 

regu lating trademarks apply mutatis mutandis to service marks. 
lSI_Stephen Yoon, key differences between legal name, trade name and trademarks cited above, note 155 

m lbid. 
183 Ibid. 

184 CRLP No. 980/ 2016, cited above, note 156, Art. 2(11) 
18S CRLP No. 980/ 2016, cited above, note 156, Art. 15(3) and (5) . See Commercial Code, cited above, note 51, Arts. 

135 (2), 207 (3), 280 (3), 305, 514 
186 CRLP No.980/ 2016, cited above, note 156, Art.15(3) 

187 Commercial Code, cited above, note 51, Art. 305 
188 1d. Art. 514 
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The name ofbusines need not undergo the pr cedurc f opp It I n by tlllrd partie . nlikc trade 

names which are issued after the acqui ition f legal per nality, the name f bu. iness is a pre-

incorporation requirement for bu ine rganinti n .. pel's n can have nly a singl' 

commercial regi tel' and name of bu ine , but he may get regi tered ~ r multiple 

trade names 189 and trademark . 

In sum, trade name and bu ine s names can bc conceived as rclatll1g t busines ·cs 

whilst trademarks distingui h thc go d or 'crvicc ' f ompcting bU ' incs ' ntitic ' . 

Accordingly, trademarks have associative function. Whcrca the tr de name are dc 'cription of 

the business of the natural or legal per on. They are not required to be di tinctivc for 

subsequent use. 190 There are practical conflation between bu ine namc and trade namc . 191 

Third parties are being deccivcd by thc businc mcn wh tcmpt t cnt rint c ntracts by using 

their trade name instead of their busine s name .192 Thc di tincti n ' betwecn trad namc and 

busmess name has been made crystal clear in omm rcial Bonk of Ethiopia v ', Michael 

Taddesse. 193 

3.2 Methods of Protection, Protected Right and orr p nding imitation 
of Trade Names and TradeMarks 

3.2.1 Methods of Protection 
There are two contrasting theories, or principle f trade namc and trademark protecti n.194 The 'e 

are the first- to- use and the registration principle .195 ountrie employ these theories t extend 

189 CRLP No.9801 2016, cited above, note 127 Art. 5(3), 6 (1), 24 
190 WI PO, Intellectual property hand book, cited above, note 2, at p.96 But, there is still a possibility where a firm 
name and a trade name can be afforded protection as a trademark, and the vice versa long as the legal requirements 

are fu lfilled . 
191L;J>~ ~'l'C'(t: rh:'/,\"R·.\' r h·rn.\' V"1, cited above note 17, at pp.22 

192 Interview with Ato Getu 5hiferaw Mehreteab Leul and Associates law Office, Senior expert, Tax and Employment, 

July 05,2016 

193 The Commercial Bank of Ethiopia vs. Michael Tadesse (Federal High Court, 2008, Civil file No.162408) 

(unpublished) At this juncture, the plaintiff claimed the repayment of the money it paid to the defendant based on 

their indemnity agreement. The payment was made through the bank's procedure to buy outstanding letter of 
cred it in favor of the exporter. Unfortunately, the correpodent bank in Yemen could not repay the plaintiff due 
to the outbreak of a civil war out there. The plaintiff sued the defendant to collect the money. The defendant 
raised a preliminary objection alleging that the contract was made between Commercial Bank of Ethiopia and 
Mitran Exporter and importer hence, contending that the plaintiff cannot bring an action against Michael 

Taddesse. The court framed the issue whether the plaintiff had to sue in the name Mitran Exporter and importer, or 

Micale Tadesse. It overruled the preliminary objection stating that Mitran Exporter and importer is a trade 
name which has no separate legal personality from the owner per Article 212(1) in conjunction with 135(1) of 

the Commercial Code. The Court held that plaintiff has the right to bring the action against Micael Tadesse. 
The decision imparts the message that the capacity to be sued is directed against the business name, not aga inst 

the trade name of the business person. Hence, the business name accords one With the right to sue. 

194 Pattishal, Michigan Law Review, cited above note 34 
195 Ibid. 
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the exclusive owner hip right. The common law untne ad pt th firt- to-u e the ry.19b 1 bey 

grant exclusive right upon the u e and publi identification f a gl en trade name andlor 

trademark. In that way, the protection of the trade name and trademark i ' c ntingcnt up n the 

prior use. The Fir t to- use doctrine limit the cope r the protecti n to !-irSl 111 tim , hrst 111 

Right. Competition law protect prior u er a I ng a, they can pr ve pn rity u. c nghts er a 

particular trademark in a particular region. Thi., h wever, render. practically difficult t prove the 

coverage of the trade name or trademark concerncd. imilar r identical trademark and trade 

names could be used in a particular region in a way that create unfair competiti n. 

Alternatively, the civil law countrie adopt the regi tration principle a a linchpin .197 Ac rdingly, 

the first registrant gets a legal protection over a givcn trademark, or trade nam if he i ' ~ und t 

have been registered before the particular organ of registrati n bcforehand. Thu ', trademark and 

trade name infringement exi t only with re pect to regi tered trade-mark and trade namc '. 

Registration establishes a statutory protection which minimize litigati n regarding the de cptive 

use of trade names and trademark. By n, rrowly permitting strictly registered right, the plainti ff 

could make later comers to take reasonable precaution a are commer ially practicable t prevent 

the dIversion of their lawful trade name and trademark advcrti cment dcceitfully.19K 

However, the researcher argue that the cffectivcne ' f the legal rcm di . up n inn'ing ment 

depends not only on the registration, but also on the enforcement de ign and relative pecificity 

of the statutory rules. It should also be kept in mind that the owner of an unregistered mark may 

sue for passing off in British countries and for unfair competition in a number of civil law 

countries. 199 

In Ethiopia, the registration principle is provided in a mandatory fa hion 0 a to claim pr tectable 

trade name rights. 2oo The CRLP lays down some important regulatory framework for competitive 

processes by putting thrcshold requirement , registration procedure, and administrative proce e 

like alteration, substitution, and cancellation along with the effect of regi tration .201 

196 Ibid. 

197 WI PO, The role of industrial property in the protection of consumers , (1983), Geneva, p.50. See also, CRLP 

No.980/2016, Article 17(1), cited above, note 156 

198 Ibid. Registration also affords certain evidentiary presumptions of validity and title, confers constructive use of 

the mark and trade name as of the application's filing date. 
199 STEPHEN P. LADAS, "The Lanham Act an International Trade, Law and Contemporary problems", Harvard Law 

Review, vol. 14, No.2, (1939), Harvard University Press, p.269 (Available at: 
http://scholarship.law.duke.edu/lcp!voI14!iss2/7). (Last accessed on December 21,2016) [Here in after, 

STEPHENP. LADAS, The Lanham Act an International Trade, Law and Contemporary problems) 

200 See CRLP No.980/2016, cited above, note 127, Arts. 6(1), 15, 16 

201 CRLP No.980/2016, cited above, note 156, Arts.17,18,19,20 
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The law tates that any bu ine per on i bound to cau e reglstratl n f hi trade name at the 

place where hi commercial regi tration i conducted and where hi . bu 'lne 's Ii ense IS btained ,20 

Before the regi tration of a trade name in the commerci I register and In the trade name regl..,tcr, 

the registering office i required to a certain that the trade name i n t identi al r misleadingly 

similar to a previou ly registered trade name,203 In determining the identical r confusingly simtlar 

nature of the trade names, the regi tering expert a e the pre iOlls tr de name n a - asc-by­

case basis, They are bound to con ider certain factors like the re ' emblance f the trade namc ', 

pronunciation, the closeness of the meaning f the word , and c nne ti n f the kind f the 

business represented by the trade name under con ideration,204 The mer pri I' regi trati n fa 

trade name does not prevent the registration of the ame trade name G r a bu ine s with an entirely 

different nature.205 This allow the regi trati n f sub equent . imilar trade name for a diffcrent 

busmess. Such kind of legislative tipulati n pr m te free mpetiti n. 

On the other hand, the trademark law i unclear a t the requirement f registrati n. It : tates 

that ownership rights of a trademark shall be acquired and b binding on third partie ' up n the 

grant of a trademark regi tration certificate and that the wner fa regi 'tered tradem rk 'hall have 

the right to use or authorize any other per on to u e the trade mark, in rclati n t 

services for which it has been registered.20G The logical rganizati n f this pr vi i n confer 

owner hip rights upon the registrant following the acqui ition of a certificate f trademark 

registration. Nonetheless, the phraseology docs not directly put registrati n as the only validity 

reqUirement to obtain trademark ownership rights. The fact that well-known trademarks arc not 

necessarily registrable buttresses the fact that registration is not a mandatorily required . ome 

trademark practitioners had to say that prior u ers of a mark can enjoy owner hip rights without 

registration .207 For them, it does not require regi tration a a precondition to prove ownership. 

202Id.Art.15(2) 
203 Id. see generally, CRLP No.980/2016, Art.16(1),(a-f) The provision further states that the trade name may not 
be Identical or misleadingly similar to name of a business organization; name of government institution; religious 

institution, a nation, peoples, charities, name of a celebrity where a written consent of such celebrity is not 
submitted along; renowned in Ethiopia or around the world even though it is not registered in Ethiopia without 
written permiSSion to use it name of a business organization; name of government institution; religious institution, 

a nation, peoples, charities, name of a celebrity where a written consent of such celebrity is not submitted along; 
renowned in Ethiopia or around the world even though it is not registered in Ethiopia without written permission 

to use it. 
204 FDRE Ministry ofTrade, Explanatory notes on the Commercial registration and Licensing Directive ,2015, Directive 

No.003/2015, pp.10-11 (translation mine) 

20S Id . Art. 17(2) 
206 TPRP No. 501/2006, cited above, note 169, ArtsA,26(1) 
207 Interview with Benyam Tafesse, Mehreteab Leul and Associates law Office, Head of Intellectual property and 

Employment practice, July OS, 2016 and Interview with w/rt Lidet Abebe, Attorney at law and legal consultant, 

former expert of the EIPO, June 29, 2016 
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The TPRP al 0 recognize mark 'well-kn wn by u C In I: th i pia.'lO Th law ha 

gone half-way by con idering unregi tered trad markmark · ~ r the c clu Ion 01 ub equcntl 

applied trademark . However the TPRP ha\ c pr te ted pri rit . 

u e rights beyond regi tration. Therefore, rt. 4 of the TRPP 'h uld be 'een In the light 

of Part Six and even of the Proclamati which are captioned a ' ' Right cOIl/err d by 

registration and Cancellation, invalidation, renunciatioll of a right 011 a register d Trad //lark', 

respectively. Art. 26 of the TPRP reiterate same thing. Acc rdingly, the relative gr unds f 

refusal against the regi tration of trademark t pr tect third party pri rity right. presupp . e 

registered trademarks. Dr. Biruk lIaile argue that the trademark law g cs an e tra-length 

in preventing the regi tration of a ub equent trademark which i. ielcnti alt, r similal with , 

an unregsitred trademark which i widely known by u e in Ethi pia . F r him, an eadiel 

tradename registered by the MoT and that i e tabli hed by u, e in -thi pia sh L1ld be 

considered for stronger reason.This in turn prevent the ub equent reg ilrati n f 

anti-competitive trademarks 
209 Be that as it may ,the TPRP fails to define the "u e" f a trademark which b ' LIre ' the 

applicability of priority use. Tn fact, the TRPR provide a definiti n.2IO Yet, the RegLllati n 

focuses on the affixation standard without indicating a to the p r ntage of the ciety 

required for invoking prior user rights . 

Having clarified that registration i required ~ r trademark pr tecti n, n t all mark are eligibl' 

for registration either. The Ethiopian trademark regime et out relative, i.e., th meant for the 

protection of third parties, and absolute or objective gr und for refu al of regi tration 

which absolutely debar a mark from being protected abiniti . 

Regarding the relative grounds, the regi tration of a paliicular mark i inadmi ibile owing to the 

conflicting interest of third partie having valid right in a mark which are identical or confu 'ingly 

similar to the mark whose registration is oughl.211 Apart from this , a mark may not be registered 

because of third party rights in the case of well-known trademark .212 An imitation or a translation, 

likely to mislead the public, of a mark which is well- known and belong to a third party is not 

registrable. Protecting well-known marks does not require regi tration. A the protection i mainly 

targeted at saving consumers from being misled and maintaining the eli tinctive character of the 

marks, the inadmissibility test is not only confined to identical or imilar goods and ervice but 

108 TPRP, No. 501/2006, cited above, note 169, Art. 7 (2) 

409 Interview with Dr. Biruk Haile,Addis Ababa UnlversitY,School of law,lnstructor,Feb. 12,2017 

210 TRPR No.273/2012, cited above, note 170, Art. 2(6). It states that "Use of a trademark" means attaching the 

trademark to the goods or packaging or labeling of the goods, displaying the trademark closely associated with the 

goods, placing the trademark in advertising or promotional material for the goods or services, or in any other way 

establishing a relationship between the trademark and the goods or the services. 

III TPRP No.501/2006, cited above, note 169, Art 7(1), (2) 
III WIPO African Introductory Course on Industrial Property, International Treaties in the field of Industrial 

Property, cited above, note 175 
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also to the whole range of good and ervice.213 Accordingly, the wnel benefit r m ~lr nger 

protection. A eparate di cu ion on well-known trademark i in rder in thi chapter. 

The Ethiopian law does not have priority rule re.olving trade name and trademark nnicts. 

Courts may find themselve unable to cancel either f th tw registrati n. de. pite they 

undoubtedly conflict. The TPRP only protect the characteri ,tic title an ther pers n" pI' tected 
literary, artistic rights or right to a photograph or de ign .214 In fact, a broader interprctati n of the 

requirement of distinctivene s, a we will be canva ed afterwards, w uld protect registration f 

prior trade names registered in favor of other. I I wever, the test r di . tincti enes can n t 

adequately protect the prior trade name rights f third parties. N r d the ::.. I P and the M T 

have a mutually supportive databa e and I T y tem in the course f exerci 'in ' their respecti c 

statutory registration powers.215 

As for the objective grounds of refu al for trademark regi tration, the overriding litmus test fOI 

protecting trademarks is, distinctivenes in a en e that a mark wh ich ~ r any ther rca ' n like 

for example, visible signs which are incapable of di tingui hing the g d f ne enterpri e fr m 

tho e of another enterprise do not qualify for regi tration. 216 uch an examinati n i hi ghl y 

desirable both for consumer protection and competit r a, well as ~ r the tr de in general.
217 

Nobody should be able to have an exclu ive right in a descriptive r even a generic term by a 

simple administrative act. 2\8 A mark is not registrable if it c ntan ' exclu ' ively a ign which 

may serve, in the course of trade, to designate the kind, purpo 'e, r va lue, ctc. f the goods and 

services concemed. 219 In other words, a mark is not valid if it is merely de criptive f the go ds 

or services which it is supposed to distinguish. Thi is becau e there are on ly limited numbers of 

words or pictures which may be monopoli zed hence, being anticompetitive otherwise. If a ign 

is merely descriptive, it is inherently incapable of di tingui hing go d r service from one 

another. The terms descriptive, common and generic names apply with regard to the regi tration 

of trademarks, but they are irrelevant for the registration of trade name .220 

213 TPRP No.S01/2006, cited above, note 169, Art .7(3) 

214Id. See the full text of Art .7(1), (4) 
215 Interview with Ato Dereje Tsigu, Ethiopian Intellectual Property Office, Senior Legal Researcher March 24, 2016; 
Interview with Ato Chernet Mekonen, FDRE Ministry of Trade, Commercial Registration and Licensing Supervisor, 

August 12, 2016. 
U6 TPRP No.501/2006, cited above, note 169, Arts. 2(12). 5(1), 6(1)(e),27(2 

217 WIPO, Intellectual property hand book, cited above, note 2, at p.80 

218 Ibid. 
219 TPRPNo.501/ 2006, cited Arts. 6(1), (e), see also T.A Blanco white and Rabin Jacob, Kerley's law of Trademarks 

and trade names, (10th ed .1972), pp.1l1,1l3-llS . . 
220 Explanatory notes on the Commercial registration and Licensing Directive, 2015, Art.S .9, Directive No.003/201S 

(translation mine) . These terms have nothing to do with the kind of a business nor do they distinguish bUSiness 

organizations. 
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Be ide, a mark i not eligible for valid regi trati n If It has be ome in the current Ian uage or in 

bona fide and e tabli hed the practice of the trade III the country a cust mal de ignati n f the 

goods or service concerned.221 More importantly, mark whi hal' ntrary t m railty r pubil 

order or which are liable to deceive trade circle or con um r nature, . ur e, har cteri . tl s 

or suitability, for the purpo e of the good or ervice are inadmi iblc ~ r valid r gistrati n.m 

Stated otherwise, the protection of mark which mi lead trade cir Ie. w uld be anti-c mpetiti e. 

Last but not least, a mark reproducing or imitating the arm rial bearings, nags, emblems, II1It1als , 

names or abbreviations of a state or an interg vernmental rganization may not be cilglbk for 

valid registration .223 

3.2.2 Overview of the Protected Rights and orrcsponding Limitation 

a. Rights 

A a prelude, registered trademark give an exclu iv right t the wner . n mal us it might 

seem, the CRLP is devoid of the Ii t of ub tantive right obtained by trade name regitrati n. It 

simply states that the ownership of a bu ine licen e to which the trade name i attached may n t 
be transferred, sold and pledged.224 [n other juri diction, the I ga l entity h tatut ry tradename 

rights. [t may own and exploit trade name for adverli ement fits g ds in packaging, 

introduction, official documents, and exhibition. 225 

Since trademark issues arise in the cour e of commercial tran acti n involving the 'ale, 

assignment or licensing of trademark right, it bec me indispensable t make me passing 

familiarity with the notion of international tradc226which i inconccivable today with ut trade­

marks and their adequate protection.227 Merchandi e i old by brand ' in foreign markets e en 

more than in the domestic market.228 Trademark are intangible property having a commercial 

221 TPRPNo.501/2006, cited above, note 169, Arts. 6(1), (f),27(2), 

222Id.Art .6(1), (d) 
223 Id. Art . 6(1(i) See also Nairobi Treaty on the Protection of the OlympiC Symbol adopted at Na irobi on September 
26, 1981, Article 1. The Treaty obliges the state parties to refuse or to invalidate the registration as a mark and to 

prohibit by appropriate measures the use, as a mark or other sign, for commercial purposes, of any sign conSisting 

of or containing the Olympic symbol, as defined in the Charter of the International OlympIC Committee, except With 

t he authorization of the latter . The Olympic symbol consists of five interlaced rings: blue, yellow, black, green and 

red, arranged in that order from left to right. It consists of the Olympic rings alone, whether delineated in a single 

color or in different colors. 
224 CRLP No.980/2016), cited above, note 127, Art.26(5) in conjunction with Art . 49(4) 

22S See for example, Article 15 (1) of the 1997 Mongolian law of trademarks and trade names 
226 International trade can, for the purpose of this paper, be understood as an international business transaction 

which involves the export and import of goods, services, transfer of technology and production abroad. 
227 STEPHEN P. LADAS, "The Lanham Act an International Trade, Law and Contemporary problems, Cited above, note 

199, p.185 
228 Ibid 
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value. Consequently, they are the only mean of reating and maint, ining g od \ ill \ ith a foreign 

public.229 

Trademark rights extend to case of u e of the mark ut ide trade cont . t whilst trade names alc 

invariably used in relation to trade. Trademark may be u ed in the c urc of writing fIi ial 

letters, in a speech, scientific, or literary work or in any other publi ation . heyal.· crve sial 

objectives by safeguarding the public again t mi take, c nfu. i n, and d cepti n by identifyin ) the 

source or origin of particular product . 

Commerce is like a game in which competit r are expected t play by the rules fanti-unr ir 

competition.230 Tn view of the preceding di cu ion , the requ irement f c nfusi n r, likely h od 

of confusion has huge impact on competiti n. The Pari ' nv nti n pr hibits any a t of 

competition contrary to hone t practices in indu trial or c mmercial matter ' which c nstltutc ' an 

act of unfair competition. 231 In particular, it prohibit all a t f uch a nature which creat 

confusion by any means whatever with the e tabli hm nt, the g ds, r the industrial 

commercial activities, of a competitor. 232 It further pr hibits indicati ns I' al\egati ns the usc 

of which in the course of trade i liable t mi lead the public as to the nature, the manufacturing 

process, the characteristics, the suitabi I ity [or their purp e, r the quantity, f the g d .
m 

As to the essence and scope of identical or confusingly imilar trademarks, the TRIP Agrcement 

prOVIdes an absolute protection such that in a ca e of the u e f an identical ign f r identi al 

goods or services, a likelihood of confu ion i to be pre umed .234 ince confusion i ' a umed, it 

is not mentioned as a separate requirement and need not be establ i hed by mean f evidence. 

Likewise, the TPRP prohibits any use of a trademark or a sign resembling it in such a way a t 

be likely to mislead the public for goods or service in respect of whi ch the trademark i regi tered; 

or for other goods or services in cOimectioll with which the u e of the mark or sign i likely to 

mislead the public. 235 Therefore, a claim of unfair competition ba cd upon trademark 

229 Ibid. It is maintained that trademarks have had a prominent place in history, emerging with the development of 
international trade and evolving into one of the principal arms of Intellectual property. This is partly because in the 
domestic market, the purchasing public has additional ways of identifying products such as knowledge of the 

manufacturer or merchant by reputation, by advertising, etc. See WIPO, Introduction to Trademark Law and 
practice: The basic concepts, (1993). Geneva, p.5 (Available at https:/fwww.amazon.com/lntroduction­

Trademark-Law-Practice-s.A Wi po Training Manual) (last accessed on October 28,2016) 

230 Everett F. GOLDBERG, "The Protection of Trademarks in Ethiopia", J.Eth . L, Vo1.8, No. 1, (1972), at p.134 

231 The Paris Convention for the Protection of Industrial Property of 1833 Art.10
bis 

3(1). cited above, note 59 

m lbid. 

mid. Art. 10
bis 

3(3) 
234 TRIPS Agreement, 1994, cited above, note 33, Artl6(1) 
m TPRPNo.S01/2006, cited above, note 169, Article 26, (2), (a), (3) 
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infringement, doe not nece sarily require thc pr f f a tual nfu 'i n of p Ifi eu t mer , 

Proof of thc likelihood of confu ion in thc markct circum ·tances . atisfie th' reqUIrement s that 

similarity between two mark can make the ea G r un~ Ir e I11petltl n. '36 'The tenn decepl i n 

implies the creation of an incorrect bclief or mental impres ion and causing c nfu i n ma g n 

further than perplexing or mixing up the mind of the purchaslOg pub he. '7 e .. erthclcs., the 

Trademark Law Treaty tate that go d or . ervice may n t be onsldered as bem ' similar or 

dissimilar to each other on the ground that they app r in the ame and different cla:s fthe Ice 

Classification, respectively.238 

The Ethiopian law recognizes the economic function oftradcmark./\ ordingly, th wncr ofa 

trademark can forbid any use of and do confu ing act again t the pr tc tcd tradcmark, r a ign 

re embling it without just cause and in conditi n likcly t be prejudicial this interests .23'J hi ' 

protection is designed to protect the trademark ow ncr fr m unfair c mpetiti n. The c mpctiti n 

law prohibits any act which is di hone t, mi leading r deceptiv , and harm ' or is lik ly t harm 

the bu iness interest of the eompetitor.24o 

The owner of a registered trademark shall havc the right t u 'e r auth rizc any other pcr n t 

use the trademark in relation to any good r ervices ~ r which it has been rcgi ·tcred .
241 

A right 

on a registered trademark or an application for registrati n of a trademark may be a · i 'ned or 

lieen ed in whole or in part.242 Consumers are accu tomed t the pI' duct old under the trademark 

so that an assignment without transfer of the enterpri e, or part of the enterpri e U 'ing the mark 

would deceive consumers. Nevertheless, a long as the new trademark owner en ure the 

consistent quality of the products sold under the as igned trademark continues, con umer will 

then not be deceived. Failing this, partial transfer or a signment of the trademark right w uld 

considerably affect the rules of anti-unfair competition. rn the ca e where there is a tran fer of the 

business, the right to the trademark that i attached to the businc spas e over to the 

otherwise agreed.243 This prevents actual and potential confusion f the g od or ervice offered 

by another business person. 

236 Alemayehu Fenatw, Ethiopian Unfair Competition law, cited above, note 18, p.9 For Alemayehu, a likelihood of 

confusion exists when there is confusion as to the enterprise/undertaking/business, products and services, or 

commercial activities. 
237 WIPO, Intellectual property hand book, cited above, note 2, p.187 

238 Trademark Law Treaty, 1994, cited above, note 69, Art . 9(2) 

239 TPRP No.501/2006, cited above, note 169, Art.26(2), (b), (c), 

240 TCCPP No.813/2013), cited above, note 127, Art. 8(1 . . . 
241 1d . Art. 26(1) He can use, authorize, transfer and license to third parties based on certain cond it ions . 

242 TPRP No.501/2006, cited above, note 69, Art.26(2), (b), (c) Art.28(1) 

243 Id . Art. 28(4) 
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b. Limitations 

The owner ofa registered trademark may n t pre Iud third pal1i s to LI se the trademark in n:lation 

to goods lawfully old in any country under that trademark , pro ided that the se g ds have not 

undergone any change.244 Thu , the trademark pr priet r' rights are e haLl sted nce' ds and 

service bearing the trade mark are put n t the market in any country by him r \ Ilhout 1m 

consent. The TPRP therefore, e pou e an internati nal trademark exhaustl n d ctnne. I hiS 

approach allows free acces by competit r t the trademark which i. alrcady put on the market. 

On top of this, the owncr cannot preclude ther ' fr m b na Ide 1I ·c of their names, addre e '. 

p eudonyms, a geographi cal name concerning th kind, quality, quantity, detlnallon. alue, place 

origin, time of production or supply of thei r g ds r ervi e ', ino far as such usc I~ confined to 

the purposes of mere identification or information and cann t mislead the public a ' t thc source 

of the goods or services.245 Thi exception con ider the legitimate intercst ofn n-compctltor thll'd 

partIes to refer the mark regi tered by trademark wn r. 

3.3 Administration and Enforcement of Trad 

Trademark Regimes 

omp 'tition Trad nam and 

For the purpose of this paper, the term admini trati n includes the institutional practlcc ' of' 

registration, invalidation , cancellation, u 'pensi n, ruling on opp 'ition and renewal of 

tradenames and/or trademarks whilst enforcement presuppo 'cs the infringement f the Ii 'hts 

protected and the corresponding procedures right from instituting an a ti n t ward ' btaining the 

ultimate remedies. 

3.3.1 Administration and Enforcement of Trade ompetiti nand Tradenamc 

a. Administration 

The TCCPP establishes an autonomous Federal Trade ompetition ancl on umers Protection 

Authority having an Adjudicative Tribunal along with it Appellate Tribunal a well a Regional 

Consumers Protection Judicial organ and Appellate Tribunal .246 To realize it ml ion , the 

Authority is composed of a Director General Deputy Director General, judge inve tigative 

officers and the necessary stafr,247 It is given with extensive statutory power and dutie pertaining 

to the administrative, investigative, prosecutorial and judicial function .248 The Authority i 

244 Id.Art.27(1) 
245 Id .Art.27(2) 
246 TCCPP No.813/2013, cited above, note 127, Part Four, Arts . 27,34 

247 Id .Art.28 
248 Id. Arts.36-38 
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required to e tabli h cooperati nand relatl n. hlp \ ith d mestic and fc r ign in tHutinn 

having similar objective .249 Thi w uld create an instltuti n< I interface am ng the M 'r. £:IP 

and the Authority. 

Concerning the admini tration of tradenames, the RLP bilges the 01 or the regional organs 

administering commercial activities, r the , thi pian In eslment 'ommlsslon based n the 

delegation given to it by the MoT, t c nduct trade nam registra tIOn and tranfer the data the 

regi tered through delegation.25o It further imp 'ed a duty n the 01 to e-.tabllsh and adm initer 

a central commercial and trade name regi 'trati n which ha ' natl 11\ Ide appll till n and make open 
and access ible information to the public at large. 251 Thi' enables t pr vent instances r 
granting confusingly similar trade names acr 

registered trade names potentially affect 

the regi n '. he availabi lity t the public r 
mpetiti n. ompetl tors need to h' II1formed of 

already registered trade names 0 that they would be r rew med agai nst re 'Istration I thers' 

trade name. 
In Ethiopia, there is no a legal mechani m n the basi. f which an unused trade name can he 

cancelled.252 Hence, competitor have n a legal ground t nte ·t its non-usc. 1 he data base of 

the MoT shows that about 27,000 trade name' arc ccupied by former trade name registrants 

whose proper use of the tradename is not known , th ugh. The database displays no results when 

the experts search for a previou trade name which in turn cou ld give ri se to the reglstrallon of 

confusingly similar and / 01' identical ub equenttrade names thereup n.m nlike trademarks. the 

cancellation decision for trade names i exclu ivel y made on the m tion of the admini tratlve 

organ without leaving a room for intere ted partie .254 

b. Enforcement 

Under tandably, the Adjudicative Tribunal of the T PA have judicial function 0 er trade 
competition.255 They take several measures ranging from pa ing an rder regarding the payment 

of equivalent compensation to victimized business per on and con umers to 

administrative measures like causing the di continuation of the act pronounced unfair and rdering 

the offending party to take affirmative action to reinstate tbe injured party competltl e 

249 TCCPP No.813/2013, cited above, note 127. Art.30(2), (6), (10), (11), (14) 
250 CRLP No.980/2016, cited above, note 156, Art.2(44) in conjunction with 4 (1), (3), (4), (11), (12), (16) 

mid. Preamble, Para .2, Art.4(4), (2), (9) 
m But, a trade name can be cancelled following the cancellation of the commercial registration and business license 

certificates. See the CRLP No.980/2016, cited above, note 156, Arts. 22(1), 27(1),30(1)(f) 
m Interview with Ato Chernet Mekonen, FDRE MoT, Commercial RegIstration and Licensing Supervisor, August 12, 

2016. tn fact, the system of registrations is of recent history as there was no a nationat commerciat registratIon 

system before 2010. 
254 CRLP No.980/2016, cited above, note 156, Art.18 

255 TCCPP No.813/2013, cited above, note 127, Art. 37(1) 
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.. 256 Th T' b I I pO Ihon. e 1'1 una maya 0 revoke oru 'pend the offcndin part . bu inc Ii cn c and 

impo e ubstantial fine up to 10% of the value of t tal a ' ets and ng r us imp/is nmenl ran ·in • 

from 3 to 7 year .257 ln relation to juri diction , allY persoll aggnewc! hy Ihc' c/I'C/I/(JI/ oj Ihc , llIIhonl • 

to prohibit merger or to revoke 111 rger approval or to hall a cOllllllercial ac!WI'I/H 111('111 (II h 'all\ dec HUIII 

of an Adjudicative Bench of the A uthority my appeal 10 the Appellale' l,.,hllllal wII11I1I () elm \j/'IJllllhc elatc 

of the decision. m Such a deci iOIl shall be fill(i/ ; prOVIded however, thaI a parll' thaI C lal/1I1 t/It' ( rille IIC " 

of mistake on question of law may lodge Gn appeal 10 the Federal lIpI'ellle' COl/I'I 11'11/1111 30 t!(/I'.ljrOIll Ih • 

date of the decis ioll.259 A party who ha exhau ted the. e remedies and who II1vokes Ihe e istence of 

fundamental error of law may bring the ca e to the a ati n 

An owner of a trade name may get through the aforementioned r ute as I ng as he su SUlnl iates 

a risk of confusion and unduc a ociation bctwecn the trade nam's. A tradcname infnn 'cment 

may involve the use and imitation of a trade name by n th I' n the c mp tit rs' business Sli h 

that the customers of such bu ine are deceived, or likcly to be deceived, or indeed to believe.: thai 

the enterprise was mn by the owner of trade name.261 ince Ethiopia has n( a SUI- 'ene.:ns sysle.:m 

of rectifying situations of trade name infringements, the mles r unfair compctltl n can '0 e.:rn 

the VIOlation of trade name right . Accordingly, the wner of a gi en trade nam . can bnng an 

unfair competition claim before the c mpetition tribunals and seek the remedies enVisaged und 'r 

the TCCPP. However, the scope of protccti n accorded to trade name ' by th e.: c mpctlti n law is 

not ufficient. Traders, whose claim are groundcd on di fferent sector ' f commerce, cannot avail 

themselves of the unfair competition provision of the law. Be ide ', the requirement ["common 

field of activity" denies of remedies again t trade name dilution and particularly undennine ' the 

well-known trade names. Even another baffling is ue i : What is the extent of the right that a prior 

trade name registration certificate in relation to goods vis a-vi trademarks? 262 

While we are on the subject, it is important to note that the RLP deals with grievance against the 

tate decision by specifying the route of appeal to the High court. In [act, the Il1gh ourt ha ' 

been exercising an appellate power over the deci ions pas 'ed by the oT long be~ Ie the 

enactment of this law. For instance, in HabtelVold Zergaw Jethro Le((der.~hip ((lid 1((11(( lell/ellt 

Institute vs. Samuel 

2561d. Arts.32(1), (b), (c), (2), (a), (b}33(2), (a) cum. 42(1-4},43. (2), (4) 

257 Id.Art.,43(2}. (3), (4) 
m Id.Art.39(1) in conjunction with Art.33(2). (a). (b) 

259 Id. Art. 39(2} 
260 The FORE Constitution Proclamation No.1995. cited above. note 92. Art .80(3), (a) 
261 Thomson Reuters, A~erican Jurisprudence. (2 nd ed. 2017) (Availab le at Thomson Reuter legal solutions 

Thomson Reuters .com law American-Juris rudence. 1000275 Last accessed on Janua 29 2017 
262 The online advertisement of trade names regarding services would be tolerable. Because. servICes are Intangible 

assets whose presence requires official advertisement. However. advertising trade names pertaining to goods 

may displace the persuasive effects of trademarks . 
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Assefa Jethro Mallagemellt COII 'liftallcy erllice,263 th asati n i isi n held that I part 

aggrieved by the deci ions of the MoT may lodg an app al before the I cdc I al Hi 'h oun. 
Likewise, in FDRE MoT v . Tiger ogi tic and Prop rt Prot 'c lion PI. ,'1>4 the appli ant 'rantcd 

a trade name registration certificate to a third party ailed Tiger eCI/I'it.\' \Vh se trade name and 

field of activity is allegedly imilar with that of the reo pondent. he latler requesled for the 

cancellation of the subsequent trade name by alleging that it call e unfair mpelill n. 'r he M 1 

rejected the opposition stating that the trade name, arc n t . imilar. It reas ned that the resp ndent 

is owned by foreign shareholder con tituting 70% f it . h, re that cann t undertake Similar 

security activities with the later regi trant. A arc. ult, the resp ndent filed a SUit before the ·irst 

Instance Court and the Court in File No.1411 4/20 09 , decided in favor of the f rmel applicant. 

The MoT filed an appeal before the Federal II igh un. everthelc 's, the lattel reiterated 

and confirmed the decision of the lower court. The re 'p ndent petitioned t th' 'assati n 

Division. The Cassation Divi ion confirmed the de i in ' n the merit up n addll1' that th 

mere prior registration of a trade name d es n t prevent the regi 'tration of the 'ame trade name 

for a business with an entirely different nature. Accordingly, it de ided lhat thl ' is not an 

issue of unfair competition which warrant the cancellati n f the trad nal11 by th' Mol . It, 

however, criticized the First Tnstance Court in a sumingj uri dicti n. A rather lurid genre fcas 

has arisen in Bpilema , 'EnterlammenCfTLL liS. Beilema Tour al/d Tral/sport Agellt PL (lIId FDRE MoT.u,s 

3.3.2 Administration and Enforcement of Trademarks 

a. Administration 

As already noted earlier, the EIPO is entrusted with the ta k of administration and registrati n of 

trademarks . There are many benefits of federally regi tering a trademark . [t, for in lance, enables 

263 Habtewold Zergaw Jethro Leadership and Management Institute vs. Samuel Assefa Jethro Management 

Consultancy Service, (Federal Supreme Court Cassa tion Division, 2004, Civil file no. 69603,) in Vt.J.trtl m·l'l\,e G~C.l!' n,l' 
MC 1'I"'l. fflo+ cn."'~9'f I <Pi!.' 13 ; Vh.6. ,ltt m<pl\,e <j:C,e' n,;,' : M.!'l >.nrl : 1i!.· 374-377 
264 FORE MoT Vs. Tiger Logistics and Property Protection PLC, (Federal Supreme Court Cassation Division, 2003, Civil 

file Number 58931.), (unpublished) 
265 Beilema Entertainment PLC vs. Beilema Tour and Transport Agent PLC and FORE MoT, (Federal Supreme Court 
Cassation Division, 2008, Civil file No.113161), (unpublished) In this case, the applicant argued that its trade name 

and trademark is registered as Beilema Entertainment PLC. It argues that it had been engaged in tour transport 

agency and that the first respondent has been granted with confusingly similar trade name-Bielema Tour and 

Transport Agent PLe for similar commercial activities . The first respondent denied the assertions of the applicant. 

The Federal First Instance Court decided the case in favor of the applicant. The respondents appealed before the 

Federal High Court and the latter ruled that the First Instance Court had no material jurisdictIOn. Accordingly, the 

High Court declined to assume appellate jurisdiction for want of material jurisdiction. Aggrieved by such a deciSIon, 

the applicant lodged an appeal before the Federal Supreme Court and the latter confirmed the decisions of the High 

Court. The case was finally, brought to the Cassation Division and the latter upheld the decisions of the High court 

and the Supreme Court. It underscored that the applicant ought to have inttially IIlstltuted the SUIt before the oT 

so that the High Court would have assumed appellate jurisdictIon had an error of law been commItted thereupon . 
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the EIPO to control the mark by rejecting ub equent appli ati n t r gister mark, that nni t 

with the registered mark and thereby controlling anti-c mpetitive trademarks Re'lstrati n reat s 

nationwide constructive notice thereby pI'eventl'ng b .. "d' u equ nt Innocent a pl1 n r th 

registered mark. 

In the course of registration, the EIP c mplie with the ~ Ilowll1g basI pr cedures: 16(, It 

undertakes a formality and then substanti ve examination, f the apphcatl 11 10\10\ ed by a notice 

inviting thc possible opposition to the regi trati 11 of the mark by publiclZlng 111 a ga/ette ha 1l1g 

nationwide circulation, The oppo ition procedure open up a d r ~ r any interested palty 

particularly former trademark owners to attack the regi trati nrc nfusingly Sllnllar trademark , 

If the application is accepted and no opposition i ' lodged, the . \ P will reglstcr the mark and 

issue a certificate of registration in favor of the regi tra11t.267 It then di harges the tasks r pen di 

renewa1.268 In case the certificate of trademarks is invalidated , r can lI ed, the I: IP sha\1make 

neces ary amendments in the state record of trademark and hall publi h in the trademark bulletin 

having nationwide circulation,269 This en ure free competiti n by avai ling the p st registrati n 

and cancellation record in the trademark registry, 

A registered trademark is not protected perpetually ,270 The requirement or rem:wal appears to be 

a welcome opportunity for competitor. It would be both unju ·t and c untel-pr ductiv' to prolllblt 

those having similar or identical products from u ing the communicative content f thc mark 

whilst the marks are of no longer interest to the previou Iy registered owner. Renewal may not 

include any change in relation to the previou regi tration in it late t ~ nn, th ugh.
m 

The decisi n 

for the cancellation of trademarks can be made on the motion of the I PO and the intere led partie 

if the trademark has not been used for a con ecutive period of three year after its registrati n 

266 Keith A. Barritt, Prior User vs. Federal Registrant: Whose Mark Is It, Anyway? (2009), p.ll (Available at 

h t . fro om news rior-user- -f d ral-r i tr n -wh r - - -

2016) See generally, TPRP No.501/200G, cited above, note 169, Arts.ll,12,13 

267 Id. Art.15 

268 Id . Art.25 
2691d. Art .37 (1) cum. 43 in conjunction with TRPR No., 273/2012, Art.40 (3), cited above, note 170. likewise, the 

TRIPS Agreement, cited above, note 33, Art. 15.5 obliges members to publish each trademark either before It is 

registered or promptly after it is registered and to afford a reasonable opportunity for petitions to cancel the 

registration. 
no See, Art. 18 of the TRIPS Agreement, cited above, note 33. It limits the initial registration for a term of not less 

than seven years; Article 13(7) of the 1994 Trade mark Law Treaty, cited above, note 59, It fixes the duration of the 

initial registration and each renewal at 10years. On the other hand, Art. 7(2) of the MADRID AGREEMENT 
CONCERNING THE INTERNATIONAL REGISTRATION OF MARKS of April 14, 1891, cite above, note73. It states that 

any registration may be renewed for a period of twenty years from the expiration of the preceding period, by 

payment only of the basic fee and, where necessary, of the supplementary and complementary fees. 
271 MADRID AGREEMENT CONCERNING THE INTERNATIONAL REGISTRATION OF MARKS, Cited above, note 73, 

Art.7(2) 40 



unles the regi trant can prove force majeure ~ r hi n nusc .272 v hile Ir.\ Icrn il rk 'Ir e, r ted t 

go through a statutorily fixed period of renewal for th 

to be renewed. 

ow, let us turn our attention to the power f the IP ppcllate ommitte ,"1 he pp 11:lle 

Committee is interalia, empowered to revi w final decisions rendered by the rek ant r' IP 

experts in respect of petition relating to the invalidati nand canecllatl ns of trademark-. and 

indu trial designs.273 The decision of the committee i. not binding unless the I Ireet I Jeneral 
. 274 TI b d approves It. 1e powers estowe upon the Appellate ornmittee raise three br ad ql1esl1 ons: m 

Fir tly, is it assuming a judicial power which is confci red upon regulal COUlts by 11 tue of'thc 

Constltution?276 Normally, court of law are e tabli, hed by a proclamallon 77 whd'il the ppcllate 

Committee's existence and of functioning i th ut me f an intc111al adminl stratl e 

DirectIve which doe not follow legally pre cribed pI' edu1'e. his provokes nSlltutionality 

~S~8nOly, is the Appellate Committee exel'ci ing an adjudicatory power _ (H passin' an 

admmistrative decision? The Directive leave a room ~ ridging an appeal e~ l' the c ml et nt 
court against the deci ions pa ed by the Direct r encral. 27R If so, is the pp -llate 

Commlttee exercising purely an admini trative matter r a quasi-judicial jurisdicl1on? In 

fact, the Appellate Comittee's power over the the decisi n pas cd by body r 'xpcrts can be 

considered as an intrellal review y tem which is inherently exercised by ad11111istratl e 

aganecies. However,the Appellate omittee's power and compo~iti n indicate thai It is 

neither an appellate nor a judicial body as the Dircctor- encral is required to unil atclully 

approve the Appellate Committee's decisions. Thi eems t bc all awkaward ana1l 1cmcnt. 

Thirdly, how would one go about the subsequent proceedings when the decisi I1S rendered by the 

Appellate Committee are contested by the parties to the uit? I it the Appellate mmlttee or the 

Director General who is to be joined in the sub equent proceedings? In this cOllncetlOll,much 

discourse 

272 TPRP No 501/2006, Art.3s in conjunction with TRPR No. 273/2012, cited above, note 170, Art.43 (3) 
273 Ethiopian Intellectual property Office Appellate Committee Establishment Directive,2012, Art.7(1), (2) 

274 Id . Art.13cum. 17 
m Interview with Dr. Mehari Redae (Associate professor), Addis Ababa University, School of Law, instructor, Legal 

Consultant and Attorney, April 19,2016 
276 The FORE Constitution Proclamation No. 1/1995, cited above, note 92, Art. 79(1),37(1),78(4) 
277 Federal Courts Establishment proclamation, 1996, Proclamation No.2s, Federal. Neg.Gaz, Year 2, 0.13, las 

amended/ Federal Courts Proclamation Re-Amendment Proclamation No.4s4/200s,1l1 year, 0.42, Add iS 

Ababa,14th June,200s las amended/ Federal Courts Amendment Proclamation No.321/ 2003,9
1 

year 0. 41, Add iS 

Ababa,8th April,2003 
278 Appellate Committee Establishment Directive, cited above, Article 18, note 246 
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arose in Mahlet Habtewold alld WelwaloTraditiOllal Bel'era 'e 1'\. KlIII 'lIr()() Ph,, ! 2 fh 

has been pre ented as follow : 

The trademark at i ue ibex wa initially regi tered b th In w rds and in fi 'lin.: flll dl tlnglli~hin 

brewerie and general trading activitie. f the respondent. I he applicants conic led Ih.1I the 

trademark wa not in u e for the la t three con, ecutlve year" fo\lowlllg its regl'>ll ~Ilillll ill 1:lhiophl. 

The applicants petitioned to the IP to cancel the re p ndent's trademark bas~d n rt . J 

(I), (2) of the TPRP. The respondent ontended that it faced ~ ree maj 'un! resulting from il fin: 

accident which turned its foam factory into a he '. 

The Appellate Committee framed the i ' ue whether r n t the respondent faded t lise the 

trademark for reason of force majeure. It di 'covered that it WilS the respondent 's am factory 

which risked fire accident, not the brewery fact ry and that the latter fact ry has II separate Ie ·al 

personality, rights, propelty and duties. It cance\l d it · trademark stating that thc tr ~l demark was 

disused for a consecutive period of three years n r did th r spond nt pro c for 'e maJcur ' ther ,to. 

Aggneved by such a ruling, the re pondent appealed the Federal III h 'ourt makin' 

the applicants parties to the appeal and omitting the EIP fr m the iii . 'I he ment r the case 

was suddenly drifted to issue of joinder of paltie .. The alt rney r I' the Iirst respondent, I r 

Mehari Redae, argued that it is the IP which h L1ld be made a pmty t the 

litigation, and not the former applicant . li e al 0 arglled that the first applicant IS not 

using the trademark in question whose joinder i therefore; wron ' b th procedurally and e en 

unhelpful during enforcement of the right of the judgment credit r. ll e furthl!r argued 

that the decisions of the ElPO admini trative as the IP is even all wt:d to cancel 

unu ed trademarks on its motion per Article 43(3) of the TRPR. lIe further argued that the 

parties did not litigate on the merit of the matter nor was the right being exercised by 

the aoolicant that.hence makes the litia:ation.coIl10licated and undG irab\c. IJesplte me preTimll1ary objections, the Feoeral Hlgl1 Court proceeoeo t nl!ar and decldl! the 

matter by joining the parties. It reversed the deci ion of the ppellate ommittee holding that the 

foam factory was proven to be an input for the brewery factory in which ca e the burning of the 

factory eould constitute force majeure to the re pondent. The fir t applicant filed an appeal be~ re 

the Federal Supreme Court. The Supreme Court held that the partie and the IP may be be 

joined in the appellate proceeding as the former are in some way or another beneficiary 

from the cancellation decision of the Office. It further held that if the cancellatIOn i made n 

the EIPO's 

279 Mahlet Habtewold and Welwalo Traditional Beverage vs. Kangaroo Plast, (Federal Supreme Court, 2008, CIVil file 

No.1l8946) (unpublished) 
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motion pur uant to the power given t it by the rRPR. It is a matter 0 ad 111 In I 1t,IlIVe d I IOn 

for which only the ElPO hould be the party in the subsequent litigations. It lcmanded the ell e to 

the FederallTigh Court. The High OUlt re-entertained the case in I·ile . I 11 647/_0 9. 

The researcher concur with the po ition f the upreme ourt which rder 1"01 the in lusi( II 

of the ElPO in the appellate proceeding by virtu f Article 40(2) of the r~ th iop l<ln 1\ II pr cdun: 

Code.28o The Supreme Court' contemplation that the partie arc also practica ll y tIltere ted in thc 

merits of the litigation upon justifying their j ind r 'eem ' t be acceptable. ndentably, the pal ties 

are practically and more likely to apply for the usc and regi 'trati n fthe trademarks in the e ellt 

of cancellation by the EIPO. From the vantage pint f mpetition law, unused tt ademarks al ' 

artificial barriers to the registration of new mark by c mpetit r '. 1'h Appell ate . mmlttec's 

deCIsion ensures the competitive outcome of trademark . The an ellati n f the trademark 

encourages interested palties to make u e of it. It make' no c n mi c sense to I loteet trademarks 

without imposing the obligation to u e them. But, the Iligh . urt cITed In Interpl ettn ' the l11eanin I 

of force majeure liberally which in effect maintain the m n poly f unused trademarks In the 

name of force majeure. 281 This ultimately affects free mpetiti n. 

b. Enforcement 

Trade mark enforcement arises during the validity of the trademark. Alth u lh a pendin I trade 

mark application is an expectant right, the applicant cann tin titLlte an infringement c1attn thereo f. 

Under the TPRP, there is no a definition adopted for trademark infringement. This w 1Iid affect 

effective enforcement. As Rudolf beautifully articulates, precedent in the law can be ·tlllti fyl\1 • if 

applied blindly, and thus, the viltLle tLlrn to vice.282 Ba ically, the defendant infringe lip n the 

plaintiffs trademark when he attaches to his trademarks the same or a c nfll in gly imilar mark , 

or sells without authorization, the plainti Frs product with its trademark after rebouling. repack mg, 

or refilling.283 

The question that forces itself in to the forefront i : a to how and before what organ can a trade 

mark be enforced against an infringer? The TPRP state that any palty aggne ed by the 

decisions of the EIPO with regard to the registration of trademark ha the ri ght t appeal t the 

court having 
~6Q The Civil Procedure Code of the Empire of Ethiopia, 1965. Articles 40(2 Decree No.165, Nl!g. Gat. ,year, No.3, 

Addis Ababa 
281 The TRIPS Agreement, cited above, note 33, Art . 19(1), recognizes valid reasons for non-use In terms of 

circumstances arising independently of the will of the owner of the trademark which constitu te an obstacle to he 
use of t he trademark, such as import restrictions on or other government reqUirements for goods or services 

protected by the trademark. 

282 RUDOLF CALMANN, Trademark infringement and Unfair competit ion, Cited above, note 4, at p.199 

283 Id. at p.194 
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jurisdiction within 60 days from the date f n tific t1 n fthe de lin t the I er on n crn d. 4 

The law genera lly provide that the Federal ourt · shall hav jundl tlon \ cr di~putcs (lnd rclah:d 

matter that are governed by the TPRP and TRPR.8s Thu ', an infrtn 'cment la\ suit in an ordinar 

trade mark infringement ca e may be filed b fore fed ral urts2 
II 110\ evel the I vel of the 

federal court having jurisdiction over the final deci ion of the [:.IP IS n t specified. hankfull. 

the Cassation Bench has elucidated the juri diction in the II wing cases. 

In Tibebe Ayele vs. EIPO ,287 the app licant applied ~ r the registration of a trademark called 

PANARlSING for electronic good and the re. p ndent rejectec.l Its claim sWim' Ihat Ih' 

trademark is similar to the previously regi tered trac.lemark kn )wn as RI. I G ~ <t n:sull. the 

applicant filed a suit before the First In tance urt. The resp ndent objected the Jurisdiction of' 

the Court, however; the latter established a juri di cti n and pr ceeded to decide on the merit of' 

the ease in favor of the applicant. The urt framed the i ' ue whether or not It has the 

jurisdiction to hear the case and a to whether the IP i ju ·tifiec.l in declining Ihe rcgistratlon OJ 

not. The court ruled that the EIPO ha regi tered imilar trademarks be~ re like, 

and SHISANYO as a result of which the registrati n f PA ARI:IS I has n sim tl allty 

with RISISNG. The Court further held that the trademark , Rl ; has lapsed ~ r reasons or 

non-renewal which calmot prevent the ub equent regi trati n. It rdered the r' 'Istratl n or 

PA ~JUSISNG.. . ... The IItlgatlOn contll1ued up to the Cas atlon Divi Ion . The latter held that the cumulative readll1 ' 

of Arts. 6,17,36,49 of the TPRP in tandem with Proclamation 0.25/1996; and I ktn at the 

meaning of appeal, the purpose of the EIPO proclamati on as well as the system of filing appeal 

under the Ethiopian Civil procedure code; do not imply the po sibi I i ty of fi IlIlg a dllt!ct SUit bt:fore 

the Federal First Instance Court. It ruled that it i ' the Federal Hi gh ourt which 'h uld as lime 

appellate jurisdiction in respect of final decision containing an error of law pa 'ed by the IP 

Such a line of interpretation was also adopted in DAT International Trading P IP 

iam Santi Animale SA288 and in EIPO and Abdul hamid bamecha v , and 

company.289 

284 TPRP No.501/2006, cited above, note 169, Art.17 (1), (2) 

285 td. Art.17 (2), 49 . . 
286 But, the state courts can entertain trademark maters by virtue of delegation. See FORE Constitution, 

Proclamation No.1/1995, cited above, note 92, Arts.78 (2),80 (5), (6) . . . . . . 
287 Tibebe Ayele vs. the Ethiopian tntellectual property Office, (Federal Supreme ~ourt Cassation DIVISion, 2003, CIVlt 
file No.5905), in ~6.S.1r(;.. m1>l\,e ~Cs.· 0.1' MC I'l"'L :fflo:j· (!l.l\tS'q: : 1>)1.' 12 : Vh.t..Itt mif'l\.e ~:C.e- (\..'}-: ".Il.~ Mf): '1)1.' 549,552 
288 OAT tntern ational Trading PLC.Vs Ethiopian Intellectual Property Office and Sava Santi Animate SA (Federat 

Supreme Court Cassation Division, 2004, Civil file No. 63454) (Unpublished) 
289 EIPO and Abdul Hamid Abamecha vs. K.C.G and company (Federal Supreme Court Cassation DIVISion, 2007E C, 

Civil file no.99090, (un published) . The Cassation Division held that the Federal Supreme Court shall assume 
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With respect to which level of federal court h uld a, ume lirst in. tun e juri di tlon in 

involving trade mark infringement, there are two line' f argull1l:nts, n the one hand it c.ln b 

said that the Federal High OUlt mu t a ume exclu ive f~ll"t l'nsta l1 e" ," d' t' ' b I " I d ' JUI I ICI nll1 t1 IVI ,In 

criminal ca es involving trademark infringement . Thl ' is COIl'CSp ndin Iy pr 'Ide I und I the 

Copy Right and Neighboring Ri ght a well a the Pro Itll11 t1t1on 'oncernlll' Imcntl Ib 1111 I . 
I t · dId' I D ' 290 ' nven Ions an n ustna e Ign , Further, II1ce trademark is defincd as Ile clemcnt f II' 

rights under the EIPO Establi hment Pro lamation 0,32012003,2'11 thl: I cdcwl Il i.h COUll 

may be analogically competent to entertain trade mark inft'i ng ll1ent cascs in ils fir t inswncc 

Wrisdiction. 
Un the contrary, though EIPO Establi hment Pr lamati n defines If> to In lude tntdell1arks, it 

does not necessarily allude to the exclu ive juri diction fthe Fed rallli h url. s sa l I carlicr, 

the TPRP No.50 112006 has not clearly determined the level f th court wh l h hns fIrst II1swn e 

jurisdiction in the event of trade mark infringement. 292 Acc rdingly, it bec Il1CS f nl:ccss ll t 

look at proclamation No,25/ 1996 which generally, tates th t federal c urts shall l1a CJlI IISdl 'l l n 

over civil cases relating to patent, literary and arti. ti - wnership rt 'hls,mArl.11 (I) of same 

also states that without prejudice to the p wer ve ted n the Federal UpI' 'me court , the I'cdelal 

High Court shall have first in tance juri di cti n over civil caSl:S submltll:d to II lI1Volvlng an 

amount in excess of Birr five hundred th u and (500,000) and other civil caSl:S uriSII1' 111 ddis 

Ababa and Dire Dawa, Again, Art. II (2) of the Proclamation ha ' listed the e, cluslve Clvtl first 

instance jurisdiction of the Federal high c urt without Ii ·ting IP nghts. AIt.J4 of sa me [urther 

provldes that the Federal First Instance ourt ha juri diction over civi l case ' involvl11g an amounl 

not in excess of Birr five hundred thousand (500,000) or, over civi l ca 'e' the value fwhich cannot 

be expressed in money so long as the jurisdiction ve ted n the Federal upreme urt and 

the Federal High Court provided for in the proclamation arc not affected. lI ad the legIslature 

intended 
appellate jurisd iction over final decisions of the Federal High court wh ich are given In confirmation of the DeCISions 

of the EIPO, 
290 The Copyright and Neighboring Rights Proclamation clearly authorizes the Federal High Court to entertain cases 
involving Copyright and Neighboring rights, See, Copyright and Neighboring Rights Protection Proclamation, 2004, 
Article 2(9), 34, Proc. No .410, Federal Neg. Gaz., lOIn year, no 55, as amended, Copyright and Neighboring Rights 
Protection (Amendment) Proclamation, 2014, Proc. No, 872, Id ., 21" year, No,20. The then Central High Court (the 

present Federa l High Court) is empowered under the Proclamation Concerning Inventions, minor Inventions and 

Industrial Designs, to entertain the infringement of the exclusive rights protected under the Proclamation, too . See 

Proclamation Concerning Inventions, Minor Inventions and Industrial Designs Proclamatlon,1995, Article 2(1) cum, 

54(1), Proclamation NO.123, Neg.Gaz, No,123/1995, No,25, Year 10 
291 EIPO Establishment Proclamation No, 320/2003, cited above, note 171, Art. 2(1) defines the term 'Intellec ual 

property' as a legal right over a creative work of the human intellect and Includes patent, trademark, registration 

certificate and copyright 
292 It simply provides that the Federal Courts shall have jurisdiction over disputes and related matters that are 

governed by this Proclamation and the Regulations. see TPRP No,501/2006, Cited above, note 169, Art .2(2) cum. 

Art 49 
293 Federal Courts Establishment proclamation ,1996/Amended/, Art.5(8), cited above, note 277 
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to be towexclu ive fir tin tancej uri diction upon the l-edcrailli Ih Ult in 

mark infringement, it would have cl arl y provided Itk' Il did in th op RI hi .lnd 1'.11 nl 

proclamations. It follows that a trademark ci il 'uit \ hoc pecuniar 

Birr falls under the juri diction of thc Federal I figh c urI and th se bello\ o,or 0 Birr a 

well as tho e trademarks claim who e va lue cann I bc assessed In lerms of Jllon y a \\ ell those 

matters which are not expre sly given t the ederal lI igh urt an; to be entertained by thc 

Federal First instance Court. 

Regarding criminal matters, the Federal High Ult ha. a jurisd icLi n to ent nain criminal "'cs 

specified under sub-Alis .( I) , (2), (3), ( ) of Art. 4 0 the pr lamall n. et a 'ain, tt.ldemark 

matters do not fa ll in this list. So, by virtue f exclu i nary prin ip lc, the I'cdcral \-irst InslUnc . 

Court shall entertain criminal ca es relating to trademc rk in ringemen t per rt.1 of thc 

Proclamation. 

The defendant to a claim of trademark infringement may arguc va l iolts l1ot)-inf, il1gemel1t 

defenses. 294 There are widc varieti es of remcdi c ' avai lab le fo r tradem{l lk Inflln 'e111C11I. 

successful infringement action lead to pr hi biti n of the usc of the cOnfltS lIl dy Sll11il<ll 111<11 k.2·' 

To that extent, it protects competitive processes. The PRP c ntai n ' pr viS Iona l, admllllstrallvc, 

criminal and civil measures which have preventive and remedial purpo 'e .2% rbe pI' vlsi nu l 

measures prevent the ently into the channels of commerce of imp rt and e p rt go ds.2'17 They 

envisage a mechanism for seizing or preventing the importation of infrin' in' 1 ds r el vIces 

The court may order an expalie-preliminary injunction to halt infringement be~ I'e the ,'u ll IS 

disposed of on the merit. 298 It also grant the temporary injunction up n mve tl atms the 

imminence of the threat, primafacie strength of the action, and the gravity f the prejudice r the 

deCIsion for or against to either of the parties.299 Final injuncti ns may be granted when the ourt 

confirms the decision on the merits. 30o 

There are also customs port and stati ons mea ure . The ~R A may, on the bais f written 

application accompani ed by a certi fica te of trademark regi tration and other relevant evidence 

294 These may incl ude that the sign does not meet the trade mark function; there are pre -existing Similar or ,dentlcal 

marks being used in the same market segment; the mark lacks intrinsic distinctiveness and therefore should tolerate 

coexistence; continued use or prior use of the mark in good faith and without opposition from the tItle holder; etc. 

The defendant may also raise other grounds of defense in addition to non-infringement arguments such as 

procedural f laws as well as the arguable nullity of the mark. 

295 WIPO Intellectual property hand book, cited above, note 2, at p.89 

296 TPRP No.S01/2006, cited above, note 169, Art.39-42 

297 Id.Art.39(1), (a) 

298Id.Art.39(3) 

299 Id.Art.39(4), (a) 

300 Id. Art.39(6) 
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made by the right holder, and upon ufficient guarante pr vlded b th appli ,nt. ize It)d d t.lln 

goods which are the alleged infringement f the app li ant' right 01' , hercfoll':. ounterfcite I 

products or infringing services may be halted ex ffi i by the I·R It IS, he we cr, required t 

release the seized and detained good after cr diling the guarante unless the applicant brtn • 

court injunction within ten working day .302 

In the civil sphere, the most common remedie ar material r c er of damages and injuncti\c 

orders.303 As infringement is a volatile concept, damage is pra ti ally difficult t pro\" in 

trademark infringement cases. !fit i provcd uccc ' ' fully, the c rrespondlll' compcn-;ation wO\lld 

return the victim to the status quo ante. The crimma\ 'ancli n · IInposc In 'usurcs such as sclZlIll.!. 

forfeiture and destruction of the infringing g ds and f any matella\s and 11l11lemcnts lISC ill Ih ' 

commission of the criminal offen e. 304 They effectuate the ivil remedies by dctenin ' inlrusi c 

actions of brand pirates. 

Be that as it may, the TPRP has no a mechani m ~ r the en rc ment of um 'Slstered mat ks In 

Also, a problem arises during the border en forcement f the trademark and tradl! name IIghls as 

the owners have no access to infonnation a t the day-t -day import and export <Icti Itles and 

products.306 The trademark law prcsupposc pr active and in~ rmed wnl!rs ()\l the port \; hile 

there is no an up-to-date database y tem that lets intere ted partie ' alelt th ' relevant <Il1thOll ti's 

ofthelr trade mark rights and provide information regarding the identi Ii ation fknock- rT . an 

counterfeited products may be circulated in the channel of commerce .Be ·ides, the ten \i rklt) 

days ' time limit envisaged for relea ing detained and eizecl go d at the ClI t m ' port. apl ear. t 

be too hort disallowing flexibility nor can all counterfeit be atisfactorily bl cked.,o1 

301 Id. Art 42(1) 
302 Id .ArtA2 (3) It should be born in mind that the ERCA is not empowered to render final decisions on the merit of 

the case It automatically releases the goods upon the lapse of the ten working days. 

303 Id.ArtAO(1), (b) 

304 Id.Art .41(3) 
305 Since, trade mark rights are fully enforceable only upon registration; an infringement law SUit can hardly be 
brought by the unregistered user. The Adjudicative Benches of the Trade CompetitIon and Con~umers Pro~ectlon 
Authority may entertain trademark infringements if a pa rty alleged to have been the VICtim of unfair 
competition. By doing so, it may fill the gap that is left uncovered by the trademark I~W. Thus, whenever apphca.ble, 

the plaintiff must substantiate that there is a risk of confusion and undue associatIOn between the marks. Falhng 
this, the victim may seek damages due to bad faith behavior and/or fault of the pirate under extra -contractual 

provisions of the Civil Code of the Empire of Ethiopia, 1960, Arts. 2035,2057 Proclamation No.165, Neg. Gal year 

19, No.2 d ff D P bl 
306 Interview with Ato Belete Ahmed, Ethiopian Revenues and Customs Aut~ority, Hea 0 ICe, eputy u IC 

Prosecutor of the Prosecution General, Legal Advice and Opinion Directorate, Director, August 19,2016 
307 Ibid. A delayed letter of EIPO's verification as to the applicant'S trademark ownership would exacerba e the 

infringement of the owner's rights. 
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3.4 The Protection of Well-known Trad mark < nd mp tit ion 1<1\ 

The TRRP protects the owner of the well -kn wn trademark agam I an acti it \.\ hich would 

affect or interfere with his trademark in a manner pr jud icial t his inter st. lO 1 he <.il:tenninati II 

of well-known status ass ists the owner in preventing identi al and c nfu'iin 'Iy similar tladem.llk 

from being registered for any good or service by other . Tn prin Iplc, the detel mination is m.lde 

on a case-by-case analysi .309 Accord ingly, va ri us jurisdi tlons ha clarified theil intcnll< n 

under a choice of their trademark legi lation.310 Th thl plan law provides n -ithel a standard III I 

the illustrative factors of determination . It tate i' that 'regard hall b glv n t() th kno\! led'e 

of the trademark in the relevant sector or the publ ic. ,311 Thi . rule docs not, howe el, detcl mlnc 

whether the reference is to be made to the quantitati ve ge graph ica l reach l r thIS I' kVllnt sectOl 

or to the qualitative degree of information within the. ame categ ry r popu lation.'" 

Interestingly, the TPRP goes a step further than the relevant internati nu l inst ruments PI' t etlllg 

well-known trademarks.313 It states that certain well -known trademarks arc I r te ted where some 

likelihood of confusion is found, even if the well -known m rk and th c pyll1g mark arc regIste red 

in different classes of goods/service .314 thi opia ha n t rat lied the maj r internatl na l I P 

treaties, so far. 315 There is also an apparent contradicti n b tween Arts. 

23(2) and 7(2) of the TPRP. In thi s connecti n, the former pI' vision protects 

well-known trademarks automatically whether r not the wner carries on bUSiness ()r has 

any goodwill in Ethiopia whereas the latter provi i n pr tecto, a trademark that IS 

well-known, or established by use In thiopia with out bei ng required to be wellknown 

internationally . Unless the contradiction i resolved, dome tic compelltors may be 

motivated to register for the well-known trademark or enter in to franchi ing agreements 

with the rightful owner of the wellknowm trademark abr ad. This would ema culatc the 

domestic competitors.The following cases would fa irly illu trate the pr blem' that have 

ensuedin relation to the protection of well-known trademarks in thiopia. 
308 TPRP No.501/2006), cited above, note 169, Arts. 26 (2), (b), (c) cum. Art . 26(4), 23(2), (b) 
309 Tilahun Esmael, "Protection of well-known Trademarks in Eth iopia: a comparative treatise under the trademark 

proclamation," Haramaya Law Review, Vol. 1, N02, (2013) p.131 

310 Ibid. 
311 TPRP No.501/2006, cited above, note 169, Art. 23 (2) 
312 Tilahun Esmael, Protection of well -known Trademarks in Ethiopia, cited above, note 314 

mid. p.13D 
314 TPRP No.501/2006, cited above, note169, Art. 26 (2), (a). This provision goes in line With TRIPS Agreement, 

cited above ,note 33, Article 16(3) which enunciates that the protection of well-known marks extends to goods or 

services that are different from those for which the t rademarks are registered, as long as the use of the mark on 

th d 
. Id ' d'cate a connection with the owner of the registered trademark, and so far as the 

ose goo s or se rvices wou In I 
owner of the registered trademark wou ld be damaged by use of the mark on those goods or services mark In the 

relevant sector the spatial scope of the knowledge of the relevant trademark. . h b . fl ' f 
315 However, t here are Bilateral Trade Agreements (including with the USA which was t e aSls or c aim or 

protection for MARIOT hotels) . 
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3.4 The Protection of Well-knov n rad mark and mp titic n la\ 

The TRRP protects the owner of the wcll-kn wn trademark agall1st an a tlVIt ~hich ,\ uld 

affect or interfere with his trademark in a manner prejudi ial this intere t. 0 The deterlllinati( n 

of well-known status assist the owner in preventin ) identi al and C 1I11usin ,I illlll,lI tl,lde\l1l\k 

from being registered for any good or ervice by other . In pnn Iplc, the I tellllinati n i~ llhllk 

b I . 309 A d' I . . on a case- y-ca e ana y IS. ccor II1g y, van LIS JUrISdictions hav clarified thell intent lOll 

under a choice of their trademark legi lation.310 The thl plan law provlde~ neilh I ,I slandalll tl 

the illustrative factors of determination . It statc i' that 'regard shall b 'Iven 10 th • knowled 'c 

of the trademark in the relevant sector r the public.'111 Thi . rule d les n )t, hll~e el, delelllllne 

whether the reference is to be made to the quantitative ge graphica l reach If Ihls reh! ant sc 101 

or to the qualitative degree of informati n within the .ame ca teg ry 01 popLlllltl()n.'I' 

Interestingly, the TPRP goes a tep further than the relevant internati nal IIlstnllncnts pmtcclin ' 

well-known trademarks. 313 lt state that certain well-kn wn trademarks an: prOle ted where some 

likelihood of confusion is found, even if the well-known mark and th c pyln mllrk arc re isteled 

in different classes of goods/service .314 thiopi ha ' n t ratlied the maJ I II1ternatl 11'I11P 

treaties, so far. 315 There is also an apparent contradicti n b tween Arts. 

23(2) and 7(2) of the TPRP. In thi connecti n, the ~ rmer PI' viSion pr leets 

well-known trademarks automatically whether r not the wncr carnes on bUSiness ()I has 

any goodwill in Ethiopia wherea the latter provi i n protects a trademark that IS 

well-known, or established by u e 111 thi pia with out bing reqUired to .. ellkn()wn 

internationally .Unless the contradicti n i re lved , dome ·tic competitor. may be 

motivated to register for the well-known trademark or enter in t franchising agreements 

with the rightful owner of the wellknowm trademark abr ad. Thi w uld emasculatc the 

domestic competitors.The following ca es would fairly illu 'trate the pr blem· that ha e 

ensuedin relation to the protection of well-known trademarks in thiopla. 
l08 TPRP No.501/2006), cited above, note 169, Arts.26 (2), (b), (c) cum. Art . 26(4), 23(2), (b) 
lO9 Tilahun Esmael, "Protection of well-known Trademarks in Ethiopia: a comparative treatise under the trademark 

proclamation," Haramaya Law Review, Vol. 1, N02, (2013) p.131 

l10 Ibid. 
III TPRP No.501/2006, cited above, note 169, Art. 23 (2) 
312 Tilahun Esmael, Protection of well-known Trademarks in Ethiopia, cited above, note 314 

III Id. p.130 
314 TPRP No.501/2006, cited above, note169, Art. 26 (2), (a). This provision goes in line With TRIPS Agreement, 

cited above ,note 33, Article 16(3) which enunciates that the protection of well·known marks extends to goods or 

services that are different from those for which the trademarks are registered, as long as the use of the mark on 

th d 
. Id· d'cate a connection With the owner of the registered trademark, and so far as the 

ose goo s or services wou In I 
owner of the registered trademark would be damaged by use of the mark on those goods or services mark In the 

relevant sector the spatial scope of the knowledge of the relevant trademark . f I f 
(. I d' with the USA which was the bas s or c aim or 

315 However, there are Bilateral Trade Agreements inC u IDg 
protection for MARIOT hotels) . 
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3.4 The Protection of Well-kno\ n rad mark ' < nd mp ·tition la" 

The TRRP protects the owner of the well-kn wn trademark a 'all) t an ti\'it \\ hleh \\ Illid 

affect or interfere with his trademark in a manner prejudicial t his inter t. 'r he d t rllllllation 

of well-known status assi ts the wner in preventin 'identi al and >nfu in'l imllal lI,II.!cIl1,11 

from being registered for any good or ervice by th rs . Tn prin iplc, the dclellllinati III i:. Illiid 
b I . 309 A d' I . . on a case- y-case ana YSI . ccor tng y. vanous Jun. dictions hav Iarified thell intentlun 

under a choice of their trademark legi lation.3IO he Eth l plan law provid s nelth I it t,lnd,lld J1( I 

the illustrative factor of determinati n. It tatc ' is that 'r gard shull b Ii en to the knm I d. 

of the trademark in the relevant ector r the publi .'111 'I his rule do s not, Iwwevel, detCIIllln ' 

whether the reference is to be made to the quantitative ge graphica l reach of tillS rele ani se ' tor 

or to the qualitative degree of informati n within the . ame category of population 12 

Interestingly, the TPRP goes a tep further than the relevant internati nul II1 S1 1l1l11enis pI )t ' 'lin 

well-known trademarks. 313 It state that certain well-kn wn trudcmnrks arc prOle ted where soll1 

likelihood of confusion is found. even if the well-known mark and the c pytn mark arc r' isteled 

in different classes of goods/service. 314 thiopia ha n t rallied the rnaJ r Intel nail nal I P 

treaties, so far. 315 There is al 0 an apparent contradicti n tween Arts. 

23(2) and 7(2) of the TPRP. In thi s connecti n, the ~ rmer pr VISI n protects 

well-known trademarks automatically whether or not the wner carnes n busll1ess 01 has 

any goodwill in Ethiopia wherea the latter provisi n pI' tects a trademark that IS 

well-known, or established by u e 111 thiopia with ut being required to be \ ell kn )wn 

internationally . Unless the contradiction i re olved, d me 'tlc competitors may be 

motivated to register for the well -known trademark or enter in to franeh, 'ing agreements 

with the rightful owner of the wellknowl11 trademark abr ad. Thi w uld ema 'culate the 

domestic competitors. The following ca e would fairly illu 'trate the pI' bleJ11 that have 

ensued in relation to the protection of well-known trademarks in ·thiopJa. 
308 TPRP No.501/2006), cited above, note 169, Arts.26 (2), (b), (c) cum. Art . 26(4), 23(2), (b) 
309 Tilahun Esmael, " Protection of well-known Trademarks in Ethiopia : a comparative treatise under the trademark 

proclamation," Haramaya Law Review, Vol. 1, N02, (2013) p.131 
310 Ibid. 

311 TPRP No.501/2006, cited above, note 169, Art. 23 (2) 
312 Tilahun Esmael, Protection of well -known Trademarks in Ethiopia, cited above, note 314 

313 Id. p.130 
314 TPRP No.501/2006, cited above, note169, Art. 26 (2), (a) . This provision goes In hne With TRIPS Agreement, 

cited above ,note 33, Article 16(3) which enunciates that the protection of well-known marks extends to goods or 

services that are different from those for which the trademarks are registered, as long as the use of the mark on 

those goods or services would indicate a connection With the owner of the registered trademark, and so far as he 

owner of the registered trademark would be damaged by use of the mark on those goods or services mark In the 

relevant sector the spatial scope of the knowledge of the relevant trademark. . . 
315 However, there are Bilatera l Trade Agreements (including with the USA which was the baSIS for claim for 

protection for MARIOT hotels) . 
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3'-' 'J he Prot ' ti n f \\' '11- nCH n 'J I ad 'mark alld 111111 l {llj( Il 1:1\ 

J h 'I RRP protcct thc 0\ nCI f Ih 11- II 1\ I 

und I tI choice of their trademal k I . 'lsI.ltlon I 

th Illustrative factors f' detcl minatllltl It tal( 

pllllltCI\I 

Inter tingly, the 1 PRP goes a step fUllh'l thall the I .\. lilt Il1lcll1.IIIOII d III Ilurn III 

w II-known tradcmarks.1i3 It sta tes Ihat cCltain \ dl·knm n 11.11 111.11 

lik Ithood fconfusion is ~ und, evcn if the wcll·kll< \ n mal\..; IIId Ih 

in dIfferent classe' f) ds/servi es 111 Jothlllpi I h I not 

tn:atle.", so far. 3lS There is also an appm 'nt nntlaclktll1l1 I 1\ 

23(2) and 7(2) f the '1 PRJ' In tillS COl1nCUllll1, th' 101111 I 

w lI·known tradl!marks alit matlcall \ hethcl Of not Ih 0 

any goodwill 111 Ethi pia whereas Ih' lall I pill I 1011 PlOt 

well·known, or cstab lishl!d by us' in l ~t hior i,1 Ilh out bill' r 11m 

IIlternationally . nll!SS the contradiction is resol 'd dOIl1 tl 

motivated to register ~ r the well ·kn wn trademark~ 01 

with the rightful owner of the wellkn \: III trademark ahf()Id. 1 hi 

dome. tic competitor' .The following cae \.\-ould 

en 'ucdin relation to the protl!ctloo of wdl·kIlO:w.ll .................... 
l08 TPRP No.s01/2006), cited above. note 169. Art 26 (2). (b). (e) cum A 
30!/ T lahun Esmael. "Protection of well-known Trad marks n Eth op 
proclamation." Haramaya Law Review. Vol . 1. No2. (2013) p.131 
JIO Ibid. 

'11 TPRP No 501/2006, cited above, note 169. Art. 23 (2) 
lIZ Tllahun Esmael. Protection of well-known Trad mar s n E h op 3, e 
mid. p.l30 

114 TPRP No.501/2006, cited above, note169, Art. 26 (2), (al s pro 0 

cited above ,note 33, Article 16(3) which enunc a es ha h pro e Ion 0 

services that are different from those for wh ch he r d mar s r r 

those goods or services would IOdicate a connection I h h 0 

owner of the registered trademark would be dama ed by us 0 

relevant sector the spatial scope of the kno ledge of r I 
31S However, there are Bilateral Trade Agreemen s (includln 
protection for MARIOT hotels) . 
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In SOLO SIRKA Vs, GATE PLC alld Ihe FDR ' filii II')' o,r ' I dId 
'j I at I! lIlI II /1\" I 1 th I I 11111 

filed a suit before the Federal Hi gh ourt alleging that It I the 0\ nCI .II1U u 

for matche and wood work . It argued that the trade mark namely, 

been registered and renewed ince 1921 in the lecho. I aki, n lndu tnal I ropert 

Despite this, the first defendant regi tered and manufactured matches under a 

It d 

RC'I tr " 

Imllar 

trademark known as SERIOUS by adding imil r colors ,'Ind (Ie I' 'n ' In I,thl pli! . r he 

plaintiff requested for the cancellation of the regi Irati n by the M 11, the ·toppa 'e f u~e, 

production, distribution, sale and the collection and de tru ti n f the '0 ds. In response. the 

defendants raised a prcliminary objection by argung that the plallltl n I(lcks I 'al p rsonallt 

to sue for it is not registered pursuant to the ommercial ode 317 and that diU It did not entel it 

trademark in the Ethiopian trademark regi try. They aL defended that th' produt:.ts ale not 

imported and distributed in Ethiopia either through an agent or by Itself. Il enc , th' d '!cndants 

argued that the acts of the fir t defendant do n t cau. c unfair competition. I he III 'h our! Ii amed 

the issue whether or not the plainliffha. legal per. nality in I·thiopia It held thai the ~uit lacks a 

cause of action as the plaintiff, trademark wa not regi . tered and had n Ie 'al pt oteeti n in 

Ethiopia. 

The litigation continued up to the a alion Di vi'i n and the lallel c nltrmed the lower 

courts' decisions. 
The decisions imply that unregi tercd well-known trademark wm:r' arc n t protected It1 l:thiopia 

against any usurpation or imitation in the domestic market as long a . there i . no treaty crcatin I an 

obligation against Ethiopia.318 A similar decision was also reached in Zak t:,ltiopiu VI. (/'llde Li/lk 

PLC and Per Sermvan Firma wings 319 alld Everyday BalfelY oll/pally jll corpofllled lI/ld Maw"a pt, 

and Muhammed Buser. 320 

316 SOLO SIRKA Vs. GATE PLC and the FDRE M inistry of Trade and Industry, Federal Supr me Court Cassation DiVISion, 

Civil file no.19909,2000) (unpublished) 
317 Commercial Code, cited above, note 51, Arts. 10,100,223 
318 The Vienna Convention on the law of Treaties of 23,d May,1969, Art. 2(1)(a) defines the term "Tr aty" as . an 

international agreement concluded between States in written form and governed by international law, whe her 

embodied in a single instrument or in two or more related instruments and whatever Its partICular d signation 
319 Zak Ethiopia vs. Trade Link PLC and Per Serowan Firma wings, (Federal High court, 2000, File no. 

2154 ),( u npu blished) 
Here, the second respondent was formerly, a plaintiff who invoked a well-known and registered trademark In 

Indonesia which used to distribute its products through the instrumentality of the first respondent in Ethiopia. The 

appellant was a defendant against whom the decision was passed in the lower court. The High Court reversed the 

decisions of the First Instance Court. It added that the second respondent was not registered for the trademark in 

Ethiopia and even lacks legal personality as it was not registered with the MoT. The High court found out ha the 

second respondent was a commission agent whose rights are dependent upon the existence and protection of the 

former. /emphasis added/ The Court decided in favor of the appellant by further stating that It can ge I s trademar s 

registered in Ethiopia accordingly. . . . Th 
320Every day Battery Incorporated vs. Ali Seman, (Federal High Court, 2006, CIVil file 0.15884) (unpublished), 

High Court ruled that the respondents are mere importers for foreign manufactured batteries In he name Ever 
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3.5 Trade names, Trademark prot cti nand 
vis-a-vis Competition Regime 

i tributor hip \'r ' Ill ' nt 

A di tributorship is e sentially an agreement made amon' undertaking I dilferent I \cI 01 the 

production or distribution chain relating to the purcha. e and sal f' certain 'Ol d 

As such, when private agreements are made between the trade mark owner and IllS lIah ratell 

such as licensees, suppliers, manufacturer, di tribulor and the like, competitil n la\ intel\ene. 

to the extent aspects of the agreement arc d trimental t the competltl 'pn es es. 22 U 

definition, the exclusive or ole di tribut r be om ertl al a'reemcnl ma impail 

competitive market structures. Di triblltion agreement, a. spe i Ii type d ontl.lts 

usually regulated in statutory law.323 

Nonetheless, there are typical clall e of di tri buti n agreements n tra(kmUlks which pI teet the 

upplier and the distributor. The Ie Model i tributi n A 'reement allo\ 'I the dlstnhut I 10 

use trade names, or trademarks only for the purp . e f identifyin' and advcltlSl1l ' th' pn dUCls 

within the scope of the contract and in the supplier" , I intcrc ' t.32-1I the dlstnbutor must ,I 're' 

neither to register, nor to have registered any trademark " trad nam s or symbols of 

the supplier which are confusingly imilar to the lIpplier' , in the territ ry I clsewher' , 2~ " he 

distributor's right to use the supplier' trademark , trade names r symb )1'1, ceases 

immediately upon the expiration or termination, for any rea 'on, I' the c ntlact " Ith ut 

precluding the distributor's right to sell the products in stock at the elate f e, pilatlon of the 

the supplier's trademark. 326 

power which was alleged to be simi lar with Everyday battery and that the respond nts ar not Ii bl b caus th y 

are not the producers. 
321 Ashtead and Leatherhead, Agency distribution,(Available at Http://www.twmsollcltors.com/our-
services/busi" ess-a nd-com me rcia I-law/com m erda I-law/a gency-a ndd istrib ution/ distribution -a nd-d Istri bu tor­

agreeme"ts/www.busi"ess mag.co .uk/wp .. '/webmagTVJuIAugll -lo-res.pdf Last Accessed on January13, 2017) It 
is also submitted that the distribution agreements may be of exclusive types giving the distributor With th XciUSIV 
right to sell the product held by it in stock in the territory covered by the distribution agreement by preventing the 

supplier from selling the goods in the relevant area either on his own account or through agents. On the other hand, 
non-exclusive distributorship agreements deprive the distributor of exclusive rights to the supplier's products, There 
is yet another category known as a sole distribution agreement, where the distributor will be the only one With 

whom the supplier deals in a given territory. The supplier will not be prevented from selling Its products in the 
territory on its own account. There are also those which are referred to as selective distribution agreements which 

limit the number of distributors the supplier will appoint in a given territory. 
mAd mit Singh, Tulip Suman and Thripura V, Interfaces and synergy between Intellectual property righ sand 

competition law, cited above, note, 54 at p.3 
323 Gustavo BACHER(Dr.) and Szecskay, TRADEMARK LAW ASPECTS OF DISTRIBUTION CONTRACT, Seminar pap r, 

(2011), Budapest, Hungary, p.1 
324 1(( Model Distribution Agreement, Art. 13.1, (Available at www.iccwbo.uk/./model-distributorshlp-contract 

(2nd ed.\, 21 mrt. ,2016) (Last accessed on January 03,2017 ) 
325 Id. Art.13.2 
326 Id. Art. 13.3 
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In return, the supplier who e trademark right ar not xhau I d, un enl r I: lnlr IU I I 1m 

ari ing from the breach of contract and he can rel y also on the remedie a\ ,Iil.lbl IlIlh Ir. d In r 

law as exceeding the scope of the licen e qualifie' a' an inlrin 'emcill. 'r he [~ r r<ldem,1I k 

Directive sates that the proprietor of a trademark may in ke th - righl c nfelTcd b Ihat trad 

mark against a licensee who contravene any pr vi i n in his licensing c nt/act with r g,lId It it 

duration, the form covered by the regi trati n in which the Irademark Illay b' U'i d, III s up 

ofthe goods or services for which the licen e is granted, th ternt ry 111 which th 'trad mark Illa 

be affixed, or the quality of the good manufactured r fthl! serVICl!S pro Ided by III -liccnsc . 27 

The Ethiopian competition law fails to pecific lIy addre's the wide ran' I dislnbuti n 

agreements, though. Particularly, sole distributor hip agreem nts lack a ell!ar k 'al basis ulldel Ihe 

TCC?? Fortunately, the existing RLP ban operating as a sole Imp rtl:1 I disililulol b 

exceptionally allowing some ector ba ed on their type and nati nul SI .n dicl1n·c till HI 'h a 

regulation to be issued by the ouncil f Minister .m Thl very pmvisioll app\.!ltlS 10 b' it 

competition policy which might fill the lacuna of the e mpeti ti n law. '2'1 

However, the provision is obses ed with the exc pti n. which tend t cr 'a t 1ll0IH>PO"stlc 

tendencies. Given the state monopolize the trade and ervice sect rs 0 national Imp >rtanc . h 

off-limiting the private sectors, the prohibiti n would n t practi ca ll y avoid the mOJlopo"sti 

status. 

In Ethiopia, there is no a clear legal base for di tributor hip agreements and trademark pr tecti 11. 

The trademark law generally states that the owner of a regi tered trademark hall have the ri ht 

to authorize any other person to use the trademark in relation to any 'od r selvlccs 101 

which It has been registered.330 As long a the di tributor hip agreements are c ntlactllal, the 

authorized sole distributor and the trademark owner can make lise of thi . pro lSI n apart flom the 

contractual terms and conditions. 

327 European Parliament and of the Council , EU Trademark Directive, 200S/95/EC, Art.S (2), 22 October 200S. The 

Directive "approximates" the laws of the member states relating to trade marks. It further r ptaces the cont nt 

of Council Directive89/104/EEC of 21 December 1988 as amended by a 1992 Council DeCision. BeSides, Article 

6septies of the Paris Convention for the Protection of Industrial Property, cited above, no e 59, allo~s trade mark 

owners to prevent or request cancellation of unauthorized registrations of their marks by their agen s or 

representatives, as well as to prohibit use thereof, where the agent or representative canno jus Ify hiS acts . 

328 CRLP, 2016, cited above, note 156, Art. 38 
3291n the previous CRLP, the Competition Authority was forced to respect the sote distributors who have go a license 

from the MoT. It had the effect of obliterating competition by granting exclUSive or sole distributors license. ThiS 

b d · I h . d d Because those who have secured an exclUSive distributorship license under can e a para oXlCa approac ,In ee . , . 
the previous law would still keep on maintaining their monopolistIC power. 

330 TPRP N.501/2006, cited above, note 169, Art .26(1) 
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Another cross-cutting i ue that require illu. tration is the pr pll t (I tl! 

di tributor to claim trademark infringement again. t entItle. that dl tnbut or I III I 

bearing the trademark upon authorizati n. me argue that to the ,t nl Ih pn du t dt IrtbUI d 

by the third parties are not counterfeited, they d n t ntltut It adCIHJrk infrin III nt . I 1 h 

mere importation and/or distribution of the trademarked g d' and set' ice lrolll th' 

company by lawful traders do not con titute trademark in rin ement for th impl rca n th II 

infringement is invoked by the owner, not by the ditribut I emphasi in 01 i ·inall. 

exclusive or sole distributor may invoke a c ntra tual remedy fOI an . dama 'e ;11 i In t It ( In the 

producer's sale or licen e of the produ ts to other distribut rs 111 thc same ,tlc,l 1 he ,lllle h III 

true for franchising business involving trade name , The ~ 110, ing t, 0 as's \ ould mOlc I Ics , 

demosntrate these scenario . 

Tn International Commission Agency PL (Illf. 
vs. Garad Enterprise llnd Shem u Hassell , 

lem Illternat;Ollal 'Olllllli";OIl A.lj(·IIC)' 1)1 . 
the fir ' t applteunt's II udem,1I !.., I i~ ', , \ IS 

registered by the Ethiopian MoTI both in w rd and in figure ~ r identlfYln" '01" plodu Is' . 1 h' 

second applicant was a sole di tributing agent [the fir ·t appltcant. I he applt 'anls conI 'st ' I 

the use of the first respondent's trademark, lIpC" Tig... he applteanls ,>ued the I espotl<1ents 

aIleging that the respondents are imp rting and di 'tribulin infcrtor qualtly pr <Ill Is 

bearing a confusingly similar trademark called supcr-tig 'r a c mpanied by a tl cr's II'lIle 

from Chma. The applicants argued that the product c nfll 'ed the c nsumtn pll Ite and 

created unfair competition in the local market which caused an e n mlc dama e I their 

detriment.They urged the Trade Practice ommi ion to order the payment 01 c mpcnsatt n 

and seizure of the counterfeited good . 
In response, the respondents contended that they imported g od' that beal diffelent w rds such .IS 

garad trading and super tiger which are not confu ingly imilar \i Ith the trademark I' 

the applicants. They alternatively, argued that it i only the producer tn htna that might 

be accountable for the alleged counterfeit. They further argued that they imp rtcd up n 

paying customs duty within the framework of the trade policy irrepectl e f the regi tcrcd 

trademark. They also raised a preliminary objection tating that the econd applicant i n tan 

owner of the trademark which has no a vested intere t to UC. ne of the defendant · further raied 

a preliminary objection stating 

331 Interview with Binyam Tafesse, Mehreteab Leul and Associates law Office. Head of In ellectual property and 

Employment practice, July 05,2016 and Interview with W/rt Lidet Abebe, Attorney at law and I gal consul n . 

former expert of the EIPO, June29. 2016 

mlbid . d I I t' n I Commission Agency vs. Garad Enterpr 5 and 
m International Commission Agency PLC an A em nterna 10 a 
Shemsu Hassen, (Trade Practice Investigation Commission, 1997, Civil hie 0.3) (Unpubhs ed) 
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e II h d n that the Commis ion doe not have competenc t h r and d ide th 

entertained by the Second Divi i n of the ederal L lr t (n<tal) r " ourt al Ar III I, \hl h 

adjourned to pass judgment 

Against this factual background, the ommissi n ramed three issue : wh'lher (I nl I II h. 

jurisdiction over the pending matter before the c urt; whether the second applicanl ha .1 \'~ led 

interest in the suit or not; and whether the trademark In question arc simi lar as 10 CI 'lIe c nfu lOll 

and unfair competition, The Commi ion overruled the obJ ctlon justi f in ' Ihal p nd ncy do 

not ou t its administrative juri diction provided that the ause of a' lion doc n I 

criminal or civi I I iabi I ity for damage , It then de ided Ihat th s cond applicanl ha~ a I i hI 

emanating from the sole importation agreement he mmisslon stated that Ih s cund applicanl 

has a vested interest in the suit for it 10 e it ec n mi gain wing t ) the all ', d lH .. IS of un fail 

competitIOn, With regard to the third i ue, the Il1mi '5 i n held that Ih ' tr<ldemal ks hl! 'mOl' 

resemblance as both companies' container ' ~ r the a pr duel ' arc while pl a'>ti (l nd Ihal Ih ' 

prefix Super-tiger would create confusi n and unfair c mp till n; and thaI Ih \(111 ' I 

company's additional words like Carad tradillg (I /l d SIIP'I' til?'r arc n t '>u nlci 'nl to a oid 

consumers' confusion, Eventually, it held that the resp nd 'nts arc li abl ' by onl ' I in ' Ihem 10 

refrain from distributing and importing of the go ds in the name of SlIper fil?er 

The Commission is correct in holding that the ec nd appli ant, emg a dlstll butol. has ' j I i hI 

emanating from the distributorship agreement A right can tem fr m a law 0 1 a conlra I \ hich 

equally requires legal protection and enforcement Moreover, the resp ndents' tradelmrks 'n: 

confusingly similar and prompted by bad faith which constitute unfair competitIOn, n t r of thaI, 

if the Chinese Company, were to be held re ponsible, it would be impracltcal a the liC r ' of 

application of the competition law is territorial so long a there i ' no a treaty there f. 

In Cane African Industries Limited vs, Keremela Illdu 'try PL 134, the litl galt n b iled d .. n 

to the registrability of a trademark in favor of the re pondent known as 

trademark was formerly registered and being used by the appell ant in Ken a. The appellant .. a 

distributing its products in Ethiopia through the agency of the re·p ndent. The latter to k 

advantage of his power and applied for the regi tration of the ·ame trade mark III ·thiopla in 

its own name. The appellant realized the bad faith of the re pondent and lodged an oppo ition 

before the EIPO. The ETPO ordered the appellant to bring an injuncti ve order from the court 

within 15 days . However, the appellant failed to comply ith the lime trame und th 

trademark was granted to the 
JJ4 Cane African Industries Limited Vs. Keremela Industry PLC, (Federal High Court, 1999, CIVil hie 048972) 

(unpublished) 53 



re p nd nt. I he app llant I dId ,In uPI 

wh th I or not the I II' 

thut the le'istrati n c ntra en' the 

TPRP, [t remanded the malleI to th 

ov r the registlation fth tradem'llk, 

I he [, IP is corn.:ct In IItelall aprl Ill' Ih 11111 Ir 101 

ha\ C cOllsidered the dlshon 'st eOmll1el el.d pI.1 

eil of lInnlir competiti n. 1 h 1I,h the di tlibul 

his suhstantive ri ,ht. In this c nne 'tlon. 

Iimtl h,lll be fixed for requestll1' the Hneellatiollll Ihe 1IIII1Ihllllll 

or u d ill bad faith. m 

3.6 Domain nam r:-ld marks and OIllP lilioll H 'gi llil' 

rhe r gl Iration and usc f domain nalll's Oil Ill' Inl'll1 I h,l I 

trademarks by further implicating n,il C )(nretll10l1 , BlI sJI1 ·s 

have placed their compctit r " marks in hlddell hlml uHI U 

search re ultS. 316 Domain name alC the Il1ternet 'Iddr 'sse 

ent 10 them or their web ite ' t be a 

proxy name' as a p pular 'lIb ,titut' ~ I all 

'ystem, 3 The regi tration pro C" f, r a d main nam 

trademark,339 ach name givcn i ' unique. so thelc I I 

m Pans Convention, cited above, note 59 By virtu of th Con~ n' lon, 
who Is the proprietor of a mark 111 one of th countne of th Un on p II s, 
for the registration of the mark in his own nam , In one or mor ,oun r 
entitled to oppose the registration applied for or demand I s cane lIa ion or, f 
assignment in hiS favor of the said registration, unless such 38 nt or r pr 

nl 

JH III 

1\ III 

th n III I 

lin n m r 



various businesses. There can, for example, be only ne 8 .com and il I ills P Ihl the 

EBC.co.et. A key denominator in determining whether the usc domain name rt 10 Ih I \ I 

of a trademark is whether consumer view the d main name a a ymbol of Or! .in 01 l ur r In 

from anything el se.34o Albeit thi , the interplay of Ihe domain name "ilh II Ide III Irk I win t 

traightfOlward.34 I Cybersquatters 342 regi ter domain names consi tin' )1 a f.llnoll III II 

followed by a generic top level domain in hope of selling the registralion III Ihe 0\ n I of Ih\: 

mark for an inflated price.343 

The essential distinctions between trademark and domain name ' li e In the fac t that th fi Imel I 

a sign which can be graphically represented and i capable of di stingui shing Ihe • ods or scr kcs 

of one undertaking from those of another. 344 Tn contra t, the latt r is a w bS ltc add I esS on Ih 

internet which gives one with an online identity. A domain name must be c nlex tualln form like 

www.noe.gov.et. whilst a trademark may con i t of word , designs, letters, numerals lOIs, the 

shape of goods or their packaging etc. and any combination of su h 'igns. J.1S lI ke tlademal ks .• 1 

domain name is not registrable if it is identical to a previou, Iy re ister d d OI11 {\ \11 name 411 

domain name is valid for a contractual period as agreed between the registrant and th ' <ll.C I edll '1I 

registrar and is subject to renewal. 347 A domain name may descri be the eharaet 'll st ies 01 Ill' 

applied- for goods or services where as trademark c ntaining signs whIch exclUS ively describ . 

the characteristics of the goods or service arc not regi trable for lack of dlsltneti eness. I 

domain name does not have to be registered in re pect of a particular cIa' , of g otis or ser ices. 

On the other hand, a trade mark shall be registered in re pect f the elas of go ds r 'ervices as 

classifted under the Nice classification.35o 

trademarks and domain names-amended Honk Hon Last accessed Jut 1 

Main Differences between trademarks and Domain names1 

340 Ibid. 
341 Research Team, ICT-IPR Legal Framework Report, cited above, note 14, at p.98 
3421d, p.173. In th is connection, Cybersquatting is all about the use of a domain name by a person With neither trad 
mark registration, nor any inherent rights to the name. It is a situation in wh ich a registrant registers a mark or a 

personal name as a domain name on the internet and then exacts the price to turn the domain name over to the 

name's owner. 
343 Bedoeldeu, Main Differences between trademarks and Domain names, cited above, note 339 

344 Ibid. 

345 Ibid. 

346 Ibid . 

347 Ibid. 
348 Ibid. 

349 Ibid. 
350 Nice Agreement Concerning the International Classification of Goods and Services for the purposes of the 

registration of marks, Nice, cited above, note 76. At this juncture, the classi ficat ion of figurative elements compr e 

a list of categories, divisions and sections in which the figurative elements of marks are classl~led, toget~~r With, as 
the case may be explanatory notes. See also Vienna Agreement Establishing an International ClaSSifICation of 

the Figurative EI~ments of Marks, June 12, 1973, as amended on October 1,1985, Vienna, Art .2(1) 

55 



It i possible for a number of domain name to c exi t whi h c mpn e l! s nti II th 

or trade name provided that at least one cia s ofg od or 'ervl'ccs clla at· ' d'( f' I Id . r c er I I en:nt. 1\ lU 

ri se to considerable number of disputes between trademark wn rs d d ' c, n IllUlIl name \ n I 

which usually involve the domain name owner, the trademark wner, and the re i tration 

authority,3S1 Domain name disputes have arisen in two broader conte t :' 2 rir. tly, a per n with 

no other rights to a name may register a web ite with that name for, everal bJecti e includin. 

misuse of goodwill in a name or, the alleged preferential right of one entIty cr the thel 

regarding a particular domain name. The econd kind ofc nllict arises between pl!rson \ ho arc 

equally entitled to a name tag situation owing to the global nature f the internet 

Ethiopia does not have any policy to govern thc country' d main name system pal ticul"r1 . 

domain name registration. Whether trademark owner have an vcrriding ri ght to claim" domain 

name that is identical with their trademark is not legall y addre. cd. 'I he regIstratIon proccss for 

domain names is virtually de-regulated. Becau e of thi gap, cybersquallll1' would he it 

common business in Ethiopia. Such a state of deregulation wou ld affect fair competttmJl, 

3.7 The Compatibility of the Trademark, Trade name, and omp titi n 

Regimes 

This section attempts to evaluate the consonance of the Ethiopian trademark and trade l1ame la\ s 

in the light of the TCCPP with particular emphasis on the trademark and trade name pr VISIons 

having to do with competition. To begin with trademarks, there are great deals f loopholes 

associated with the determination of well-known trademark . The trademark regIme IS dey Id of 

a mechanism for the enforcement of rights of owners related to unregIstered marks, '1 he ci il 

remedies embodied under the TPRP are not crafted with tbe broadest possible scope, II these 

gaps loom larger in the face of market competition by preventing effcetive rcmcdll!s t 

prevent further trademark infringements. Even worse, filing an oppo ition and Il1fnngement 

lawsuit before the EIPO and federal courts, respectively when the defendant i' a rcgi nal bod 

or sole proprietor may end up in unwarranted delays and vexatiou proceeding affecting 

tfJr8ilgtlRllt, the trademark regime is formulated in the wider context of competition law, The 

legislative attempts to balance trademark rights and competition law can be pre ented a ~ 110w : 

lSI Carl Oppedahl ," Analysis and suggestions Regarding NSI Domain Name, Trade mark policy, (Available at 

htt : www. atents.com nsi ii .sht. Last accessed on October 23 2016 . A 'de to cyber lows and the In/ormollon 
lS2 Nandan, Law relating to Computers, Internet and £-Commerce. gUt 

Technology Act, cited above, note 338, p.169 
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Firstly, the TPRP preamble pledges to protect the goodwill and repulali n f Ih hu in b 

avoiding confusion between similar goods and ervice 353 ndoubt dl ' . e y. p r Ie I Ill' , 

at the heart of competition law. Secondly, the TPRP out rule mark ' whl h arc likely Ide 1 C 

mislead or confuse the business community and the public at large from reglstrati n. II pre\ cnl 

confusingly similar trademarks from regi tration on accOunl f relatI ve ground o( refu ,11 (or 

registration. This squarely replicates the goal of competiti n law by av Idlll ' con fusion. 

Thirdly, the grounds of cancellation owing to non-u e; the pposltlon and e ami nation ; the 

renewal355 as well as the enforcement provisi n of the TPRP have an inbudt dement o( promotlll ' 

fair competition. Fourthly, the TPRP allow the owner r the registered trademark t Ilansfer, 

license, assign and authorize third parties to use the good r ervi vercd by Ihe pI' tected 

trademark. This shows the inclination of the law toward free mmer 131 utdl/al lon r lhe 

tradeamrk as private property rights which enhance competition. 

Fifthly, the TPRP has adopted the doctrine of international trademark ex hausl l )l1 II I il 

unequivocally, states that the owner of a registered trademark may 11 01 PI' JellldL' Ilr m /{)(II /I(,\ /(11/\(' 11r(, 

trademark in relation to goods lawfully sold in any COllnlry lInd 'l" llrat Irad ·//Ia rk. {Jl'llvu/('c!lhlll 11/('14' 

goods have not undergone any change.356 The la t proviso i.c., ' thaI the g ods have not gone any 

change' implies that the registrant trademark owncr can prcclude lhe imp rtali n f counterfeIt 'd 

goods that may lead to confusion. 357 Also, thi provision implicilly strikes the balunce between 

the hardcore restrictions and the owner's exclusionary privil ege. ixthl y. the 11l11ltalions 

and exceptions attached to the exclusive trademark right are also tacill y tad red to conll 1 the 

abuse of monopolistic trademark rights which distort competition. 

Seventhly, the trademark law only protects distinctive mark so that effecti c c mpelltion requires 

that competitors have access to common place, descriptive and generic words and 'ymb Is 

Eighthly, the EIPO shall publicize trademarks in the state record of lrademark' and make 

necessary amendments in the official bulletin. This creates an acces to competitors t publicI 

registered and canceled trademarks. Ninthly, despite the fact that the federal reglllati n mighl 

353 TPRP No.501/2006. cited above. note 169, preamble para .1. 

354 Id .Art.7 
355 TPRP, Art.35 cum. TRPR, No.273/2012. Art.43 (3), cited above, note 170. But, the owner ca~ g~t the ~rademar~ 
protection back upon payment of the penalty and effect application and registration fee anew Within t~e SIX mon hs 

period so long as there is no another applicant before the second application is made. The deCISion to get the 
. . 'd th wner with an opportunity to assess he 

registered mark renewed is important partly because It provi es eo . 
benefits of the mark in general and the good will of the business generated therefrom In particular, 

356 TPRP No.501/2006, cited above, note 169, Art.27(1) f h term 
f 
., t I 'dentical in the genenc sense 0 e . 

357 Counterfeiting is the imitation of a product. The counter elt IS no on y I 
5 WIPO 

I t lIectual property hand book, Cited above, 
It also gives the impression of being the genuine product. ee n e 

note 2, p.90 
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po e regi tration difficulties, the EIPO would centrally c 11Ir I the ub equ nl pp\l 

regi ter marks that conflict with the regi tered mark and pre ent anll-comp '1111\ elm. r 

Regarding the complacence of the Ethiopian tradename and c mpetition I glnle , the 

does not enumerate the scope and sub tance of trade name rights \ hich makes harol p) 

to invoke the infringement of the rights . Nor doe it define trade n mc infnn 'ement, It <II 

a legislative framework which allows the cancellation f unu cd traoe name , '1 hi \\ould 

be damaging to fair competition as trade name which are I' gistercd bUI not u 

may prevent the subsequent registration by competit I' . 

However, it fairly devotes certain provision to supplement mpetltlOI1 law, I'irsl, dUlin' th 

registration of a trade name of a sole proprietor, the law requ ire' the usc or a 01 fferent identif le'IlIOIl 

in respect of already registered or occupied trade name ,.358 This mechanism I~ deVised to pi 'VC1l1 

the registration of confusingly similar trade name . econdl y, the law imposes a duty a ·ainst Ihc 

registering office not to register a trade name which i idcnti al r has 111I sleadln • sillli ladlY III a 

trade name or name of a business organization previou Iy rcgi ' tered. WI 1 hlrdl y, the law stll Ily 

regulates the conditions under which a substitute trade name can bc i slied In a way thai seems to 

protect former competitors against confusingly similar trade names. 

Fourthly, it prescribes that the mere prior regi tration of a trade name does n t pre ent the 

registration of the same trade name for a bu ine with an entirely different nature,lloll '[h is 

provision promotes free competition. Fifthly, there are als gr unds of can ellati n '\nd 

suspension of a trade name on account of fraudulent or err neous registratIOn which PCI hap 

include the registration of confusingly similar trade name to the detriment I' formci tl ade Ilame 

owners.361 

To close, the MoT is obliged to establish and administer a central co 111 111 ercwl and trade name 

registration which has nationwide application and make information open and accesible t the 

public at large. This in turn creates uniform system of regi tration of trade name ' acr ss the 

country. It informs the competitors as to the existence or otherwi e of confu ingl 'imilar r 

identical tradenames earlier. 

358 CRLP No.980/2016, cited above, note 156, Art.14(1) 

359 Id.Art.16(1) 
360 Id.Art.17(2) 
361 Id.Art.18(1), (b)-(d) 
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CHAPTER FOUR: ANALYSIS OF CA E PER 
NAMES, TRADEMARKS AND COMPETITIO I III 

R I L 

4.1 The Experience of Selected Countries' Trademark and Trade n '.lm . I . gl tration 

y tems 

By way of reiteration, a conflict is likely to occur when a trade name reg' t d ' ) 1 ere pn )r to t le 

trademark is registered by various entities. In the following di cu in , the paper present th 

experiences offour countries which extend trademark and trade name pr te ti n up n n.:gistratioll 

along wth the rules devised to resolve the anti-competitive out mes that could t;ventuutt; 

from conflicting registrations. 

a. Mongolia 

In Mongolia, there exists a single legislation governing trademark and trade names.162 'I he 1<1\ 

states that trade names may be exploited in the same way a trademark ' and if th t; I" is a 

discrepancy between a trademarks and a trade name, the trademark hall prevail. 61 It entrusts the 

IP Office with the responsibility of registering trade names and trademark', It emp weI's th 

Office to receive and solve the applications of trademarks and trade name a wel l a ' t i 'su . 

references for dispute settlement concerning them.364 It defines ' filing date ' as tht; date n v hich 

an application of trademarks and trade name is received by the IP ffice. 36~ 
However, the law does not clearly address where the selected trade mark c incides \ ith a 

previously registered trade name or, vice versa. It simply dedicates a provisi n which is capti ned 

as 'Settlement of disputes and grievances ' imposing a duty on the IP ffice t eute the dispute 

and grievances concerning trademarks and trade names pertaining to ace rding f filing and 

priority date.366 And more, it requires the IP Office to keep a unified tate regi ter trademark ' and 

trade names and to establish a unified data base. 367 Thus, the fact that the ame rgan I ' cstcd 

with the power of administration and registration of trade names and trademark under a 'jngle 

legislation eases the settlement of priority claims pertaining to trade name and trademark . 

>62 1997 Law ofTrademarks and Trade names, Art.1 (Available at WIPO Data base of Intellectual ~roperty legisla ive 

t ) 
, d k d t de names by protectll1g the rights, legal 

exts , ThiS provision seeks t o ensure legal guarantee for tra emar san ra , . , h' ploitation expenditure of trademar 5 
Interests of their owners, to regulate relations With regard to owners IP, ex , 

and trade names 
l6> Id, Art. 15(2) 
>64 Id, Art. 6 
>65 Id, Arti. 3(10) 

>66 1d, Art.20 (l)(ii) 

>67 Id . Art. 6(VI) 
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b. People' Republic of hina 

In hina, the Trademark ffie f the 

the rademark Review and Adjudicati nard thcr undcl" I hc '11,ldcm Ir I 

trademark in re pect of which an applicati 

be di tinguishable, and hall not eonniet with an pri r ri 'ht a quin.:d h. n llh 

register the trademark a/some reputation onother pC'no/1 11m 1/\(lcI, 

rcgi ·tered shall be adopted fir t, and aport fr m bcing c, cmptc I f'lol1llhc (;ollfli 

regi ter d trademarks, it hall n t cia h with an prior legal ri ,hts, 7U 

II wever, the law doe not p eifi all y define prior rights. 'I ) thai en I, 

Trademark Review and Adjudieati nard tates that th pliO! ri ·IH I 

31 [the frademark law hall refer t 

acquired before the applicati n day f the argued tradcmar In ludin' Ill' 11.1 Ie 11 lin 

An ther more specific legal gr und is envi 'aged undcr rtick I of RI'f.{III(/(loII' (1/1 \' \ ," 

'ollcerning liearing on Civil cases between Trod III/ork nght\. {rode ,/(/11/ '\ (/1/(/ ofh', I', /(1/ ,., ,1/1 /1 

slates that when the law suit is fi led for th ' illjrillg'lI/'lIt 'IWI1/ o1-((/i,,\( til(' III(lIII(//' " 

flatent, trade name right and other priori! rights h (/" tl"rd IIW/I''' II(,'/(II r)1 

claims are complying with the Regulat/OII /1/ Art 10, (?i Cn'" PI'II( 'tllII" lOll , (II I' opl ' 

shall accept it. Accordingly, the court could conclude that tradcmark r' ,i 11,lli! n 

the right of trade name which shall al 0 be the fir 'l right. 

It i however, noticeable that not every ftr I applied trade name ri 'ht strik ' 

trademark for such fight again t hall c n~ rm t certain nditi 

regi tration of trademark mu t b with malici ll' pllrp s' r th' .Ippli' lilt. T11i m 



demonstrated in terms of two aspects: 372 The fir t i th nta t b th appli anllo Ih Ir 

The econd is when the reputation of the trade name i thigh t claimin' unkn \\On I< 

applicant. According to the Standard to the Trademark R i w, the dc isi n n thc plIhli reno \11 

of the trade name shall lie with the registration time, u ing p ri d, tcrrit r ', bllsinc r c r I md 

propaganda, etc.373 The second condition for fir t u e trade name right t c )[npcll.! latll.!r II.! 'i I fI.: 

trademark is if the registration and using of the latt r applied trademark could fI: lilt in Ihl.: pllili 

confusion. Ifthe latter registered mark is actually manufa tured b the ompal1) \\-ilh Ihl.! naml.! I 

the trademark, they may mistake the products.374 Th admini trati e and judi ial )f '<Ins all.: 

required to judge confusion in light ofthe originality of th fir t u cd trade mum:, th 0 ctlap 01 

the products, the reputation of the first used trade name. 375 

c. Austria 
[n Austria, trademarks are protected upon regi stration by the Patent nice. " h' " radl.:mark 

Protection Law376 states that no one may, without the con ent r the pcrs n <luth( ri/I.:d , lIsC th 

name, trade name or special designation of the enterpri ran ther pen;)I1 [')r distin 'llishin ' 

goods or services. Furthermore, the law provides the er~ t r n t mpl ing with sllch a 

prohibition. It states that any person may apply for the cancellation (~r a l/1ark i/hi,\ 11((1/1(', (ruch' 

name or the special designation of his enterprise or a designation similar //(/\ h 'ell /'('J.!,I\(accl 

without his consent as mark or feature of a mark and ijthe u'e of the mark is Iik'l to J.!,II'(! n\(' (0 

confusion in trade with one afthe signs distinctive afthe applicant's signs. 377 

From this, a prior trade name owner may request the cancellati 11 [an afterward trademark i r 
there is a likelihood of confusion with the trade name. In order t e tabli sh a likeliho d of 

confusion in trademark cancellation proceedings based on an earlier trade name, it i' 'urti ienl 

that the specification of the latter trademark basically coincide with imilar r identical bran h 

of business of the earlier trade name and that the trademark owner doe not own an earl ier trade 

name. 378 

372 Ibid. 

373 Ibid. 
374 Ibid. 

375 Ibid. 
376 Austrian Federal Law of 1970, as last amended by the Law of March 7,126/ 1984, amen~ing.the Paten La and 

trademark Protection Law, Art.12 (Available at WIPO Data base of Intellectual property legislative texts) 

377 Id.Art.32 . 
378 • k . At' . Defense of prior trade name In trademark 

Priority conflicts between trade names and trademar s In us ria. . . 
kbl 

2016 07 15 riorlt -conflicts-between-
cancellation actions ' (Available at htt : kluwertrademar 0 .com .' L , . d _in_trademark-cancellatlon-actlon . a 
trade-names-and-trademarks-in-austria-defence-of- rlor-tra e-name 

accessed on December 27,2016l 
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d. Brazil 

In Brazil, trademarks rights are primarily derived fr " 179 m r gl 'tratl n. ') hen.: an.: a lut 

relative381 grounds for refusal of registration which are e amined c -ofli'i( b th I PI-th 

Brazilian Patent and Trademark Office. The latter i an aut n m us f d I I c cr <I agcn ) lin I t I 

Ministry of Development, Industry and Commerce The [n titllt i ' .. ,t d ' tl ' I . . ",s e WI 1 Imp cIHcnlln • 

rules regarding industrial property as well as for regi tering and granting patents. R .i Irali 11l i 

not required for well-known and famous trademark , though. 382 

In addition, a bona fide user of an unregistered trademark may claim priorit ri .Ill 0\ 1.:1 

competing trademark application provided there i evid n c c nfirming thl.! lISI.! of ai I 

unregistered trademark in Brazil for at least six month be~ r the dat in \i hich the '( mp 'lin • 

application was filled. 383 

The INPI does not grant registration to trademark that c ntain r imitate any PI' 'vic liS ri "lis 01 

trademarks of a third party. In a way, the Brazilian law put trad names and tradl.!marks on tht' 

ame level in terms oflegal protection.384 It bans trademark regi try that refer to a trad nam 

effectively in use before the application for, or registration f th trademark , that r 'prodll 'CS 01 

copies a conspicuous feature of the trade name belonging to a third party, regardkss I' thc d'lt ' 

of constitution of the trading company. Any eventual conflict between the trademark n.: .istr 'Inti 

trade names is resolved by the principle of specification. 38S A are ult, il'the Sl.!ctors ofthl! marl\cI 

differ in a way that no confusion is involved, there is no rea on why the sh ukl n t hI! ahlc to 

coexist in the universe of commerce. On the other hand , if there i any c nfu 'i 11 bdwl.!cn thl!l11. 

the earliest registry must prevail. 

4.2 Analysis of Cases on the Registration of Trade name and Trademar ' 111 

Ethiopia 

This section analyzes some of the pertinent judicial and admini trati e deci ion regarding the 

Ethiopian system of registration of trade names and trademarks which in olve an eleml!nt f 

competition. 

379 The Patent and Trademark Protection Law No.9, 279/96, Art.129 

380 Id. Arts. 122-124 
3811d. Article 127 
382 1d . see generally Arts. 125-26 
3831d. Art.129(1) 
384 

Inteliectuallaw in Brazil, p.144 
385 Ibid. 
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I. 
thio-Ceramic vs. EIPO and Ashoriga Technology Limited 3 6 

In the case at issue, the applicant claimed to have a regi ter d trade na " I ' me, jt 110- m 'nt ' h lh 

MoT for future cement manufacturing plant. The applicant c mplained the c nlu In imil rit 

ofthe proposed trademark with its trade name as the only dif~ ren e fth d e n.:spon enl 

i that it is surrounded by ten stars. Despite the appl icant' pp ition, the lirst n.:spo11denl 'r nl I 

a certificate of trademark registration for the second re pondent that w'lll pr()du " I ee SimI ur cem 1\1 

products bearing similar words with the applicant's trade name. 

Being aggrieved by this decision, the applicant lodged an appeal t the h: kl.11 Iii Ih (our!. 

Ilowever, the High Court upheld the recognition and protection fthe pr posed trademark in la\ol 

of the second respondent. The applicant filed a petition t the as 'ati n I i isio11 and th' lallel 

reversed the lower decisions altogether. It reasoned out that the appli nt has a kgul dut , to seal 

its trade name and address on the future production of cem nt PI' duct · hen e, th' trade name 

would coincide with the trademark of the second respondent. It under c red that th parti's will 

produce similar products as a result of which consumers w uld get c nfu cd . Is, it n.: 111<1 I k '<1 

that the EIPO is duty bound to register trademarks up n a ccrtaining that the mark subje ' \ In 

registration does not affect fair competition and other rclcvant law f the c untr . 

Undeniably, the Cassation Division attempted to give fu ll [feet t the unfair 'ompetitiol1 rul 'S h . 

protecting the trade name which is prior to, and simi lar with the trademarks up 11 r' Ii 'tration . 

Evidently, the practice of registering same thing as trademark and trade name b the LIP and 

MoT in favor of different producers and enterprises might create antic mpctiti c crfect. II wen:r, 

the Cassation Division's reasoning appears to be far-fetched. It cited the ' iP ' stablishment 

roclamation which states that the EIPO has the duty to make appr priate dcci 'i ns after 

undertaking or causing to be undertaken the necessary examination in ace rdance with the relevant 

law.387 Here ,the last proviso, 'the relevant law' is of a singular phra eology which de ' n t imp se 

a direct duty on the EIPO to consult the competition law other than the TPRP and it Regulati n 

upon registration. This provision is transposed to the requirement f di tinctivem: in the 

TPRP.388 A liberal interpretation of the requirement of di tincti enes would resonate that the 

trademark law has the means to protect prior trade names regi tered in [a r f other . 

386 Ethio-Ceramic P .L.C vs. EIPO and Ashoriga Technology Limited, (Fede ral Sup:~me Court Cassation Division, 2~~, 
civil cassation Case No. 57179), in ~lJ.tr(;o. m.pl\,e fi:e.e- (l.:" nne nC1'f. :fn·:" altJ>.f,f : 'l>l'i 12 : Vh...(..lI.t m.rl\,{'. :c n. I 

MI'l Mil I 2003 1l'i 544-548 
387 EIPO Establishment Proclamation No.320/2003, cited above, note 171, Art.6(1)9 A 2(12) 5( 1) and 6 ( ) (c) 
388 D" . N 501/2006 cited above note 16 , rts. " • 

Istlnctlveness is requirement in the TPRP o. , ' . . I f I Ids' n u!oh h 

Th 
. . f k which IS Incapab e 0 c ear y I, 

e test of distinctiveness out rules the registratIOn 0 any mar 

goods or services of a person from those of other persons. 
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c crth Ie ,di tinctivene doe not in and f it elf gllalanll:e lh pri r t 

anti- mpetitive trademarks. e ide, th TP P pr le l. the hal lei 

pr le ted literary artistic right or right t a ph t 'raph r de i '11 \\ ilhoUI r 

the previou trade name owner .389 nle the 

pro i ion logically, it overstepped its mandate a. I 

'ub equent trademark registration 0 a to pr te t earl ier lradl! I1:Iml! Ii ,11\ It di n 

provi ion, after all. Again, the TPRP la k clear prevalence lall 

conclu ive decision as to the manner of re olving di 'putes manalin ' from SI!I \ i 

name concerning services. 

ii. rown Hotel vs. ix continent Hotels Inc.39o 

In thi ca e, the applicant i registered ~ r' r01V1I lIol,r as ils tladl! 1l.lml! .lI1d il h II n u in' 

same a it trademark for hotel bu in in e the last twent l!ars. 'I hI! I' pOlld'lll1 

of the foreign company, Tsemex PL ,I' centlyapplied or thl! rl! ,islralioll of .111. l'lll.llk ,II 

ROWNE PLAZA before the EIP . Alarm d by th dcft:ndant's mo " Ihe .IPlli III 

ppo ilionclaimingthatthemarkconfu e c n umer 'a' itiss imilUitothell ad'lll1ll . Ih III'C) 

decided in favor of the respondent by r a ning that trade mark \ as not r' ,isl 'I'd I 

of the trade name and that registering in the name I' the re 'p n lent \. ould 10 I I ill\ 1111 'nl ill 

the country. The applicant lodged an appeal t the Federal Iligh 'our!. 'I he lalt I Olllill1l I tll' 

lower decision by adding that the trademark and the trade name an: dif(cl 'Ill in I 1111 of tit if 

pronunciation, reading and sight. The applicant br ught the ea'e t the a .ltil n Di\ i il Il n it 

got the lower courts' decisions reversed. 

The Cassation Division held that the trade name of the appl ieanl is \\ idd klHm n hi h 11 

acquired reputation and goodwill. It also remarked that there i . no an e. eertion II til 

requirements of the TPRP which denie former trade name wners ( f their pr P rt 

name of encouraging investment. Accordingly, it decided thal the trademark th r 

should not be registered and protected. 

The decision of the Cassation Division protects the priorit right of trade name ,>n 

been trademark owners without regi tration . True. the u e f idcnti al (r imil r l 

Id.Art.7(1). (4) 
Zewditu Mesfin vs. Six continents Hotels Inc., (Federal Supreme Cou ca~ Ion 0 

No.1170B) (unpublished) 
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I ad t a di er i n of user which \: ould re ult fr m u h u r mi t 

mark in tead of the trade name. I lowe er, then.: i n such kind 

unk ' pr bably the trade name happ ned to b a \\dl ·kno\\ 11 III 

the trade name i not tran formed in t a well-kn wn trademark. a prior II I 

not amount to the regi tration of trad mark ' . 'I he 'assati n de i i n i ' 11 I 

given trade name over the year can ele at it elfup t thi.: Ii.: cI fa Ir.l(jcllllr 

a h er di regard of the requirement of trademark registrati n. It Hill< lIlll 10 

gain, the JPO s registration of the trademark in fav r of forl.:i '11 iml.: 10 1 

pr m ting inve tment tine dome ti mpetiti n. 

iii. Addi Ababa Foam and Plastic Factory PL .\. el N()II'('r 1(,II('m/ I tilt/III}: N ( I 

p 

In thi ca e, the applicant initiall y in tituted an unfair c mpetitioll" lioll lolh ' 1 (' 1'1' l \ lIlh rat 

djudicative Tribunal alleging that the re pondellt misappropnall.:d il I' Ij I r I t I III r 

known a ADDIS ABABA FOAM. Th appl icant argued that the respolld 'Ill ' Ill f 111 

than Birr 3.6 million annual turnover by directly translatin I its tra klll:llk .1 I \ I I ( \ I R 

~OAM in re pect of similar good i .. G am pr ducts. In response, th . r 'spolld 'Ill (Ill 1\ I 

it , trademark was also regi tered a 

the registration of the applicant trademark and that the pri.: 'ent appll alll h,,1 ' I to OJ' 1 

the trade name registration. It al 0 defended that the trademark of the appli ',1111 i 

tran lated and that the designs, pronunciation, and kiter " layout as \\ ,\I I I hI.: 

col rs of the trademarks in is ue are quite dis "imilar fr)01 ell 'h nth 'l \ hi h I n( t 1I 

confu ion. 

In deciding the matter, the Tribunal framed tw i ' 'ue ' -whether 01 not Ih ' II 

which is being used by the respondent could cau e c nfui n in th mind (t th on umin ' pubJr 
n. 

and as to what particular remedies could be awarded t the applrcant in C' I • thl.:r 

The Tribunal and of the Appellate Tribunal pa ed imilar judgment in iii ' I1UI1l 

E.c. and 00008/2008 E.c., respectively. The held that the re p ndenl " .I r i, r 

name NEW FLOWER FOAM earlier and the ub equenl regi tralion 01 lh 

trademark causes no confusion with the applicant' tradcmar :1 he)' 

trademarks are distinct in terms of the color , letter. ign and" rd 

which do not confuse consumers. The al 0 ruled that the appl i nt id n t r 

391 Addis Ababa Foam and Plastic Factory Vs. New Flower General Trad n 

DiVision, 2009, Civil file No.128313) (unpublished) 

lh 



t! nomic los a a result of the purport d a t f the n.: . p ndent. J h • Ih 

pdition to the a sation Division. The latt r 

that the re pondent can continue u ing it trade name and trademark. 

J he deci ions of the Tribunals and the a ati n Oi i i n are C 'cnt It the c 

the alleged effects of using a translated trademark n the 11\.: hand and th 

the product and its owner on the other. t thi juncture, nick 7{ ) 01 Ih 

alrademark 'hall not be registered on accounl of Ihird parI} jJl'iorilY ri ,h/\ \\ 1/" II 

translation of a trademark which is registered il1 Ethiopw ", /)/'{I\ '/( /('c/ Iho( Iii' II 

Irademark in relation to those goods or , 'ervices woulel il1(/i(.'o/e (( COlI/h'C/IOII h, (\I , ' , II (//11 

and services and that the interest of the own ' l' of the regisl 'red /we/ell/(/rk i\ 11k, I)' ICJ b, dC/III 

hy such u e. 

I'r m thi the registration can be dcclin d a I ng as the translated Illark ' I ',Ite .1 lik lill, 

confu ion and that the interest of the wner f the registered tl"ldcm;u k i al I II.: . Itl, II ·h 

'ADDl ABABA FOAM' is a trademark whose English translation IS IW II ( II I U / () t H. 

the latter differs in terms of colors, letter , ign' and words h 'n c. I 'ss Ilk 'I 10l.:rl.:.lle onlu 1\ n. 

econdly, the law of unfair c mpetiti n pr ' ribes the condll ' ts or Ih' hu in' 

c ur e of trade, which harm or are likely t harm the business interesl 01,\ ' 01111 

the claim of the applicant were grounded n havin I 'ustaincd dama 'I..' as a I ult 01 Ih . "II 

confu ion by the respondent's trademark, the witnesses and til' 01'11 liti ·ation lid IInl pn 

or did they prove any actual or potential ec nomic I .. \i ing to the 'Ilk I I l'll I ilh ( 

re pondent in using the translated trademark, Thirdly, the requircl11ent 011- h 'Iin' \111 r k 

envi aged under the TPRP is designed t mitigate th' likd hood 01 lnlu ic n. 

con umers can read and W1derstand the degree f imilarit and actu'll a ( i.lli( n oj til i tin 

ign words and designs embodied in both companie ' ~ am . 

iv. Bekas Chemical PLC vs. Miski Indu try P 
394 

Here, the appellant initially filed an action of unfair mpetiti n to th 

Adjudicative Tribunal. It argued that it ha a registt!l't!d trademark <lllc . ' 8ri,IIt '/J ' /':o 

producing and selling liquid, detergent and ap inct! the 11 lI th t th 

92 TCCPP No.813/2013, cited above, note 127, Art. 8(1), 

IB id. see Art .18 in general C rt 2008 CI 
4 Bekas Chemicals PLC vs, Miski Industry PLC, (Federal Supreme ou , 

o 120 77) (u pub 

r 



,line un n 1111 re p ndent committed an unfair comp titi n and that it has u t' . I . 

n.: ult of it. It further argued that the r pond nt i regi.tered 1 r' n '\1 8t'rt'~i"II ' 

. Be t bright Bekas ' as its trademark to produce and ' \!ll imilar pH Ull t It, ul 

for the word, colors and figures. In re pon , th rcsp ndent ontendeu th It th 

plaintiff (the present appellant) is de cri pti e G rap. and deter 'el)\ . It I r u 

pr ducts of the appellant are trademarked with gr n and dim color whil tth r 

only u ed the yellow color. It further argu d that the trademark of' th . "pp llml i 

by the Ea t African Tiger Brands trademarked a un Bright. 

In di posing of the case, the Tribunal [ram d three cr s. - cullin) issm;s r 

r not the EIPO has granted protection to the Brig'" B 'ka\'; whether 01 nol Bt'\1 /J, i 'hI !JI,kll\ i 

. irnilar and confusing with ' Bright Bekas' in Lerm ' r col rand shap' )1 thl.' Jell e Ill ' 11 I 

what kind of remedies could be gran Led t the pi intirr 'h uld it pro\\.: unlail COIll! lilion. I h' 

I'ribunal in File No.00041/2008 .c. pr ceed d into the merits { r the cas' , II hd Ilh Illh 

and c mbination of the colors of the derendant's Jcrrycan would 'onltl . III illil ·I.lle ( 

which in turn cau e confusion irre pective rthe appellant" Ie 'al prol' lion.1 In Ih I 1111 III II 

design in question. It further justified that the requirement (r hhellin' ' llul p.1 k.I'in 

envi aged in the TCCPP, presuppose an average and I iterate consllmel . ! ~ 'nltlall • th' II i111n 

could, by majority, hold that the respondent u cd 'a Lrade name' v hich \\ould nnlu Ih I ull i 

and Lhereby ordered the toppage of it u e by the re p ndent. 

The appellant appealed to the Appellate Tribunal and g t the de ision r 'vel 

Tribunal, in File No.OOOO? 12008 E.c., held that the trademark u 'cd b ' thc api ell.lIlt i tI 

con istently. Ultimately, the appellant brought the ca e beG re tht.: I' 'deml tI I In 

nature of the trademark. It also criticized the deci i n f tht.: PI' -lIatt.: 1 rihutl 1 

the registration at issue would not cau e confu i n \ hile the \ rillen c\ idel1 

the IPO proved so. 

From a purely legalistic perspective th interpr tati n f thc 1 rihun \ i 

rticle ? (3) of the TPRP protect c I r r, I 

and the EIPO erred in holding that the ell W 

and inadmi sible for protection. The h uld ha e e. 'tended 
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under compari on po ses different pa kag and -hape . lk ide. Ih 

Ihe word, the logo and yellow plu gre n col r" n t r r the krr~ 

the re pondent. Despite the fact that trademark an have ekmel1ls Il( I I r 

there i no a legal restriction for u ing imilar I r r difh!rel1t pn duct 

and colors. 

With due respect to its holding, the Appellate l'riblillal's rca min 

c mbination of the colors of the respond nt Jerryc 

to be an unu ual standard. The law indi criminatel), takes a ounts of I!\ CI ,1\ C I ' 

a tandard of reference. Apart from thi , the I wer 'I riblll1al sCl!ms to haH! conn II 

with trademarks for it reasoned that the trade name of the n:spondcnl \\-01111 C.llI 

'upreme ourt held that the re p ndent used the tradl.!l11ark bc\- <lnt! Ihl! 

[hi h ws it consciousne s of thc purp r registl.!l'in ' tradl:In'llks. 

v. BMK General Trade PLC vs. Mob Trade and Indu.'tr PI., ' 9S 

nm 

At thi juncture, the applicant argued that it had been r gister d for tI tJa II.: nann: 11\ I III I I'm Ir , 

'Umbrella Steel manufacturing I accompanied by a woman holdin I an lImlll!lI.l . I h II Lim" 

and the Industrial designs protection and Devcl pml!nt ' r l I Llsinl!ss pre 'I!ss rc Ii t 

trademark for the respondent irre pective f the appl i ant's OppOSI tl( n. I h .. Ippl i 

the regi tration of the trademark to be c nfusingly 'imilar. It all Il:d tlltll Ih . I . Ii 11 .llion II 

unfair competition as both companie pI' duce tl.!el pI' elu Is. It ur I·d Ih' 1· 11l 

ommittee to reverse the lower deci ion and 

registry thereof. In response, the re pondent a ' 'cltcd that Ihe tradcl11<l1 k .11 i II \I 

terms of their shape content and col r and that it ' trademark cOl1l.lin ,Id lil innul Iik , ' 
J Wand the woman holding the umbrella i mis ing hen c. rl.!nd 'rin ' Ih nt' 

oonosition Qroundless. . [ d h . -. h h - h In oeclOmg'tne ma'tler, the Appellate OmJTllttee rame tel ue \- ,t I r m t 1 r 

trademark is similar to the prior trademark in a wa that 

purpose of the TPRP in relation to protecting g od\ ill. It c ntirl1lcd th I< 

motion to judgment, it held that the umbrella i cu t maril . u cd b. Ih(; l uI Ii 

n 

parties are entitled to an exclusive right n r do the remainin 

confuse consumers as the respondent's trademark includt: additi nal mh 1 Ii 
n r i lh 

woman holding an umbrella attached to the rt: p ndent' tradem uk. 

395 BMK General Trade PLC vs . Mob Trade and Indus rv PLC, (E hlop an In 

Committee, 2008) (unpublished) 



" 1\\ 111 111'. In I he deci ion and reasoning of the App Ilate mmitt e app"ar t h .. 

th requirement of likelihood of confu iOI1' it manag d t I k at the 

the re pective signs, protected parts and comm nl u ' .. d I'gns 'I ,I '" • T<lu m r r 

mu t be holistic in a way that confusingly imilar r identi al mark haH: II 

ea e by case by case analysis. The pre ent deci i n e he ' the l!SS nee of Ir 

ppellate Committee delimited the cope of right ace rded t a trademark ()\ '11 r III r 

imilar products. 

\ i. Trade Competition and Con umcr protection uth()f'it) Puhlic P. II utll' ,. 

Imaz E hete Mineral Water PL 396 

In thi ca e, the public prosecutor charged th a u cd c mpan "ith ,I • illl 01 1I1llm r i I 
di hone ty and unfair competition. 397 It argued that thc ae lIs'd us'd ' /JIll£' 11 flter ' I it II I 

mark which is misleading and confu ing t the pu lic as c mpan:d " ith the tl I klll,lIk 01 th 

injured party. According to the pro eClIt r, th vi tim has an arlil!1 prote'tioll 0\ I th' l"l1 

litter's water bottle whose trademark wa 

the accLl ed used the trademark out of it 

of the trademark in a way that resemble the victim's tradl.!mark hell ,Inlmin' the; i tUll' III 

the tate's interest. On its part, the accLl ed defended that it has a 'qlll!"\ u I' '.tI Ilot' ti, n I r 

using 'Blue Water ' and that the trademarks at i 'LIe arc cOl11pktd tli f kl ent \ hi h do nllt 

mi lead and confuse to the public a compared with the trade mark of th' injlll 'I, I • ' \ , 

Brothers '. It al 0 argued that the victim company is n t r 'gist\.:n:d ('01 the ' olnlll nlll Ii I th 

prosecutor show the place, time and magnitude of the damage 'ustained b th' i lim. 

In deciding the case, the Tribunal framed the i ue whether 

the Blue water bottle eauses confusion with that of the t 

brand food and beverage PLC. It then ruled that thl.!re ina clear indi Hti( 11 

particular part and shape of the trademark, e wat r bottl \Va ' protecteJ. It , quit! 

by holding that the latter did not commit an act of unfair 

failed to prove the case according to it charge. 

The decision of the Tribunal is valid. The ictim h uld ha e a Ie ·all pn t l I inl 

trademark. In the absence of an exclusive intere t up n the allc Icd\ infrin I I 

claim lacks a cause of action let alone entailing criminal r~ r n i ilit . I urth r 

Trade Competition and Consumers Protection AuthOrity's Public Pros cu or 

(Federal Trade Competition and Consumers Protection AuthOrity'S Tnbun I, 

(unpublished) 
97 T CCPP No.813/2013, cited above, note 127, Arts . 8(1), (2) (a) cum. 32(1) 2 (3) 
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\ II. 

I, a t 1 \I 11111 h 
P
ecific protection on the shape of the water bottl and the (' t tho t I .. 

the Ye water ' does not mean that the blue col ur i alread e. th 

olor a a distinctive feature of hi mark, he h uld ha\'t.: 

pr tected. 

rade ompetition and Con umer protection uth n 

wei and others 398 

Publi ' l 10 • ' Ullli \ 

r 

\ I III I 

In thi ca e, the public prosecutor accu cd the lattcr r ha Ing mmittcd 1Il1i· I mpcthi n. If 

charged the accused with unlawful importati nand elling r: ROL pH tlu I 

of AF PLC which owns blade product und r the trade mark . '( K)L I h If! 

argued that the accused, by selling the mi leading pI' du ts without d' '!;II'ulit n. C III 

governmental revenue.The accu ed defend d n t t ha 

di tributorship and importation of OKOL PI' du t e pt for sd li11 , Ihl! .111 "I 

SOROL products in their shops. They c nt nded that even i r Iht.: Wl!Il! Ii I III h 1\ 

PI' duct, they are retailer, not comp tit I' who shollid h' hdd liahl' oul id Ih till l\r 

competition provision. 

The Tribunal framed the issue whether the accused hav' committed unfail 111111 lilion III 11)1 It 

held that the accused are retailer wh run their bu 'ines' b colle lin ' Ih 

entitie whose criminality liability [or unfair c mpetiti n dt.:pt.:nds lIpon Iheil \III klH \\1 I 

the confusing manufacture and presentation. it dismi ' cd Ihe case h stalin' Ill'll Ih pro • uti 11 

witnes did not prove the availability and ell of the OR L prodll ts misl' loin' Ih t Ih 

OKOL. 

The decision and reasoning of the Tribunal eem t be plausible. I·i l II . th' pit \ i inn lin r 

which the accused were charged with , doe not appl ~ r indi idual rcl~li1cr . It i III nt I r 

regulating the conduct of producers and importer . ec ndl ,the l1ll!n! rlcl of p 

trademarked goods does not nece aril con titllte an act / un/air 

trademark actually or, potentially mi lead the con luner r halm lh 

competitor. The prosecution evidence 

competitors who sell similar products in the arne area, and at the ame tim 

con ideration, the accused are not competit r n r \ a' it pr 

another principal offender which could differ the merit and ul 

398 Trade Competition and Consumers Protection Authorrty's Public ProS cutor 

(Federa l Trade Competition and Consumers Protec ion Authorr V's Tr bun , 

(unpublished) 70 
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,iii. Ro at pubti hing PLC v . EIPO and oth r 399 

The app Uant lodged an appeal before the IIigh urt ~ II win' th' I 11'( 

ori t trademark, 'Royal ' which wa u ed to id ntif 

a weI\. The EIPO cancelled the trademark up nth 

who claimed that the appellant cannot mak u 

goodwill the trade name was registered i di 01 ed 

be commonly used by the parties to the litigation by ju ,til' ing that it had I cell in \I 

The applicant appealed. The High ourt c nfirmed the an cllation til: 'isi n of Ih I 11'< >, hUllt 

rever ed the order which states the joint u e I' the trad mark b th' I anics. 

'I he Iligh court's stand is convincing, In the currcnt asc, thl.: I-I PC .,\.:Clll 10 

intcre ted can use the trademark a it i pI' te t d in fav r or no Inc n.l i all), Ih 

exclu ive rights upon registration. Alth ugh it i ' p s ibl' that a trade mink call I . joinll 0\ 1\ 

thepartie have not been registered a joint wn r .'Ihu ,partofthe lll' 'sdct:i ion\\hidlo( I 

that they can make use of the trademark j intly defeats th pllrpos' 0(' Ih' I' Ii \(.lliol1 .In i 

pI' tection. 

ix. D.H Gcda teel Manufacturing PL v. Akakai Metal, or! ., Facto( .' I 

In thi ca e, both the appellant and the respondent had been manllfactul in 't· I Pllliu I ilh ul 

trademark registration. The present re pondent had been u'ing th' tra I '111 Irk (,Ohllll1 111 tal 

work S.c since 1964 which contains five tar , Latin letter ' .,pelt as 1 I£' 

hard, The respondent sued the appellant alleging that the latter attempted tl 

of confusingly similar trademark called DH with ~ ur star ' at thl! (ortller 

objected the application for the registration tating that the appellant' \11 \.: ' Oil tiM 11 

unfair competition under Art. 132(1 ), (a) and 141 (2) f the mmer ial I d . 

The Federal First Instance Court, to which the ca e wa ·ubmitted. fram' I th' i 1I 

trademark of the appellant is confusingly imilar ith that fthe re 'pond 'nt ' nll 

priority ri ght if the appellant' s trademark cau e 

appellant's move to have registered a imilar trademar m r . , c t l 

Royal publishing PLC vs. EIPO, (Federal High Court, 2010, Civil file 0. 83002), (unpubhs d) 

400 DH Geda Steel Manufacturing PLC vs. Akakai Metal Fac ory, (Federal HI (our, 2003, 

(unpublished) 
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again t the respondent's long built reputation er th trademark. ·J he 

likely hood of confusion for the illiterate ociet 

rt:gi tration. It also held that the appellant did n t den 

Irademark and that it was a wholesaler of th re p 

regi tration. Finally, it ordered the MoTI n t t 

If und of unfair competition. 

register the apl dlanl ' Ir 

ggrieved by such a decision, the appellant lodged an appeal I the IIi 'h 

fe 'pondent failed to oppose the regi strati n within the statulor) lim~ limil ' 

trademark is registered ,the respond nt ' u e r the trademark f()J' a lOll' pCI il II tim ' 

not grant exclusive rights to it and Gnally it argued that th lrade.:mar 

simi lar by adding that even if they arc treated a 

determine confusing similarity is the illiterat 

I he appellate court framed the issue which r th 

confu ingly similar; and even if the re p ndent had b tler title.: ar~ lhe.: llad '1ll,II 

imilar or not? In view of addressing the i sue, th \ CUlt t< ok 1)1 '1,1111 'd Ih,II Ih I 

had been using the trademark since1964, hence it cstabli 'hcd th~ respo" I ill 'S plioril rirthl , It 

al 0 investigated the trademark of the app Ilant which C ntain'i fOllr sl'll s, Ih' I'll I 1>1 \( I t r 

lower court's decision. Against the e compari n ', the ' urt he.: I I thai th ' II III III II 

be copies of each other and they create confu i n on the minds or a 'ela 'e.: on lim I • It r 

out that the appellant is presumed to know r sh uld have known th' (( nl I ion n un ir 

competition resulting there from. It then, confLrmcd the 10\ er curt's de ision . 

The decisions of the courts are pro-competitive. The law f unfair c mp 'tili( n 

bu inesses from dishonest and harmful commercial competiti n, I hi d ·i h It 

manifestation of protecting unregistered trademark ' in the conte.:. t 01 \ Ill ir 

Otherwise, the rightful owner's client would be taken a\ a; h 

improper competition. 

\. eryday Battery Incorporated v ,Ali eman
401 

I Every day Battery Incorporated vs. Ali Seman, (Federal High Court , 2006. C 

to pr 

u t 

m uti n 
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In thi particular case, the plaintiff i an wner f a n.:glsten.:d a t 

battery containing additional sign such a a black at pa ing \ ia 

identify battery cells. It instituted an action of unfair c mpditi n a 'ain I th I 

that the latter started using, impOlting, elling and di ·tributing bath.: r 

called Nya la battery which exhibit a bla k animal jumping \ ia l1uml 'r 

colour.The plaintiff argued that thede~ ndant' trademark i a onfu in imil r 

n:pre ent similar products with the plaintiff whi h au 'c ' c nsumers' confu ion. 

In reply, the defendant argued that the trademark 

name and the additional symbols, number and col 

Federal High COUlt framed the issue whether or n 

competition. The key criterion for determinati n w ' that th dekndilnt eh.1Il 'ed Ih III 

t black animal and the number from nine t ix whi h is writtcn and llll O\llllk I I 

ribb n. The Court decided that ther need n t exist abs lute simil.ll il 

unfair competition nor did the defendant defend that his trademark <luld 110 1 I 

r It 

held that there exists confusing similarity between the trademarks o[ the pl.lilll i[( • III I th.lt 

dcfcndant.lt ordered for the defendant to r frain fr m using, sellin I, IIllPOll ill 1 ,\l Id Ii tnl ltln I 

the products. 
The decision of the High Court seem to be tenable. 1 he de isiol1 pi '\ 'illS Ih ' 

plaintifrs goodwill. It safeguards con umer fr m c nfu 'i n. 

,i. Kangaroo PLast PLC vs. Meta Abo Bira S. 402 

In this case, the appellant was aggrieved by the dcci i n ortbe r-l P [01 th 

its proposed trademark, Anbesa Beer bearing a Ii n' s Ji gure eyond nee 

products. The EIPO rejected the application upon tbe opp siti n of the n: ,j tr.llil Il ~ 
re pondent alleging that a similar trademark called M ta bo Bira a 

of a standing lion was registered by the re pondent be~ reband. 'r he J ~ l p 

appellant for registration could be confu ing to the c n umer . It r '\ er I th 

the EIPO by stating that the layout of the figure ~ r b th \i n and f tradem I 

and that they are not likley to confuse con umer . The de i i 

upreme Court. 

402 Kangaroo Piast PLC-Vs Meta Abo Bira S.C, (Federal supreme Cour , 200 , Ct 
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I he deci ion of the court i ound and pro-c mp titi e bccau e, th III r III 

not onfu ingly imilar in terms of their pr nun iati n; de Ign and la) 

ob iou Iy identify and compare the product b nl I king at the lah lin' n 

lion. 

ii. Wigoye (Techno mobile A embl Factory - -.J,i 

In thi particular case, the plaintiff sued the d ~ ndant ~ r unfair mp ,tition. It 

latter infringed the trade mark of the plaintiff, 340 unci T 41 re 'i-;ter d lor 

ph ne . The plaintiff asserted that the d fendant pr duced and s( Id ;- '40 (lIItI 

smart phones bearing similar model number, p ckaging col r,la (lit and hI I) III Ih 

III I I 

and ther speciflc signs for similar product . 1 h de end ant 'ont 'nde I that th 11.11 Il\ r 

di ,tinct and it operated under the umbrella fa fr e market and the inveslment pIli 

a bu ine license. 

(he Tribunal framed an issue whether r n t there appears a similal il Ih.11 

competition between the trademarks in que ti n. In determinin l the maltel, il 

III 

certificates of competence granted to both parties by the M I "1 \ hich \ \:1 ' (oulld 0111 III 

irrelevant to establish the rightful owner, though. It decided thai both Ira I 'm,lIk ;11 - nll(1I in ,I 

imilar. It ordered the defendant to top producing and selling th ont 'sled pro III I \III I r th 

Irademark in question. 
The holding of the Tribunal is commendable. everlhelcs. at a more reaIi tic I-

inadequate. The stoppage order again t pr ducing and 'cUing (the said plO III ,t 

An order of stoppage alone does not guarantee that thc aln:ad pro III 'cd pl(ldll I \ (lIl J1 

be distributed in the channel of commerce. The Tribunal ught to ha\ e nrd r -0 th .1 

the produced goods by way of a public auction to recomp c the plaintiff un I ill 

fine thereof. 

1 . . I) b I s mbl (F d r I Tr d 
Wigoye (Techno mobile Assembly Factory -Vs- Jeoll (Geote 0 Ie' 

Consumers Protection Authority's Tribunal, 2006, Civil file No.OOOl7) (unpubhs d) 
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o CLUSION AND RECOMME D 

, Conclusion 

fh the is has examined the boundaries and tripartit interfa cs am n I I tr d' n III • t III 

.... ron tl,\ 111 r and competition regimes. Initially the creati nand maint"11an cit I 

put at the centerpiece of the competing the ri f legal ormalism and I Ii m. 

wa re olved upon the paradigm shift toward the pcrG ct c 

trademark protection and competition law . suppkmcnt tra I 111 r 

name regimes when and if these regime fail t afr I'd crre tive protection lor t I 

trademark owners. Nonetheless, it is only the nfusion based li'lbilit theOl 

of trademarks and tradenames that refer th dis rds bet\\. 'cn c< Illi ·tito ill lh 

context of the law of unfair competiti n. 

(he tudy has tuched upon the growing fre t f competition tribllll'lls in III liti' Ilh n 

, mpetition authorities may practically dev te distant att(;l1ti( n and Ie <HIIC 

matter by assigning a high priority to the arca f omp(;tition I oli ' ami 1.1 

oriented trademark litigations should c 11 ider the t(;chnicalilil.!s 01 IP, II Ih ' 0111 till n 

tribunals have limited capacity in the regime riP, th m'l hI.! cOlllpetitioll min I d \1\ I 

way that pulls trademark protection out of the picture. 

That aid, the protection of trade name and trademarks may be pn:oic.11 'd III oil I 

fir t-u er theories each having considerable repercu ' ion ' in th' realm 

Ethiopia adopted a system of registration of trade name and tradl!mat ks . 

are regulated by the CRLP No,980/20 t 6 and trademark arc g ell1ed b 

and TPRR No.273/2012, Accordingly, orne mark and trade name al" 

regi tration owing to certain statutory ground of inadmi ibiltt. 

rough-hewn and adequate legislative bridge during the regi tratl 11 

Thi has led to unsettled practical con trover ie . The tatutOI requirement r I th r 
d 11 m 

of tradename and trademarks are far from being complete 

trademark regimes have no cro s reference provi ion' t a 

cau ed inconsistent registrations and actionable claim 

The fact that trade names and trademark 

and the EIPO, respectively tripled with 

challenge. 

7 



frul! en ugh, th a ation Di i i n h d p' e .1 pi 

n Ira emark h, til Il,'II'ln ni u regl itration of trad nam add 

J:lhl - eramic P.L. v. IP and h riga Ie hn logy I imil 

la k a cl ar Jegi Jative backup f, r th ir inler perabilit ' . 

'I he TP do not pecifically f, r e the nature . nd 

c mpetition and trademark regime n r d the ' r 
tr,ldemar! and trade name upp rling trade. 1 he '\ PI' dedic,Ilc 

c n erning trademark and trade name. parti lIlar tnlclC t 

PI' vi ion i a catch-all provi i n th I applie. t all '1.IIIllS 

l.!tl1analing from unregi tered trademark ' and irtuall 

II wever, the competition law 

terminologies and exceptions pertaining t 

I he tudy further a se sed the compatibility of the I;,thi pian llademalk '\Ild lI.11 1\ m 

again. t the competition law in forc . Again t this back drop. the 1I.ldclll.llk Ie tm 

confu ingly imilar or identical trademark from registration. 

owing to n n-u e; procedure for the oppo ition and examination, Ihe leIlC\\." plmi \I n 

Irademark to transfer, licen e, a ign and authorize third parties 10 usc the 'ood 

covered by the protected trademark. Thi h ws the reco nitiol1 or pth''' tle Ii 'hI 

of competitive commerce. The TPRP further re nl'le the dt drine of inlcmull Il 1 

trademark exhaustion. This fosters competitive utCOI11I!' b trikin 

the hardcore restrictions and the owner' exclu ionar trademark I rivi1c c. I h 1 PI P 

protect distinctive marks to allow effective competiti n b enablin et IllI 'lit I 

to common place, de criptive and generic w I'd and 'mb I . loren\ I 

require to publicize trademarks in the ofiicial bulletin \ hich real' 

to publicly registered and canceled trademark . finall . the rc i tr IIi n 

the EIPO help control subsequent application t regi 'ter mark that onni t \\ 'tll til 

mark, 

On another note, the appraisal shows that there are teething problem durin 

the competitive effects of well-known trademark. The TPRP fail 

infringement. Thi affects bringing ucce ful infringement a ti n,. It ha n 

enforcement of unregistered mark nor are th 1\ Ii rctllcdi 

omprehen ive. Beside, the exclu i e federal juri di ti n ~ r Imini \ rin 

trademarks practically pose difficultie in term rae . ibility. 
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\. t the compatibility of the tradename and mpctiti n n:giml: Ih Rl P 

, unng t 1l: rl: '1 lrali( 11 ( pr i ion to upplement competition law. ir tl d' I . 

propri tor, the law requires the use of a differ nt idcntificati n in rl: I t ( 

trade names. econdly, it impose a duty again t the rcgi tering I ficl: n II r ·i I r 

\\hich is identical or has misleading similarity t a pr i u'l ' regi t r d tra I- n 1111 

trictly regulates the conditions under which a ub titut trade nam can 

cem to protect former competitors against nfu ingl 

Ethiopia does not have any policy to go ern the c unt "d main nalll 

pecific, whether trademark owners ha e a uper eding right to 

identical with their trademark is not legall addre cd. 

would become a common bu ine in thi pia. 

In iew of the foregoing Endings, the re ar h r 
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B. R commendations 

i. 10 det rmine the outcome of the conflict b t\ een nfu in' Ir.ltI III r 

I' thi pia i advised to replicate the experience r ther jllristli tion . It h 

juri prudence concerning the rules of priority. Th trad 'mark n:gime ha to r 

nam rights during trademark regi tration. If the 1 PRJ> pr 

pcr on' protected literary, artistic rights or rightl a ph t )raph or de i 'n 
refu al for trademark regi tration 404 then, this provisi n can imilarl I11I I pr· 

. imilar or identical trade name rights. In [act, until a lear rllk of I'I':CO 'nition i 

m 

,ubject , the legal deficiency can be rectified by judicial jurispruden c. In Ii 'ht of thi . tit 

of courts is indispensable. 

It rnatively, Ethiopia may espou e the rcmini ent experience of lon 'oli .. \\h I II. I n lin 

and trademarks are regulated under a ingle legi lati nand institllti)11 b ' inc( II II Ilin 

'eltlement provisions. To this end, Eth iopia i r quired t redesi 'n its ll: ,,,I I . 'im 

that the admini tration and registration [trademarks and trude names h' lun b Ih 

either under the EIPO or, under the auspice r the M 'I . In on 1olh. if Ihel . i 

between trademarks and trade name , the trad marks shall pr 

prevalence clause of such a kind. The a~ re aid measllres ma 

amendment. 

Yet another leeway, the MoT and IP 

oftradenames and trademarks. This option is m re feasible in th' short run . A '\1 t.II 

the registering experts in the MoT and EIP h uld think thr ugh the rell:\: .Int 11\ in Ih 

of registration so as to do away with incon i tent regi trati n ' and spirit of lInf,lil om titi n. 

ii. Ethiopia should follow the institutional c nftguration of hina \: h(.!r· the I r.ld III 1\ r 

and Adjudication Board is established under the Trademark mee t handle mIller ( tr 

di putes. As things stand today, the Appellate mmittee face un n lilulion IiI 

Al 0, the unilateral power of the Director - eneral t rever 'e, r appr 

rendered by the Applellate Committee appear e a\ k\ ard. I hu • th 

ornmittee and the Director-General hould ha e an equal 
I) inl rill 

decision making. 
iii. The competition regime should make cro rererence t 

di tributorship agreements, and trademarks. It h uld uflicientl rc 

dealing. The TCCPP has to include clear t rmin I gie that need I 

exceptions pertaining to vertical and horiz ntal agreement . n II p 

4001 TPRP No.501/2006, cited above, note 169, Art .7(1), (4) 
7 



onduct proper pre-intervention tud 0 a t a hi \ e the g al th 

prote t trademarks and trade name during IP litigati n, the Adjudi 

Authority have to be staffed with th requi 'ite pr l'c si nal mi 

tradenam and competition expert . 

iv. rticle 4 of the TPRP is a poor draft manship .. hi 

mp ill n t 

requi rement of trademark registration. hu, it 'h uld b' cal tion 

Prot ction through registration ' and b amended it " rdin I as folio" 

. 'Where an application for the registration of a //lark has beell n'J.!,il/t'I'I'cI ill 1111 II 

th 

\II 111 I 

pl!rson in who e name that registration stands may, suhjecI 10 Ih l! pronli(}//\ () Ihll 1',." //1/1 III /I , 

protect ion for his mark by obtaining the trademark registral iOIl ('('rll/tco/I' \I hll h l/tulll • I 1/1111 ' 0 " ,II Ii I 

parties in relation to any goods or services for which it has heell n'J.!,lsl!'r"d .. 

nnccted to that, Ethiopia hould al 0 am nd the c( nnictin' 1 rmi ion 

protection of well-known trademark i.e. Art.2 (2) and 7(2) in a ",.1) Ih,11 n' III I 

contradiction. Up until it igns the normati v frameworks or the inll:mlllion,lill 

can make u e of the bilateral trade agr cmcnt ' or clse, lIstnnlll' Ih' \l ' IP() 1111 I lin 

determine the well-known statu of a trad mark . 

tt 

v . • thiopia should enact an adequate trade name regime ha In enfor' 'm 'nl plo\ i it n . 1 II \ I 

h uld define trade name infringement up n indicating the 

name rights for aiding successful enforcement. It sh uld als 

opposition and cancellation of un-used trade names to bliterat te hnical hatricl In om 

hould not be exclusively destined to federal juri dicti n. The tate institution 

be given with some powers paliicularly, when the defendant and n! ,i Iranl 
url and 

or ole proprietors. In fact, since the tate 

concurrently exercise the jurisdiction of the 

re pectively w1der the conditions of delegati 11 pr 

federal jurisdiction provided by the TPRP for the adjudicati n 

can be pragmatically decentralized. Regarding the tradl:mark 

vehemently advised to establish a decentralized, int 'grated and n ti n.1 

which regional information and trad mark regi ·tric can ~ f'\ r 

i. The TPRP has to incorporate a clear I gal me hani m ~ r th 

mark a well. To make the circle complete, it ma take aft r th B iii n I 

7 
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a bona fide u er of an unregi tered trad m rk and lalll1 pri rit n 

trademark application. The law mu t d fin the 'u c f tr demark ' in 

than confining itselfto the ' affixation tandard '. lhi rna he d n 

tandard to the Trademark Review r lati e tandard . . 

\ ii. The civil remedies embodied under the TPRP n d to 

latitude including change of trademark ' repla ement flahc1s and \\ ith I \ 

"iii. The trademark and tradename law hould b 

comparable to the ASYCUDA and ITA n the p rt. 

rights and provide informati n regarding the identificati n 01 dama 'c . 

working days ' time limit [or relea ing detained and sci/cd good 

deleted and be replaced with ' rca onabl time' tall \ 111<1 IIHUI1l ll'lhdit 

plm1rinbimmtl controlling mechani m . 

ix. hird parties importing or distributing g ds r 'er i cs la\ rull I 'ill in • 

of a pr ducer must be protected from unwarranted trademark infringement suit h 

di tributors. On the other hand, tho e imp rting and distrihlltll1 1 counl II ·il 

must be disciplined for trademark infringement on the moti n 01 th' Irad 1ll.11 

x. 
disputes and cybersquatting require putting in 

technical frameworks. Accordingly, the legislature i' e, pc ted to (OllllU\ II' I 

govern the country's domain name regi tration ·ystcm. It should IWlhel 'h' I 

demarcating the rights of trademark and domain name )Wlll!\' alon' \ ilh I 

ettlement mechanism thereto. 

i. The GTPs have to indicate the nature of the particular c 

The economic planning and of performance rep rth uld h \ Ih 

trademarks and trade names supporting trade. 

o 

n 



Bibliography 

i. Book 
\ D'R ON, P. Simon, Andre de, and Franc 
Product Differentiation, (1992), The MIT Pre 

Blanco, white, T.A and Jacob, Robin, Kerley' law oj Trademarks alld 11 /(/ 

1972) 
. Jane and Littman, Jessica, Trademark and UIlJair ompeflfioll /(1\1 ,' 

cd.20IS), New York 

[).,Mark Janis and B. Graemme, Dinwoodie, True! 'marks (llId IIja;,. (JIIII)I I/fUIII I m 

(4th ed.20 15), University of Oxford 

Ilarm , LTC, The enforcement of Intellectual prop rty rights, A as\! b ok, ( Id 'd .20 I l. 

Ilart, Tina, Fazzani, Linda and Simon, lark: Intellectual propert)' 1.(111', ( th • 1 .. 200\ ) 

Italy 
KAMATII, NANDAN (ed.), Law relating 10 ompufers. IlIf('/'/1 'f (/1/(1 h- ()/1/111( I I I' , ' 11 I 

evher law and the Information Technolo&ry A 'f, wifh rules. regulafloll" (l1/(/lIofl/1I ( 11/01 / • ( r 

2007), Universal Law Publishing Company Private imitcd, In lia 

Miller, Arthur and Michael, R., Davis, H., Jilt /leclua/ py Pal'lIfs, 1i ·(lc!I 'I/IC1IJ.., (//11/. ( (IJI 

rights, (1990), West blu hing Company 

Whi 'h, Richard, Competition Law, (6th ed., 2009), x ford nivcrsit> PICSS 

t.j>.p" ~1'C't'l1/(/Ot'lCP(;\: ~h.1'I?'~Jl ~h·(nJl V"1; 2"i 6:"CJ" Ui'l"(i(\o ~(pt.n : 200 lUll, bl 1' ,1 I 11 ,1(1111 1'1 

ii. Journal Articles 
Afili, Yassmine, "Independence of the Egyptian ompctiti n 
Recommendations", Global Antitrust Review, Vol.6 0.34 (20 

Barrett, Margaret, "Finding Trademark U e: The hi torical D undatl n ' fOI 

liability to uses, in the manner of a mark" Wake Forest Ltn Rr il" 

alifornia, (2009) pp. 895-943 

., rimsore, Grover "The a signment of Trademark and Trade namc , 

vol.30, (1932), pp.492-521 
ALLMANN RUDOLF" Trademark infringement and nfair compctlti( n: 1 I ~ • nd 

, ' 
Contemporary Problem," Cal. L. Rev Vol. 42, .77, 19 4 pp 1 -I 

Forre ter, William, "Trade Regulation: Right t U ' c one' wn nam 

01.41 (1967) pp. 170-177. 

GOLDBERG, Everett F. "The Protection of Trademark In thi pi 

(1972) pp.130-147 

L 



lIailegabriel G. Feyis a, "EUROPEA IN L A I' fill PIA 

\ omparati ve and Functional Analy i me Pr blcm ' , \linln 

(2009), aint Mary' Univer ity, pp. 27 1-2 7 --'-'.:....:..:..:.~.:..:...:.:...:.!.:~..:.:. 
1I ,lI1dler Milter and Picket, Charle ,"Trademark and Track name -,\n 
_olumbia Law Review, Vo1.30, (1930), pp.l 9-228 

II rka [laroye, "Competition policie and law: aj r n epts an I II 

Trade Practice Law:" Mizan Law Review , V 1.2 .1, (200 PI .1-1 C) 

kovacic', William E. (Commi ioner U cd ra l Tradt.: ' mmi ~illn , .. t th 1111 r 
antitru t and intellectual property law: 10 king b th ways t avoid a (.;ll llu il n: I h I III I It 

hi . tory to the des ign of competition policy tratcgy: The I cdcral 11 "de 111lml I III Ind Inl II t 

Property," eattle University Law Review, Vol. , . 19 (20 S I1P· I-29 

., Daniel, "Trademarks and Unfair ompetition: i\ ri ti <I I Il lst r 

vol. 59, 0.2, (1979), Houston, pp.I-32 

p.. T PH EN LADAS, "The Lanham Act an Int mall nal 

problem ", Harvard Law Review, vo1.l 4, .2, ( I 

ersit y of 

http: // repository.law.umich,edu/mlr/ pp. 33 

R. Reave, "Trade name Infringement a nfair mpt.:ti ti n", ~:..;..:..:.;:.:..;..;.;..:..o;.......;.:.;..;'-' .;..~---
!s'ue 4, (1953), pp.116-140. pp.751-584 

R., Adhikari and John, Knight M., "What Type f 'omp -titi 111 [lola Y "' I f 

Developing Country Have?" South Asia Economic ,'ournal . v I S, 0. 1 (2( ) l) PI .1-.. 

Rotandi, Mario "Competition in Europe", American Journal of COlli 

01.7, (1958,) pp.328-351 (Available at https: 11 

American+Journal+of+comparative+law/) 

. , Wex Malone, "Torts in Nut shell," Journal of Tort La" . 

(2002), pp. 349-350 (Available at 
https: llwww.law.yale.edu/system/file Idocum nh/pdf/Faculh 

R lating-Trade-mark! 

0.1 ,U . 

15, (2004), Murray tate Univer ity U(~U!!!.~..!!.!:..!!.!.!Jl!.:....!.~..!,!.:..:~:.:.:x.:=..;..a.. 



ingh ,dmit, unman Tulip and Thripura "Intcrra c lIld r I 

property right and competition law in India: n naly is," .10 111 nal II f 

~ Vo1.20, (20 15), Raja than, India, pp. 2 1-209 -'-"-'.:...:.....:.:..:..:..:..-:.:..:-:..:.!..:.:::..:..!.l:.~:!LI ....... ~ .... 

1'., R 

'I ilahun smael, "Protection of well -known radcmarks in I th illl ia : .\ Willi .\ 

the trademark proclamation," Haramaya Law Rc iv , I. I , 0 2. (20 11 I I · 

Weber pencer, Waller, In Search of conomi Justi 
PI' tection Law," Chicago Law Journal , Vol. 3 ,(2 

Wright, F. A, " Tort Responsibility for de tructi n f 

Vo1.l4, (1929), pp.298-327 (Available at http: //, holarship.lav .COflWIl. l'(\u /d, 'til l t4 fi , 

CORNELL LAW QUARTERLY) 

iii. Reports, Policy Documents, Book chapt r ' and Working 1' .. '1) ' f\ 

., Ke i th Barri tt. ~~---:=-:;~.;..=~==.o-.::~~':"=~-:":"~:':':-~"': 

( vailable at 
anyway) 

\emayehu Fentaw, Ethiopian Unfair 

niver ' ity of Oxford, Centre for 

lien, Booz, Ethiopia, A commercial law & In titutional reform unci tru(\l' e1ia ' nmtil , .. 

ompetition in Ethiopia (2009), Private ector Dc elopmcnt Il ul /Addi t 

ommerce and Sectorial Association 

ompetition Policy and Law Made Ea y.pdfl 



llhl pia uilding on Progre: plan ~ r ccclcratl:d and U I in d I 
(P 0 P) (2005/06-200911 0), oLl, ddi baba 

rOR ouneil of Mini ter , Indu tri al 0 I pmcnt Poli 
r R, r wth and Tran formation Plan I 20 I 0/1 1-2 1411 

r ORE, Growth and Tran formation Plan I I r cports. 1ini II 

Dcvcl pment, Vol. I, (2010,), Addi Ababa 

cbrcmcdh i n B irega, ~P~r~e~li~m=:i!!n~a!..r ~~~~.!...!!~u!.!!.....!~WlI~J!!L£.!l.!!!~lill!.!..!l.!£lili!.!.£i. _~.;.;..;.:.;~ 

Jcbrcmed h i n B i rega, ::..P..::u:.:;ll:.:;in!!.toLg~ut:.p~O~u!!r--!:~~....:.!..~l!...!.!~---.!!~ill!!!.l!!t!.! 

Kanjo, Jaju, Recent Development of 

0.6, (2005), Korea 

Kolli ,Ramesh , Final report of The 

aliona! Planning Commi sion, Addi Ababa, 201 , -DR 
(2015/16-2019/20, Main text, Addis Ababa 

r \ lh 'lnd 11,111 I( I III II( n PI n II 

Research Team, ICT-IPR Legal Framework Report: Incorporating, Rl' nl1ll1l('I\(Il'd I PR 

policies, Strategies, IPR laws and Regulations, Organization, 1I1!1ti1utinll unci 

Implementation, (2015) 

Re eareh Team: Review of the Legal and In titutional Fram , orl for lUI kl't 

The Ethiopian Fiscal Year National Account 

i . Theses 



,\bebe etachew, Trademark the law and pra tlce In l~thi PPI 1 . .I . BTh I 

Library, Faculty of Law, Addi Ababa ni er ity 

1uhammad Kebie, A critical Apprai al f the 
Ilhi pia:Analy i of the law and the practice, LL. 

Law, ddi Ababa University) 

fe. ema El ias, A Critical Analy i of the 
Hhiopia: Challenges and Pro pect , LL.M 

L niver ity) 

I e faye Degefa, Protection of Trade name Lind r [ ~thi{ pian 
unpubli hed, Library, Faculty of Law Addi Ababa nivt:rsity 

niver ity) 

Wudu a haw, the available legal remedie to unfair c mpctlti n \ illl sp ·d.11 cmph I I 

will in thiopia, LL. B Thesis, (1999, unpubli h d, ibrary, hi llily (f I a\. <I til \ II 

v. Web ites 

Ashlead and Leatherhead, Agency 
distribution.(http://www.twmsolicitor.com/urserviccs/bllslncssandll . .:..:)\.:...:.n.:..:.I11~·~1 ~~~~~~!:.! 

law/agency-and 
di . tribution/distribution-and-di tributor-agreem nts/www. bllsin 'ss 

mag.co.uk/wp .. '/webmagTVJuIAugll-lo-re .. pdfl 
.Illl 

Difference between trademarks and domain nam s-amended, I {Qnk 11011& 

conflict 



www.wipo.int/meetings/en/detail .j p?meeting id 31 g 
LuoYanjie, Bridge Ip law commentary, ( ailab"-'Ic:..:::....<-...I.!..:::.!.!...!..!::.~!-~....L~~'-!La~ll!. 
Infringement-trademark-trade name-china/, 

vi. Interviews 

Interview with (confidential), Ethiopian Tntellectuc I pr perty 

de ign registration and protection, enior expert 

Interview with Ato Abirdu Birhanu, 
Community Knowledge Re earch and 

ppellate Committee 

thi pian Int \I tllal I r perty (flc " 
Regi tration T am Lcad'l, enlOl C p II 

Interview with Ato Belete Ahmed, Ethiopian R v l1ues and 
Deputy Public Pro ecutor of the Pro ecuti n ncral , L 'gal 

Director 
, nd 

Interview with Ato Chernet Mekonen, FOR '" Ministry f 1 racle, . 111111 '\' ial R 

Lieen ing Supervisor 

Interview with Ato DerejeTsgu, Ethiopian Intellectual PI' P fty flice, 11 aden"'l ks ,111(1 Il1dll I I I 

de ign registration Business Process, Senior Re earcher 

Interview with Ato Emshaw Bekele, Ethiopian Intellectual PI' pelt 

Indu trial Design Search and Examination, senior expert 

ffice, 11 ld III II • ltd 

Interview with Ato Getu Shiferaw, Mehreteab Leul and A' ciates la'.' ffiee. 

and Employment 

Interview with Ato Henok Tafesse, Trade competition and 

Adjudicative Tribunal, presiding Judge 

numers PI' I' 'lion ,\ulhoTi • 

Interview with Benyam Tafesse, Mehreteab Leul and A ociate ' law 

property and Employment practice 

Interview with Dr. Mehari Redae (Associate profe or), ddi baba nI 

in tructor, Legal Consultant and Attorney 

Interview with w/rt Lidet Abebe, Attorney at law and legal c n ultant, ~ rmcr c pcrt 

ii. Others 
line, Maryanne (ed.), New Dictionary of the HistolY of Jdea.~, 

Biruk Haile (Dr.), Advanced Issues in Intellectual Property La\ , lecture d li\ 

\ H ~ n 

Law, Addis Ababa University, October, 2015 



I Rb ini try of Trade, xplanat ry tc n thl; 

Directive 20 15, Directive 0.003/2015 

I Model D i tri bu ti 0 n Agreemen t (.:....:A:....:....=.:..:..::..=-.:::.:O-"":'.:....:.:.....:.:...:.!.!:.!:...~:.!..!!.:~:..:.:.:.:~:.!!.l.:.;.:.!~:....:..:.!.:..:..:..:.!..!..;!;:..:.x 
£Q,nt ract-(2nd ed.), 21 mrt, 20161 

lomon Abay (Dr.), Theorie and Principl 

lecture delivered at School of Law, Addi Ababa 

r I ~c n mic La\:, Olll , 111100 I 11 nd I 
ni r ' ity, I )th ,ril, 2( I 

T. ehay Weda (Dr.), Implication of Trade mark in Transkr f r cchnoll I. 1l10r I , r Ull 

publi hed) 



Li t of Laws 
. International laws 

onvenlion E tablishing the World Intellectual Property rganization, t ckholm, (1967), 

(Available at www.wipo.int/treaties/en/conventionNertaal deze pagina) 

Li b n Agreement for the Protection of Appellation of Origin and their Internati nal R gi trati n 

of October 31,1958, as revised at on July 14, 1967, and a amended on eptember 2 , 197 

Madrid Agreement Concerning the International Regi tration f Mark ' f Apri I 14, I 91, a ' re i 'cd 

at Bru el on December 14, 1900, at Washington on June 2, 1911 , at The Jlague n vcmber, 

1925, at London on June 2, 1934, at Nice on June 15 1957, and at t kh 1m nJuly 14, 1967, and 

a, amended on September 28, 1979 

Madrid Agreement for the Repre ion of Fal e or ceptive Indicati n ' f ur n f 

pril 14, I 91 Act revi ed at Wa hington on June 2, I II , at Th n vem er , 1925, at 

L ndon on June 2, 1934, and at Li b non ct ber 31, 1 58 

air bi Treaty on the Protection f the Iympic ymbol ad pted at air bi on , eptember 26, 198 1 

ice Agreement oncerning the International lassi lication ds and ervi es ~ r the 

Purpo e of the Regi tration of Mark t ckh 1m n July 14, 1 67 

and at Geneva on May 13, 1977, and amended on eptember 2 , 1 7 

Pari ' onvention for the Protection f Indu 'trial Property 0 f March 2 , 1 , a revi 'ed at I'U " I' 

on December 14, 1900, at Wa 'hington on June 2, 1911 at The Hague on 0 ember , 1925, at 

London on June 2, 1934, at Li 'bon n ctober 1, 19 , and at tockholm on July 14, 1 7, and a ' 

amended on eptember 2 1979 

Prot col Relating to the Madlld 

adopted at Madrid on Junl: 27 19 

grecmcnt on erning the Internatl nal Regl tratl n of Marks, 

a amended 11 ct bel' 2006, and n ember 12, 2007 

, ingap re 1 reaty on the 1.a\ Trademark, Regulatl n under the ingap fC Treaty on the La\ 

f Trademark and Re Jution by the lp\ mati nferen e upplementary t the mgap re treaty 

n the law fTradl:mark. 

1 he greement on Trade-Rclakd Intellectual Pr pert Right, I 94 



The ienna Convention on the law of Treaties of23rd May, 1969 

1 rademark Law Treaty of October 27 1994, Geneva 

Treaty on Intellectual Property in Re pect of Integrated ircuit, d pt d at ashingt n, ay 26, 

19 9 

ienna Agreement E tabli hing an International la i ficati 11 f th igurati c ~Iem 11t f 

Mark, June 12, 1973, a amended on October 1,19 5, Vienna 

B. Foreign Laws 

ALI trian Federal Law of 1970, a la t amend d by th aw f Mar h 7,12 I 1 84, am nding the 

pat nt law and trademark Protection Law (Availabl at WIP Data bas r Intell tual pr perty 

legi lative text) 

.ur pean Parliament and of th ouncil, . Trademark r ire live, 2 081 5/E, t ber 20 8 

h Mongolian law of Trad marks and Trad names, 1997 ( vai lable at 1[> [ata base r 

Inlell clLlal pr perty legislative texls) 

'I he Patent and Trademark Pr tecti n Law r Bra/iI, .(, 279/9E (Available at WIP Data as r 

Inlel1 eclual property legi lative text ') 

The Trademark law of the People' , Republic of 'hina, August 2 , I 2; on febwary 22, 199 D r 

the first time; Amended on ctober 27, 200 I D r the sec nd time ( vai labl al IP ala base f 

Intellectual property legislative te ts) 

. Ethiopian law 
:....:.;::J~.:..:,a~", 19th year 0.2, ddi ' 

ivi lode of the mplre or ~thi pia, 19 0, PI' clamation .1 

baba, May 5th May, 1960 

ivi I Pr cedure ode of the Empire of thlOpia, 1965 Decree .16, ;..:..=-=-::.:.7:;.;a7~. 25
th

, year 

ddi baba, th tober,l96 

ommercial ode of the Empire of thiopia, 19 0, Pr clamation 0.166, ~a:.==az=) 19
th 

year 

ddi baba, May 5th May, 1960 

mmercial Regi tration and Licen ing Pr clamation 2 16 pr lamatl n 

al. 22 nd Year .101 Addi baba, th ugu t,2 1 



on titution of the Federal Democratic Republic of Ethiopia, 1995 Proclamation 0.1, Federal 

Jg az., ptyear, No.l, Addis Ababa, 21
st 

August, 1995 

opyright and Neighboring Rights Protection Proclamation 2004, Proc. 0.4 10, Federal ego 

az., 10lh year, No. 54, Addi Ababa,19lh July,2004 fa amendedl, opyright and eighboring 

Right Protection (Amendment) Proclamation, 2014, Proc. O. 72, Id ., 21 st year, 0.20 ,2014 

rthiopian Intel lectual property Office Appellate ommittee ~stabli hment Directive Addi Ababa, 

June, 20 12 

~thiopian Intellectual property Office Establishment Proclamation, 2003, Proc. No.320 Federal 

ego az., 91h year, No 40, Addi Ababa, 8
th 

April, 2003 

Federal ourt tabli hment proclamation, 1996, Proclamation 0.25, Fed ral. Neg.Gaz, Year 2, 

0.13, lamendmentl Federal ourt Proclamation Re-Amendm nt Pr cl mati n 0.454/2005, Id . 

II Ih year, 0.42, Addi Ababa, 14th June,2 05 IRe-am nded I ederal ourt Amendment 

Pr elamation No.32 1 12003,9th year No.4l, Addi Ababa, th April ,200 

Inve tmenl Pr clamation, 2012, Proclamati n No.769 lam nd d I, .:...=::::.=..::.=.;....:....=.-.:...=~a=z, Pr clamation 

O. 94/2014/, Id., 22nd year, No.52, Addi Ababa, 20 14 

Pr clamation oncerning Invention', Minor In venti nand Indu trial e 'ign ' Proclamation, 1995 , 

Proclamation No.123, ego ,az, No.123/1995, 0.25, Year 10, Addis Ababa, 1995 
eg.Gaz, 20th 

Trade ompetition and on 'umer protection, 20 I 

year, o. 2 ,Addis Ababa,21 ~I March, 20 14 

Trademark Regi .tration and Protection Proclamation, 200 , Proclamation 0.50 1, Federal ego 

,al,1 2th year, 7, ddls baba, 7th July, 200 

Trademark Regi ·tration and Protection Regulation, 20 12, ouncil of Mini tel' Regulation O. 273 

az, 19th year, o. 10, Addi Ababa, 20 12 



lit of a\ ) I 

ddi aba am and Plastic 'a t ry cw [·10\ er seneral [radin' PL , ['ederal upremc 

urt assati unpu Ii 'hed 

Bei\cma I ntertainment PL s. Betlema 'I ur and 'I ransl )It 'ent PI Inistl f 

1 ra Ie (F dcral uprel11e 'ourt 'as:atl n DI Ision, 200 , 1 il file l II I f I) lInpubli hed) 

Ikkas 'hcmicaL PL ' vs. iski Industry PL .. (I'ederul upreme ' urt, 200 'I il iii 

unpubli. h d) 

BMK Jeneral Trade PI. ' vs , M b 1rad and Industry PI ',(Hhl plan Int II tual PI' p rty ffl 'e 

ppellate ' mmittce, 2008) (unpublished) 

an A frican I ndustrics Limited s. Keremcla Industry PI', (l'eder.1I Ili,h , lilt, I ( 9(, 'I \ 11 Ii I ' 

.48(72) (unpublished) 

r AT International 'I rading PI . s I' thl plan Intc1lc tual Property (ni 'an I Sa a Santi I1l1nalc 

A (l"cdcral . uprcllH': (ourt 'assati n ()I l'il0ll,2004, 'IVtl ftl . (lJnpubltsl1 d) 

r II ;eda Slel!1 Manu!'" luring PI ' vs . kakal l!tal hlet IY, (I' 'leral IIi 111 'urI, 200 , [·ile 

o S46 ' 00 ) (ullpublished) 

l' [PO and bdul Hamid Abamt.:cha vs. K. '. sand c mpany (federal uprem 

Division,2007, ' I illi1t.: 0.990(0) (un published) 

lilt a all n 

- thi _ eramic P.L. ' vs. IP and sh riga Techn I gy imited, (Federal UI reme 1II1 

a ' 'ation Divi 'ion, 2001, . 57179), in Uo~t.t:\ m;pfl <t:e,e· oJ· nne !'lOLL ~l:tl°:', 

m.t'\>,9'~ : 0/7\ 12 : \,l\.6u,~.t mo/fI,e <t:e~ 0,"" : l"Pr.() Mfl : - 0 

very day Battery Incorporated v. 11 eman, (Federal I [igh 

0.15 4/2006) (unpubl1 hed) 

II lile 

veryday Battery ompany incorporated and Magma PL and uhammed Bu er, Federal I1igh 

ourt 1996, ivil file 0.158 6) (unpubli hed) 

FD Mini try of Trade v . Tiger Logi tic and Pr perty Protection PL (ederal upreme ourt 

a ation Divi ion, 2003, Civil file umber 5 931. , (unpubli hed) 

I All dates of decision are in Ethiopian calendar. 



I edaal Publ1 Pr e ut r v. ereJe Ybe nand Bda be n, ( <. I lio Keranio J u tice {Ii e, 

Public Pr 'ecut r,2006, riminal file 0.4 71) (p ndmg 

Ilabte\ Id Zergaw Jethr Leader hip and Management Institute s., all1uel . sera kthr 

anagcm nt nsultancy er icc, ('edcral uprem urt 'a sal! 11 r i lsi n,20 , I il file 

o. 6960 ,) in U"J',&.t.\ m'1't\,PJ (l:C.~· 0,:,. (t(lC no',. :1'-0'''''' C1l,f''1~,9):r: "'1.' I : \'h.t<,,·P,.t. rn"'t\,P, ,:cS': 0,:": M.1'l 

Mf"\: 2004:7R' 74- 77 

Internati nal mmis ion Agency PL and Alell1 Internati nal I11ll1issi n A lency s. arad 

'nterprise and hell1su lIassen, (Trad Practice Invl!stigation 'ommission, 1997, 'i il file 

o. ) (unpublished) 

Kangar Plast PLC.Vs Meta b Bira,.', (f 'etkral :lIpn.:t11e urt,200,'i tllile .4 91 ) 

(lInpllb I ishl!d) 

Mahlet Ilabtl!wold and Wdwalo 'I raditi nal B 'veragl! vs Kungar Plast, (I'l!d I'll I ' uprl!l1le ' lilt, 

2008, ivll fdl! 0.118(46) (unpublishl!d) 

R yal publishing PI C s. I ~ IP , (h.!derallli lh ' urt,2010, 'ivil file .8 002) (unpublished) 

L IRKA Vs. (1 Tl~ PI and the I RI' Ministry fTrade and Industry, federal upreme 

lilt asation DiviSIOn, ivil file no. 19909,200 ) (unpublished) 

The ommercial Bank of ·thiopia vs. Michael Tadde 'se (federailligh urt,20 ivil fil 

N .162408) (unpubli 'hed) 

Tibebe Ayele vs. the Ethiopian Intellectual property fficc, (Federal lIpremc urt a' ation 

Division, 2003, ivil file No.5905), in ~ I,.,~&.t.\ mo/t\~ <t:c.\': 0,:,.. c'\Oc nUlL 1:ou
:" m.I'\i,9'~l::("?; 12:~ 

h.~o~.t m<pt\~ <t:c.\': O,1':h"tl'l Mlf"\; 2003:7~' 549-552 

Trade Competition and Con umer Protection Authority' Public Pro eClltor . Almaz hele 

ineral Water PLC, (Federal Trade Competition and on umer Protecti n uthority' Tribunal, 

2008, Criminal file No.00039) (unpublished) 

Trade Competition and Consumer Protection Authority' Public Pro ecutor v. mer wei and 

ther (Federal Trade Competition and on umer Protection Authority' Tribunal, 200 riminal 

file 0.00028) (unpublished) 

Wigoye (Techno mobile As embly Factory v . Jeozi (Geotel) Mobile 
embly (Federal Trade 




